To Be Argued By:
THOMAS A. FARINELLA
Time Requested: 30 Minutes

APL-2017-00027
New York County Clerk’s Index No. 151633/14

Uourt of Appeals

STATE OF NEW YORK

KAREN GRAVANO,
Plaintiff-Appellant,

—against—

TAKE-TWO INTERACTIVE SOFTWARE, INC. and ROCKSTAR GAMES,
Defendants-Respondents.

REPLY BRIEF FOR PLAINTIFF-APPELLANT

THOMAS A. FARINELLA
LAwW OFFICE OF

THOMAS A. FARINELLA, PC
260 Madison Avenue, 8th FI.
New York, New York 10016
Telephone: (917) 319-8579
Facsimile: (646) 349-3209

Attorneys for Plaintiff-Appellant

June 15, 2017




TABLE OF CONTENTS

Preliminary Statement. ........cccuveiieeiiiiiieeciieie ettt 1
ATZUINIENE -.eieiiiiiiieeieeeiieeeeiiiiie e e ettt e e ettt eeeeebeeeettaaeeeeeesbeeaeasaasesseeesssneseeeasssenans 4
L. Ms. Gravano’s Allegations That Respondent Used Her “Name,

II.

1.

IV.

Portrait, Picture or Voice” Without Her Consent are Sufficient to
Satisfy the Requirements of N.Y. Civil Rights Law § 51............ 4

Video Games Are Not Absolutely Protected Under New York Law
Because the Newsworthy and/or Public Interest Exceptions are
Inapplicable When They are Merely an Incidental Aspect to the
Predominantly Commercial Purpose of the Game; Video Games are
Considered Advertising and/or Trade n Such
INSTANCES. . ..ottt 9

A. Video Games Are Not Worthy of Absolute Protection When
They Depict Or Evoke Real People And Their Use Is Merely A
Guise To Promote Sales.........ooviiiiiiiiiiiiiiiiii i 11

B. The Content In GTA V Serves No Informational Value And
Therefore It Is Not Entitled To Protection Under The
Newsworthy Exception..............oooiiiiiiiiiiiiii . 14

C. Because GTA V Falls Outside The Newsworthiness Exception
The Issues Raised In The Complaint Are To Be Determined By
The Trier Of Fact. ... 16

The First Amendment Does Not Afford Video Games An Absolute
Protection Against Right of Publicity Claims...........................18

GTA V Is Not Absolutely Protected By The First Amendment
Because The Content Is Commercial Speech; Therefore, The Law
Supports Ms. Gravano’s Claim...................coooeiiiiiiinnn .. 19

CONCIUSION . oo ottt e e e e e 22



TABLE OF AUTHORITIES

CASES

Aliv. Playgirl, Inc., 477 F.Supp. 723 (S.D.N.Y. 1987) ceeeierrenen. 5,13,19
Arrington v. N.Y. Times Co., 55 N.Y.2d 433 (1982).....cccoiviiiiiiiiinn, 18
Cohen v. Herbal Concepts, Inc., 472 N.E.2d 307,310 (N.Y. 1984).......... 13

Brown v. Entm’t Merchants Ass’n, 131 S. Ct. 2729, 2732-33 (2011)....19, 20

Costanza v. Seinfeld, 29 A.D.2d 255 (1st Dep’t 2001) ...ccceevvveereevreerennee. 12
Foster v. Svenson, 12 A.D.3d 150 (1st Dep’t 2015) coocoviieecvieiieiiieeeee 15

In re NCAA Student-Athlete Name & Likeness Licensing Litigation, 724 F.3d
1268 (9th Cir. 2013) ottt 18,21
Mastro v. City of New York, 435 F.3d 78 (2000) ......ccovevvivceeeeieeereeeieeen, 19
Mother v. Walt Disney Co., 2013 WL 497173 (N.Y. Cnty. Feb. 6,

0 ) passim

Negriv. Schering Corp., 333 F.Supp. 101, 104 (S.D.N.Y 1971)............. 12

Nolan v. Getty Images (US), Inc., 2014 WL 912254 (Sup. Ct. N.Y. Cty.

Onassis v. Christian Dior-New York, Inc., 472 N.Y.S.2d 254 (N.Y. Cty.
L) 13

Titan Sports, Inc. v Comics World Corp., 870 F2d 85 (2d Cir 1989)....10, 16
Toscani v. Hersey, 271 A.D. 445 (1st Dep’t 1946) .........ccccceeueuneee....passim

University of Notre Dame Du Lac v. Twentieth Century—Fox Film Corp., 22
AD.2d 452 (ISt DEPt 19605) ettt 11

Wojtowicz v. Delacorte Press, 58 A.D.2d 45 (1st Dep’t 1977)



Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562 (1977)...... 18

STATUTES

New York Civ. Rights Law § 50 ...ooooiiiiiiiiiiiicc, passim
New York Civ. Rights Law § 51 ..ooooiiiiiiiiiiiecciiicccceee, passim
New YOrk CPLR § 3211 ittt 22
OTHER AUTHORITIES

W. Page Keeton et al., PROSSER AND KEETON ON THE LAW OF
TORTS § 117 at 852 (Sthed. 1984). ... .eveeeeeeeeeeee e, 11



PRELIMINARY STATEMENT

Take-Two Interactive Software, Inc. and Rockstar Games, Inc.
(“Respondents’”) argument in opposition can be reduced to the following
proposition: the First Amendment bars an individual from asserting a claim under
New York law in all cases involving video games, irrespective of their commercial
nature. This is a case of first impression under New York Civil Right Law, Sections
50 and 51 (“N.Y. Civil Rights Law,” or the “N.Y. Statute”). Although this is the
Court’s first right to privacy/publicity case involving a video game, multiple
jurisdictions have permitted individuals to proceed on claims under statutes nearly
identical to the New York State statute at issue in this case and have created
balancing tests for making such determinations.

Karen Gravano (“Ms. Gravano”) is a reality television personality and an
international celebrity. Ms. Gravano starred in a television show that had over three
million viewers and she has millions of loyal fans. She relies on her celebrity as a
source of income. Grand Theft Auto V (“GTA V”) is a video game premised on a
potpourri of criminal activity, which has no informative value. The video game

rewards the gamer! with money or points for killing people and committing crimes

' A “gamer” is one who plays video games.



while offering up an assortment of weapons from a knife to an RPG? to assist gamers
in causing their own personal mayhem.

In or about September and October 2013, much to Ms. Gravano’s surprise,
multiple gamer-fans contacted her via Tweeter. These fans sent Ms. Gravano
Tweets informing her that her likeness was being used as a character in the new
game Grand Theft Auto V video game. See Am. Compl. § 9 5-8 (R. 132); (R. 143-
144). It was obvious to Ms. Gravano’s fans, who watched her weekly television
show for years and were therefore intimately familiar with her, that the game’s
character, Antonia Bottino (“Bottino”), was Ms. Gravano.

Ms. Gravano’s claim is predicated on New York Civil Rights Law Section 51,
which states, in pertinent part, that Section 51 applies to the use’ of Plaintiff’s “name,
portrait, picture or voice.” See N.Y. Civil Rights Law § 51.

The trial court held that pursuant to N.Y. Civil Rights Law § 51, Respondents
used her portrait and likeness without her consent are questions of fact warranting a
trial.

In overturning the trial Court, the Appellate Division decision ignored clearly
established law when it failed to consider that the Ms. Gravano’s Complaint

adequately articulates claims, under N.Y. Civil Rights Law § 51, that her portrait

2 An “RPG” is a portable, shoulder-launched, anti-tank weapon that fires explosive warheads.”
3 The word “use” as it is described by the statute does not mean actual use, which the Respondents
have deliberately misstated in an attempt to deceive this Court. See Respondents’ Br. at 1.
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and likeness were used without her consent as a character in the video game. The
Appellate Division further stated that even if the Court determined that Antonia
Bottino was in fact Ms. Gravano, the case would still be dismissed because Ms.
Gravano failed to establish the advertising or trade prong of the N.Y. Civil Rights
Law § 51. Respectfully, however, the Appellate Division’s conclusion is wrong.

Additionally, the Appellate Division determined that the video game falls
outside the parameters of N.Y. Civil Rights Law § 51 because it is a work of fiction
and/or satire, which provides the Respondents with absolute protection under the
First Amendment. In so ruling, the Appellate Division predominantly relied on a
California case pertaining to a governmental restriction passed by the California
Legislature, which placed content-based restrictions on the creation of a violent
video game in an attempt to thwart the game’s production. Plaintiff-Appellant
respectfully submits that this case is irrelevant and that the Appellate Division’s
conclusion was improper.

In short, as discussed further herein, N.Y. Civil Rights Law § 51 does not
provide a blanket exemption for works of fiction and/or satire. Indeed, here, in order
for Respondents” to prove that the GTA V is a parody, Respondents would be forced
to concede that the Antonia Bottino character is in fact a parody of Ms. Gravano,

thereby undermining their argument. Respondents cannot have it both not ways.



The Respondents argue, in sum and substance, that “[t]he core plotline of
‘Burial’ has no resemblance to anything that Ms. Gravano alleges about her own
life.” (Respondents Br. at 9). Nevertheless, Ms. Gravano alleges that the
Respondents’ have used her portrait and likeness without her consent, in violation
of N.Y. Civil Rights Law § 51, and that the core elements of Antonia Bottino’s
character including, but not limited to, her appearance and character-specific
dialogue, mirror Ms. Gravano’s own unique character traits, which are well known
to millions of people worldwide.

Ms. Gravano’s adequately alleges violations under N.Y. Civil Rights Law
§ 51 insofar as the Respondents’ have utilized a substantial fictionalization of her
portrait and likeness without her consent. Indeed, Respondents concede that the N.Y.

Statute “was drafted to narrowly encompass only the commercial use of an

individual’s name or likeness and no more.” Arringtonv. N.Y. Times Co., 55 N.Y.2d

433 (1982) (Respondents Br. at 11) (Emphasis supplied by Respondents). That is
precisely what has happened in this case.

ARGUMENT

L Ms. Gravano’s Allegations That Respondents Used Her “Name,
Portrait, Picture or Voice” Without Her Consent are Sufficient to
Satisfy the Requirements of N.Y. Civil Rights Law § 51.

Although the Appellate Division acknowledged that Ms. Gravano’s Complaint

alleges that Respondents utilized her portrait and likeness without her consent in



violation of N.Y. Civil Rights Law § 51, the Court failed to provide any further
analysis. Specifically, the Court stated that “[d]espite Gravano’s contention that the
video game depicts her, defendants never referred to Gravano by name or used her
actual name in the video game, never used Gravano herself as an actor for the video,
and never used a photograph of her.” (R. 186).

The Plaintiff-Appellant respectfully contends that the Appellate Division’s
conclusion is based on an improper interpretation of N.Y. Civil Rights Law § 51
insofar as the Statute authorizes causes of action predicated on the commercial use
of an individual’s portrait and/or likeness without that individual’s consent. See e.g.
Aliv. Playgirl, Inc., 447 F.Supp 723 (1978) (in defining a portrait, “the Civil Rights
Law is not restricted to actual photographs, but comprises any representations which
are recognizable as likeness of the complaining individual.”).

Here, Ms. Gravano has explicitly plead, inter alia, that the Respondents used her
picture, portrait and likeness without her consent in violation of N.Y. Civil Rights
Law § 51 See Am. Compl. q 9 8-27 (R. 16-18) (R. 26). Further, in opposition to
Respondents’ motion to dismiss, Ms. Gravano demonstrated, through affidavits and
exhibits, that Respondents’ violation is based on more than just an evocation or
suggestion that the character, Antonia Bottino, is intended to replicate her. Ms.

Gravano provided Tweets from her fans, who are intimately familiar with her, and



members of the general public, all of whom believed that the so-called Antonia
Bottino was actually Ms. Gravano. Among the affidavits submitted by Ms. Gravano
were two non-party witness affidavits stating, in sum and substance, that they
believed Ms. Gravano was the character depicted in the game as Antonia Bottino.
Ms. Gravano also included excerpts from her book, Mob Daughter: The Mafia,
Sammy “The Bull” Gravano, and Me!, and a New York Times article detailing her
book, which further proved that Antonia Bottino was in fact Ms. Gravano. See
Gravano Aff. (R.131-138); (R.139-144); (R.172-178); (R.145-150).

The Respondents, in a blatant attempt to deceive the Court, assert that Ms. Gravano’s
case should have been dismissed because, “there can be no Section 51 claim absent
actual use of “name, portrait, picture or voice.” Significantly, Respondents improperly
cite to a case, Wojtowicz v. Delacorte Press, 43 N.Y.2d 858 (1978), that does not in any
way stand for this proposition. Thus, Respondents’ argument is misleading because
neither the actual language of Wajtowicz nor the actual wording of the N.Y. Statute
include the word “actual.” See Id.; see also N.Y. Civil Rights Law § 51.

Respondents also use the support of a recent case, where the plaintiff claimed the
character in the popular movie “Sister Act” incorporated aspects of her life. Mother
v. Walt Disney Co., 2013 WL 497173 (N.Y. Cnty. Feb. 6, 2013). In Mother, the
plaintiff was not a known celebrity or public personality, unlike Ms. Gravano, yet

the Respondents here argue that “just as the plaintiff did in Mother, Ms. Gravano



pleads a fictional character incorporated aspects of her life.” Br. at 11. The plaintiff
in Mother did not claim that “defendants used her ‘name, portrait, picture or voice,’
but rather that the movies and Broadway production [based on the action] are
‘veritable similitude of plaintiff’s actual experiences as a Nun.”” Id. at 1*. Ms.
Gravano is claiming that the Respondents used her portrait and likeness, and that the
character’s story is not “similar to her life experiences,” but rather her exact life story
taken from excerpts of her book, magazine article, television show, and over all
public persona.

In Mother, the court and Defendants in their argument, refer to Toscani v.
Hershey, 271 A.D. 445 (1st Dep’t 1946) in holding that section 51 “was not intended
to give a living person a cause of action... merely because the actual experiences of
the living person had been similar to the acts and events so narrated.” Id. at 448. The
actual experiences are not similar—they are Ms. Gravano’s life story accompanied
by a character with her portrait. It goes well beyond Respondents attempts to
discredit her claims. Moreover, as the dissent in Toscani stated:

The language of the statute is in the disjunctive... The
Court of Appeals construing the meaning of this statute
has expressly held that a picture is not necessarily a
photograph ‘but includes any representation of such
person.’ [(citations omitted)] This does not mean... that it

may be a violation of the statute for a writer to base a novel
or play on events that occurred in the life of any living



person. Basing that novel or play on certain events 1s one
thing. Reproducing or portraying in fiction or trade
purposes a living person... without his consent 1s quite
another.

Id. at 449 (emphasis added).

The defense that GTA V is a “creative work” is nothing but a veil to shield
Defendants unlawful use of Ms. Gravano’s likeness in the GTA V. The purpose of
GTA V is not to be form of creative expression, but rather a profitable commercial
video game. This should not invoke the Constitutional protections of free speech
embodied in the First Amendment. Simply, Respondents used Ms. Gravano’s
portrait and likeness without her consent.

Respondents further argue that based on the cases Toscani v. Hersey and Mother
v. The Walt Disney Co., Ms. Gravano fails to adequately state a statutory violation.
This is simply not true and Ms. Gravano’s case is plainly distinguishable from both
of these cases.

The Court in Toscani v. Hersey, 271 A.D. 445 (1946), clearly stated:
We do not place any such construction on the statement
found in the opinion in the Binns case, supra, nor upon the
statute itself. Considered in the light of the facts involved
in the Binns case, supra, and the questions that were being
discussed, the statement relied on was merely a holding
that where the name of a living person is used in
advertising for trade purposes, coupled with a picture of a
person represented to be a likeness of that named person,
there has been a violation of the statute, even though the

person posing for the picture was not in fact the person
named. But, in the present case, no living person was



named, and no picture or other similar likeness of anybody
was used.

(Id.).
Here, unlike both Toscani and Mother, Ms. Gravano explicitly alleges that
her picture, portrait and likeness were used without her consent.

Respondents further argue that, “Ms. Gravano does not allege that she ever was
kidnapped, threatened with being buried alive or rescued in the process by a passing
stranger-the central events that happen to the ‘Bottino’ character in GTA V.”
(Respondents Br. at 16). Despite Respondents’ argument, the “Burial Sequence”
constitutes a substantial fictionalization of Ms. Gravano’s likeness under the New
York Civil Rights Law Section 51. Simply stated, Ms. Gravano has alleged the use
of her portrait and likeness and that the core elements of Antonia Bottino’s character
are unique to her. This constitutes a violation of N.Y. Civil Rights Law § 51. Thus,
the Court should, reverse the First Department’s decision.

II. Video Games Are Not Absolutely Protected Under New York Law
Because the Newsworthy and/or Public Interest Exceptions are
Inapplicable When They are Merely an Incidental Aspect to the
Predominantly Commercial Purpose of the Game; Video Games are
Considered Advertising and/or Trade in Such Instances.

The Appellate Division improperly overturned the Trial Court insofar as GTA
V does not fall within the newsworthiness exception; this video game does, however,

“fall under the statutory definitions of ‘advertising’ or ‘trade.’” See N.Y. Civil Rights

Law § 51. The Appellate Division’s dismissal of the case failed to consider an



undisturbed New York County Supreme Court case, which is analogous to this case,
Nolan v. Getty Images (US), Inc. 2014 WL 912254 (N.Y. Cty. 2014). The Nolan
decision stands for the proposition that in order for the Respondents here to use Ms.
Gravano’s portrait and likeness, the “use” must be lawful and the questions of
whether the First Amendment permits such use, and whether Ms. Gravano’s portrait
and likeness was used for “advertising or trade purposes, “must await further
development of the facts...” Nolan v Getty Images (US), Inc., 2014 NY Slip Op
30564[U] [Sup Ct, NY County (2014).

This was the exact reasoning used by the Second Circuit Court of Appeals in
a recent case brought in the Southern District of New York, Titan Sports, Inc. v.
Comics World Corp., in which the Court concluded that the determination of
whether a particular work is distributed for the “purposes of trade and not entitled to
first amendment protection is genuine issue of material fact,” is to be considered by
the trier of fact. Titan Sports, Inc. v Comics World Corp., 870 F2d 85 [2d Cir 1989].
Thus, Ms. Gravano is entitled to a jury trial in order to determine whether

Respondents utilized her portrait and likeness without her consent in violation of

N.Y. Civil Rights Law § 51.
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A. Video Games Are Not Worthy of Absolute Protection When They
Depict Or Evoke Real People And Their Use Is Merely A Guise To
Promote Sales

N.Y. Civil Rights Law § 51 does not define the purpose of trade. Therefore,
Respondents’ “hey that’s me” argument is nothing more than a rouse to distract the
Court from the genuineness of Ms. Gravano’s claim and to promote the creation
and/or implementation of a rule that simply does not—and should not—exist. See W.
Page Keeton et al., PROSSER AND KEETON ON THE LAW OF TORTS § 117 at
852 (5th ed. 1984) (“Thus in New York, as well as in many other states, there are a
great many decisions in which the plaintiff has recovered when his name or picture or
other likeness, has been used without his consent to advertise the defendant’s product,
or to accompany an article sold, to add luster to the name of a corporation, or for other
business purposes. The statute in New York and the others patterned after it are
limited by their terms to uses for advertising or for ‘purpose of trade.”)

Because the cases relied on by Respondents to further its bogus “hey that’s me
genre” theory are dissimilar to Ms. Gravano’s case, the Appellate Division’s dismissal
was erroneous. Respondents’ authority, in pertinent part, comes from the following:

e University of Notre Dame Du Lac v. Twentieth Century—Fox Film Corp., 22

A.D.2d 452, 456-7 (Holding that the film does not use plaintiff’s name,

portrait or picture which is the statutory test of identification laid out in

Toscani) (“The only critique we are permitted to make is a threshold one

shaped by a consistent line of cases. [t is this: Is there any basis for any

inference on the part of rational readers or viewers that the antics engaging

their attention are anything more than fiction or that the real Notre Dame is
in some way associated with its fabrication or presentation? In our judoment

11



there is none whatever. They know they are not seeing or reading about real
Notre Dame happenings or actual Notre Dame characters; and there is nothing
in the text or film from which they could reasonably infer ‘connection or
benefit to the institution””)(emphasis added).

o Costanza v. Seinfeld, 29 A.D.2d 255, 256 (I1st Dep’t 2001) (the plaintiff
brought an action under section 51 solely for the similarities in his last name,
in a television show over a decade old)(“There, not only was there one

similarity between the character and the plaintiff, the action was time-barred
over a decade.”) Id. at 255.

It should be noted that the Plaintiff in Costanza asserted that “the fictional
character George Costanza in the television program ‘Seinfeld’ is based upon
him. In the show, George Costanza is a long-time friend of the lead character,
Jerry Seinfeld. He is constantly having problems with poor employment
situations, disastrous romantic relationships, conflict with his parents and general
self-absorption.” These similarities can probably be identified with any number
of people in the general public at large. These are not specific and unique
characteristics and are, therefore, quite distinguishable from the clearly
established facts of this case.

New York courts have gone to great lengths to protect the right of privacy.
Decisions concerning the issue of what constitutes a “portrait or picture” provide
great examples of this broad interpretation. Indeed, “portrait or picture” is not limited
to photographs “but generally comprises those representations which are
recognizable as likeness of the complaining individual.” Negri v. Schering Corp.,

333 F.Supp. 101, 104 (S.D.N.Y 1971). Imitations of a person’s face intended to

12



portray the impression that the picture is that of such person may constitute use of a
“picture or portrait,” so as to bring a claim of commercialization of the person within
the ambit of Sections 50 and 51. Onassis v. Christian Dior-New York, Inc., 472
N.Y.S.2d 254 (N.Y. Sup. Ct. 1984). A “clearly recognizable” image of an individual
constitutes a “portrait or picture.” Ali v. Playgirl, Inc., supra, at 726. Additionally,
the term “portrait or picture” has been so broadly defined that it includes any
representation of a plaintiff, whether two-or three dimensional, including
mannequins and sculptures that reflect the plaintiff’ s features. See Cohen v. Herbal
Concepts, Inc., 472 N.E.2d 307,310 (N.Y. 1984).

In, Ali the individual in the picture, whom plaintiff alleged was intended to
depict him, had “recognizable features of plaintiff” such as the “cheekbones, broad
nose, wide brown eyes, distinctive smile and cropped black hair.” Id. at 726. “The
identification of the individual is further implied by an accompanying verse that was
used to identify him in the public mind.” Id. at 727 (emphasis added). The Court
held that “the picture is a dramatization, an illustration falling somewhere between
representational art and cartoon, and is accompanied by a plainly fictional... bit of
doggerel.” 1d.

Here, Respondents allege that the Antonia Bottino character has “no particular
resemblance [to Ms. Gravano] beyond both being female and having brown hair.” Br

at 13, FN 3. Here, similar to A/i, in addition to being a female with brown hair, the

13



character has the same eye color, cheekbones and facial structure as Ms. Gravano.
Additionally, here, similar to A/i, the identification of Ms. Gravano is further proven

9

by Antonia Bottino’s use of the phrase “in the life,” which Ms. Gravano states
repeatedly throughout her book and in the international television show “Mob Wives,”
and which is prominently exhibited on the cover of the magazine in which she was
featured. Gravano AfY. Y 13, 14, 21; Exhibits E, F, and H, respectively. Ms. Gravano
has consistently used this phrase, which is well known to her fans and the public mind.
Thus, Ms. Gravano’s fans all believe that Antonia Bottino is intended to depict her.
Shah Aff. §9 4-8; Sullivan Aff. 4 5,6,9,10. (R. 172-178).
B. The Content In GTA V Serves No Informational Value and is
Therefore Not Entitled To Protection Under The Newsworthy
Exception
The Respondents argue that “regardless of the medium, the common
denominator is this: if the plaintiff is suing over creative content in an expressive
work, then the section 51 claims fails on a motion to dismiss.” (Respondents Br. at
21). There is no case law in New York that has concluded that the creative content
in video games is an expressive artwork in the context of Section 51 of the New
York Civil Rights law other than the decision that is the subject of this appeal.
Additionally, Respondents’ argument is flawed insofar as it illogically suggests

that video game makers have the unfettered discretion to infringe upon the privacy

of a anyone they want and to further use this person’s identity, vis-a-vis their portrait

14



and likeness, for profit in direct violation of N.Y. Civil Rights Law § 51, under the
guise of “free speech.” The Respondents improperly seek to use so-called free
speech for the purely commercial purpose of exploiting Ms. Gravano’s likenesses
for their own pecuniary gain. This is improper and is in contravention of the
prevailing case law on this very issue from the Second Circuit and other
jurisdictions.

In Forster v. Svenson, the Court held that “to give absolute protection to all
expressive works would be to eliminate the statutory right of privacy.”) Foster v.
Svenson, 12 A.D.3d 150, 150. The Court further opined, “that the Court of Appeals
has not been confronted with the issue of whether works of art fall outside the ambit
of the privacy statute.” Id.

Additionally, the Court noted that there is a newsworthy and public concern
exception:

“the newsworthy and public concern exemption does not
apply where the unauthorized images appear in the media
under the guise of news items, solely to promote sales;
such advertisement in disguise is commercial use
deserving no protection from the privacy statute (see €.g.
Beverley v. Choices Women’s Med. Ctr., 78 N.Y.2d 745,
751-755,579 N.Y.S.2d 637, 587 N.E.2d 275 [1991] [non-
media defendant who produced and distributed a calendar
to promote its medical center that included a picture of
plaintiff not entitled to protection of newsworthy and
public concern exception based on theme of women’s
progress where calendar was clearly designed to advertise

the medical center]; cf. Stephano v. News Group Publs.,
Inc., 64 N.Y.2d 174, 185, 485 N.Y.S.2d 220, 474 N.E.2d

15



580 [1984] [model for article on men’s fashion not entitled
to protection of Civil Rights Law § 51 where photo was
also used in column containing information on where to
buy new and unusual products] ).”

(Id.).
C. Because GTA V Falls Outside The Newsworthiness Exception The
Issues Raised In The Complaint Are To Be Determined By The
Trier Of Fact
The Courts have held that a plaintiff may survive a motion to dismiss or
summary judgment in a case where they have alleged that their portrait and likeness
were used without their consent because the use of the portrait and likeness for

“purpose of trade” is a “genuine issue of material fact. See e.g., Titan Sports, Inc. v
Comics World Corp., 870 F2d 85 [2d Cir 1989].

GTA V’s illegal use of Ms. Gravano portrait and likeness falls outside the
newsworthiness exception because the exception does not extend to the intentional
commercialization of a celebrities personality. The Court in Titan, further
explained:

“In applying section 51, a court must be ever mindful of
the inherent tension between the protection of an
individual’s right to control the use of his likeness and the
constitutional guarantee of free dissemination of ideas,
images, and newsworthy matter in whatever form it takes.
However, as the New York Court of Appeals has
recognized, “while one who is a public figure or is
presently newsworthy may be the [**8] proper subject of
news or informative presentation, the privilege does not
extend to commercialization of his personality through a
form of treatment distinct from the dissemination of news

16



or information.” Gautier v. Pro-Football, Inc., 304 N.Y.
354, 359, 107 N.E.2d 485 (1952); see also Brinkley, 438
N.Y.S.2d at 1008 (“A public figure does not, however,
surrender all right to privacy. Although his privacy is
necessarily limited by the newsworthiness of his activities,
he retains the ‘independent right to have [his] personality,
even if newsworthy, free from commercial exploitation at
the hands of another.’”” (quoting Booth v. Curtis
Publishing Co., 15 A.D.2d 343, 351, 223 N.Y.S.2d 737,
745 (1% Dep’t), aff’d , 11 N.Y.2d 907, 228 N.Y.S.2d 468,
182 N.E.2d 812 (1962))).”

In the recent Appellate Division, Third Department case, Porco v. Lifetime
Entertainment Servs., LLC, 147 AD3d 1253 (3rd Dept 2017), the Court
accommodated “the law to social needs” by expanding the analysis of the

newsworthy exception as it was set forth in Spahn v Julian Messenger, Inc., 21 NY2d

at 129, holding:

“A work may be so infected with fiction, dramatization or
embellishment that it cannot be said to fulfill the purpose
of the newsworthiness exception to the statutory right of
privacy. The fact that a film revolves around a true
occurrence, such as a rescue of passengers from a
shipwreck, does not invoke the newsworthiness exception
in the event that the entire account remains mainly a
product of the imagination.”

This expansion of the law should be applied to the fictional use of a celebrity
in a video game. Here, as in Porco, where the work revolves around a “true
occurrence” with elements of fiction interposed throughout, it is not covered by the

newsworthy exception. Further, here, as in Porco, this is a case of first impression.

17



In Porco, the Court noted that the Court of Appeals passed on the issue of
“whether extending liability in the aforementioned manner violated constitutional
protections of freedom of speech and has found no such violation.” Porco solidifies
the decisions in Binns and Spahn, where “the Courts concluded that the substantially
fictional works at issue were nothing more than attempts to trade on the persona of
Warren Spahn and John Binns.....Indeed, in his brief to this Court, Arrington cited
Binns for the proposition that ‘fiction’ was actionable under sections 50 and 51,”

which is applicable and should be the standard applied by the Court in this case. Id.

III. The First Amendment Does Not Afford Video Games An Absolute
Protection Against Right of Publicity Claims

Plaintiff-Appellant has consistently demonstrated that New York case law does
not provide an absolute protection for cases involving decided works of art. The
Ninth Circuit has extended this theory to include video games, holding that such
rights “are not absolute and states may recognize the right of publicity to a degree
consistent with the First Amendment;” see also In re NCAA Student-Athlete Name
& Likeness Licensing Litigation, 724 F.3d 1268, 1271 (9th Cir. 2013) (holding that
the defendants video game had no first amendment defense against the right of
publicity claims (emphasis added)(citing Zacchini v. Scripps-Howard Broad.Co.,
433 U.S. 562, 574-575 (1977) (parallel citations omitted). New York adheres to the

U.S. Supreme Court’s assertion in Zacchini v. Scripps-Howard, which concludes
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that a state’s regulation of commercial misappropriation is reasonable; ie., it
“protects his proprietary interest in the profitability of his public reputation or
persona.” Ali v. Playgirl, Inc., 477 F.Supp. 723, 728 (S.D.N.Y. 1987).
Consequently, despite Respondents’ argument to the contrary, First
Amendment protections are not absolute. Indeed, rather than giving creative works*
a “presumptive constitutional protection, there must be a factual determination of
whether the items served a predominantly expressive purpose Or were mere
commercial products.” Mastro v. City of New York, 435 F.3d 78,93 (2006).
IV. GTA V Is Not Absolutely Protected By The First Amendment Because
The Content Is Commercial Speech; Therefore, The Law Supports
Ms. Gravano’s Claim
The Appellate Division incorrectly relied on Brown v. Entertainment Merchants
Assn., deciding that the video games in the context of a civil case involving the New
York Civil Rights Law is applicable. (R.156). Respondents contend that the First
Amendment requires its speech to be immune from civil causes of action because it
is a purportedly a “creative work,” despite its overtly commercial nature and use of
Ms. Gravano’s portrait, voice, and likeness without her permission in the sale of

video games.

*Assuming, arguendo, that video games are perceived as “creative works;” because such a
determination has not yet been reached by a N.Y. Court.
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Consideration of the First Amendment compels no direct result in this case. It
did, however, compel the finding “video games qualify for First Amendment
protection,” where they are the subject of a “content-based governmental restriction
on expression.” Brown v. Entm’t Merchants Ass’'n, 131 S. Ct. 2729, 2732-33(2011).
Therefore, Brown is irrelevant in the context of this case. As discussed above, of
great significance, the Ninth Circuit has made it clear that video games using an
individual’s likeness are not afforded First Amendment protection, contrary to
Respondents’ repeated assertions.

The most recent decision analyzing this proposition is Davis v. Electronic
Arts, Inc., 755 F.3d 1172 (9th Cir. 2015). In Davis, the panel affirmed the District
Court’s denial of Electronic Arts Inc.’s motion to strike a complaint, brought by a
former professional football player alleging that the company used his likeness
without his consent in the video game series Madden NFL, where the plaintiff
brought a strategic lawsuit against public participation (SLAPP) under California’s
anti-SLAPP statute. The panel rejected Electronic Arts’ argument that its use of
former players’ likenesses was protected under the First Amendment as “incidental
use.” In addition, the panel held that Electronic Arts’ use of the former players’
likenesses was not incidental because it was central to Electronic Arts’ main
commercial purpose: to create a realistic virtual simulation of football games

involving current and former National Football League teams.
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Further, the Ninth Circuit held that a video game developer’s use of the

likeness of college athletes in its video games is not protected by the First

Amendment and, therefore, the players right-of-publicity claims against developer
were not barred.  In re NCAA Student-Athlete Name & Likeness Licensing
Litigation, 724 F.3d 1268, 1271 (9th Cir. 2013). The Court used the “transformative
use test” and concluded that there “at least five factors to consider in determining
whether a work is sufficiently transformative to obtain First Amendment
protection.” Id. at 1274 (parallel citations omitted). In making such determinations,
a court should conduct an inquiry into “whether the literal and imitative or the
creative elements predominate the work.” Id. This is similar to New York’s
predominant purpose analysis, in sum and substance, assesses:

Whether ‘the marketability and economic value of the

challenged work derive primarily of the fame of the

celebrity depicted...[and] lastly...when an artist’s skill

and talent is manifestly subordinated to the overall goal of

creating a conventional portrait of a celebrity so as to

commercially exploit her or_her fame, “the work is not

transformative.” Id. at 1274 (parallel citations omitted)
(emphasis added)

(Id).

The law supports Ms. Gravano’s claim and Respondents’ contention that she
requests, “a change in the law” is patently false. The Administrative Rules of the
Unified Court System & Uniform Rules of the Trial Courts §130.1(c)(1)

state, in pertinent part:
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For purposes of this Part, conduct is frivolous if:

(1) it is completely without merit in law and cannot be
supported by a reasonable argument for an extension,
modification or reversal of existing law.

(Id).

Ms. Gravano respectfully submits that the facts of this case support a
reasonable argument for extension, modification or reversal of existing law.
Specifically, Ms. Gravano has implores this Court to accept Justice Dore’s dissent

in Toscani, inter alia.

CONCLUSION

Ms. Gravano has adequately stated the elements of a right of privacy claim
pursuant to CPLR § 3211 and N.Y. Civil Rights Law § 51. Respondents have
violated Ms. Gravano’s right to privacy; namely, Respondents created a character,
Antonia Bottino, which is a clear parody of Ms. Gravano, without her consent in and
distributed the video game internationally for profit in violation of N.Y. Civil Rights
Law § 51. Ms. Gravano has pleaded specific facts that support her claim. The video
game is not meant to be an artistic expression; rather, as Respondents admits, the
game is unequivocally intended to be a fictional parody of the real world, which is
not offered heightened protection for commercial speech under the New York
Constitution. Respondents have not submitted any evidence that adequately
dismisses, nor have they properly plead any defense to Ms. Gravano’s claims, that

resolves all factual issues as a matter of law.
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Accordingly, the Order issued by the Appellate Division dismissing this case

should be reversed.
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This Reply is submitted in further support of Ms. Lohan’s Appeal. GTAV
does not address the issues raised in Ms. Lohan’s opening Brief. The issue is
whether GTAV’s “purposes” in developing Ms. Lohan’s “portrait” in the “Beach
Weather” and “Stop and Frisk” digital portraits and the invented fictional
biography of the avatar which includes the “voice” was for “advertising or trade
purposes” as opposed to expression. Section 51 specifically uses the word
“purposes” because it is the creator’s intent that is the most substantial factor.

Accordingly, in Kennedy Onassis and Woody Allen the creator’s intent or purpose

was advertisement as opposed to expression which was readily apparent from the
circumstances, but it cannot be credibly said that the required makeup, outfits,
photography, production, film developing and writing for those advertisements is
not artistic. Film developing in a darkroom alone is an art. The artist painting the
“portrait” 1s still making art, but it depends whether it is made and used for
“advertisement or trade purposes” or whether it is made for an expressive purpose
which depends substantially on the creator’s and user’s intent or purpose.

Each point GTAV made in its opposition Brief will be cut down in turn.
The Amended Complaint alleges that GTAV deliberately drafted digital sketches
of Ms. Lohan and deliberately used these “portraits” on the game discs, game
packaging and on billboard advertisements for improper “advertising or trade

purposes”. GTAV without foundation argues that Ms. Lohan acknowledges that



the images and voice are not actually hers which is simply not true as the Amended
Complaint states in paragraph 1 (R 18) that “The Defendants have used the
Plaintiff’s images, portraits and voice in large advertising and marketing
campaigns, as well as, in the merchandising of GTA V”, and at R 24 it uses the
phrase “displaying her portraits, voice”. This plain language alleges that the
digital “portraits” and digital “voice” productions GTAV uses are Ms. Lohan’s. In
other words, just as a sketcher draws a sketch from a subject or a picture, the
allegations are that GTAV deliberately sketched Ms. Lohan digitally- portrait and
voice- and produced digital reproductions of her “portrait” and “voice” to use them
for “advertising and trade purposes”. Mr. Rosa’s unsubstantiated conclusory
denial (R 66) merely creates a question of fact as the issue is whether the GTAV
digital portrait and voice maker deliberately made the portraits and voice to be Ms.
Lohan for “advertising or trade purposes”.

It is inappropriate for GTAV to repeatedly argue that Ms. Lohan
“acknowledges that the images and voice are not of her” (GTAV Br. at 21-22).
Because Ms. Lohan properly alleges (R 21-32) that her digital portrait that GTAV
uses for its internet and billboard “advertising” and on the product itself for “trade”
(GTAV Br. at 11-12) is her “portrait” and because the avatar (R 48 dvd clip, R
122) including the voice are her digital “voice”, Ms. Lohan alleges a sustainable

cause of action under the statute no matter how much computer talent and artistic



skill 1s required to produce them. No matter the rest of the work is fiction/satire, it
violates the statute to hypothetically use Madonna’s portrait on the cover of the
Notre Dame book, it violates the statute to use a Bill Gates’ portrait on a novel
titled “White Collar Theft Online”, and it violates the statute to use Ms. Lohan’s

portrait and voice in the two still images and in the avatar, respectively'.

I. THE FIRST DEPARTMENT ERRED IN HOLDING THAT GTAV’S USE
DID NOT VIOLATE SECTION 51 BECAUSE GTAV’S PURPOSE IN
MAKING AND USING THE PORTRAIT AND VOICE IS CLEARLY
ADVERTISING AND TRADE AND GTAV CANNOT DEMONSTRATE
THAT AN EXCEPTION APLLIES

Firstly, “Beach Weather” and “Stop and Frisk are simply an “advertisement
in disguise having no “real relationship to the content” of playing the game as
explained in Messenger, 94 N.Y.2d at 446, 706 N.Y.S.2d at 58 citing Arrington, 55
N.Y.2d at 440, 449 N.Y.S.2d at 944 as these still portraits appear only on transition
screens and have really nothing to do with playing the video game (R 65, 73, 99)

despite GTAV’s strained position that one irrelevant game instruction appears

juxtaposed next to each image for a brief moment (GTAV Br. at 11-12). Secondly,

! Creating a video game and creating a “portrait” painting both require artistic skills. Obviously,
that alone does not entitle them to Free Speech protection if the “portrait” is created wholly and
used wholly for “advertising or trade purposes”. (R. 39, 57, 34-37, GTAV Br. at 9-11). “To give
absolute protection to expressive works would be to eliminate the statutory right of privacy.
Accordingly, under New York law, the newsworthy or public concern exception does not apply
where the newsworthy or public interest aspect of the images at issue is merely incidental to its
commercial purpose.” Foster, 128 A.D.3d at 159, 7 N.Y.S.3d at 102-103.

3



the digital avatar “Lacey Jonas”, voice reproduction (R 48 dvd clip) and story is an
“invented fictional biography that is nothing more than an attempt to trade on Ms.
Lohan’s persona” (R 28) specifically proscribed by the statute as explained in
Messenger, 94 N.Y.2d at 446, 706 N.Y.S.2d at 58, i.e. “portrait” here and “name”
in Spahn.

The New York Free Speech exceptions do not shield GTAV’s prohibited use
of the celebrity portraits in this circumstance as the still portraits are not protected
speech regarding matters of news, public interest, transformative art or
parody/satire/fiction, but rather are knowingly designed specifically for advertising

or trade purposes in violation of section 51.

Portrait, Picture or Voice

GTAV argues on page 21 of their opposition Brief that “Ms. Lohan
concedes that these three distinct characters are not literal depictions of her”
(GTAV Br. at 21) which is simply not true as the Amended Complaint specifically
alleges that the digital portrait and digital voice productions are of her supra. At
no point did Ms. Lohan “concede” that the uses were not “literal depictions” of
her. The opening Brief at page 14 used “exact duplication” and at page 24 used
“exact depiction”. No portrait is an exact duplication or an exact depiction of the

photograph or the model. All of the case law supports the only rational conclusion



that Ms. Lohan alleges a sustainable cause of action on the “portrait, picture or
voice” prong of the statute with GTAV’s unauthorized use of these digital
portraits, digital avatar and digital voice productions because the Amended
Complaint reasonably alleges that GTAV deliberately made them to be Ms. Lohan
as many other reputable unrelated third parties believe too. (R 44-46).2

GTAV’s opposition Brief on pages 22-23 uses the phrase “evocation or
suggestion is not enough”, “sounds like” and “dress like” which these arguments
ignore the allegations of the Amended Complaint supra. All of the case law
supports Ms. Lohan’s position that deliberate representations are sustainable under
the statute regarding the “portrait, picture or voice” prong and GTAV does not
point to one case that holds otherwise.

GTAV’s reliance on Wojtowicz, 58 A.D.2d at 46-47 only illustrates
GTAV’s meritless position. Though the actor may or may not have looked like
plaintiff, the statutory requirement was not satisfied because defendant changed her
“name” and plaintiff did not argue that the actor looked like her sufficient to be
“recognizable” as plaintiff to satisfy the statutory requirement of “picture or
portrait” as the actors or models in Binns, 210 N.Y. 51, Allen, 610 F. Supp. at 622-

623 and Kennedy Onassis, 472 N.Y.S.2d at 262.

? Though not applicable to the case at bar, apparently GTAV does not understand that an artist
can intend to make a portrait of someone and have it turn out not to look like that person which is
where the “reasonably recognizable” language in the case law is derived from. GTAV struggles
with that concept frequently in their opposition Brief.

5



GTAV’s opposition brief on pages 23-24 further argues that Allen and

Kennedy Onassis were “advertisements unrelated to an expressive work.” GTAV

Jumps ahead with that statement because we are still talking about portrait, picture
and voice further illustrating GTAV’s unsupported analysis. On page 24 GTAV
again misses the mark stating that “evocation” is not enough. As demonstrated
supra there are allegations that GTAV deliberately made these visual and audio

productions to be Ms. Lohan which GTAV again simply ignores.* Similarly on

page 24 GTAV misapplies Ali v. Playgirl, 447 F. Supp. at 726-727 which simply
holds that a cartoon sketch is sustainable as a “portrait or picture” under the
statute- not whether that obvious parody or satire cartoon comment is an improper

“advertising or trade purpose”. Again GTAV is on the wrong prong of the statute.

Advertising or Trade Purposes

After mis-analyzing all of the case law on “portrait, picture and voice”
supra, GTAV’s opposition Brief on page 25 then points to the “advertising or
trade” prong of the statute. GTAV is wrong in stating “Works such as GTAV
simply are not covered by the statute as a matter of law” (GTAV Br at 25). No

matter how much artistic skill the producer of the portrait has in producing the

> In short, the whole analysis comes down to defendant’s deliberate intent on both prongs of the
statute- “portrait, picture or voice” and “advertising or trade”. If the allegations of the complaint
allege that defendant deliberately created the “portrait or voice” for an improper “advertising or
trade purpose”, the action is sustainable as long as the allegation is reasonable based on the
surrounding circumstances.
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portrait, if the purpose is to make the portrait solely for “advertising or trade
purposes”, the statute is violated no matter how much defendant labels it artwork.

Schoeman v. Agon Sports, 816 N.Y.S.2d 701 (Sup. Nassau 2006). There is no

doubt that the photographer in Foster, 128 A.D.3d at 153-154, 7 N.Y.S.3d at 98-99,
did not take that picture for “advertising or trade purposes” because there is no
marketing value in using an ordinary person’s picture to advertise a product. The
Foster type “art gallery” cases are drastically different than the case at bar i.e.
deliberately created these portraits and voice productions to actually be Ms. Lohan
for “advertising or trade purposes”. GTAV’s statement on page 26 of their
opposition Brief that, “The highly creative character of GTAV’s world of satire,
parody, action and adventure is beyond question”, is simply irrelevant for the same
recasons. Because the allegations are that the misused items are Ms. Lohan,
whether the remainder of the GTAV world is fiction, satire or parody is irrelevant
because GTAV does not admit that they are making satire or parody about Ms.
Lohan. The unsubstantiated and conclusory pre-Answer denial (R 66) simply

creates a question of fact under these obvious circumstances.



The level of the “game’s creative character” (GTAV Br. at 26) is simply

irrelevant in determining whether GTAV deliberately and purposefully produced

the portraits and voice to be Ms. Lohan for improper “advertising or trade

purposes”. GTAV’s reliance on Lohan v. Perez, 924 F. Supp. 2d 447, 454-455

(EDNY 2013) is misplaced because there Pitbull’s song only mentioned the



“name” one time in a remote part of the song making it incidental use because no
reasonable conclusion could ever be drawn that there was an “advertising or trade
purpose” behind the use. Indeed, the court held and quoted as follows.

Whether a use falls within [the incidental use] exception to

liability 1s determined by the role that the use of the plaintiff’s

name or likeness plays in the main purpose and subject of the
work at 1ssue. Lohan v. Perez, 924 F. Supp. 2d at 455.

The second prong of the statute uses the word “purposes” simply meaning that the
most substantive factor of determining improper “advertising or trade purposes” is
the intent or purpose of the person who produces and uses the “portrait, picture or
voice.” Just as in Foster, no rational conclusion could ever be drawn that Pitbull
would think to advertise his song by using that “name” once in a remote cornef of
a song so it 1s exponentially easier to find an expressive purpose when there can be
no reasonable identifiable “advertising or trade purpose”.

Moving to the bottom of page 27, GTAV again fails to address that the
allegations plainly stating that the “portraits” and “voice” are actually and
intentionally of Ms. Lohan supra. Rather, GTAV again uses the term “evoke her”
which is not the claim Ms. Lohan is making here though it may be the claim in
Gravano which GTAV force-fits that case onto Ms. Lohan’s case which the facts
are drastically different as the proscribed “advertising or trade purpose” is obvious
when viewing the digital portraits and usages of Ms. Lohan supra and is not

obvious i Gravano which Gravano lacks the “portrait” (GTAV Br. at 11-12, 13-
9



14), the “advertising” (R 54-58, 248) and the “trade” (R 34, 38) components
needed to demonstrate the proscribed intent or purpose. (R 54-58, 248).

Moving to page 28 of GTAV’s opposition Brief, the transition screens not
being “subject to player manipulation” is just another fact demonstrating improper
“advertising or trade purposes”. “Escape Paparazzi” contains the Lindsay Lohan
avatar named “Lacey Jonas” which contains the digital reproduction of Ms.
Lohan’s “voice”. GTAV does not address the voice claim other than stating the
avatar is absolutely protected. Also, the “voice” claim and the other intentional
and non-coincidental identical similarities in story to Ms. Lohan’s life (R 28) are
obviously probative on the intent required for “advertising or trade purpose” for

the other two still portraits and the avatar claims. Tin Pan Apple v. Miller Brewing

Co., 737 F. Supp. 826, 838 (SDNY 1990).

Ms. Lohan’s claim is that GTAV cannot use her digital “portrait” juxtaposed
next to these “game-play instructions” and that GTAV intentionally did so solely
for “advertising or trade purposes” with the two still portraits. The fact that the
two transition screens do not move and cannot be manipulated by the player is just
another fact relevant to GTAV’s real intent in using them because there is “no real
relationship” for the portraits in playing the game and they are merely

“advertisements in disguise” under Arrington (55 N.Y.2d at 440, 449 N.Y.S. at
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944) and its progeny i.e. juxtaposed portrait next to the game instructions. (GTAV
Br.at 11-12).

On the bottom of page 28 GTAV misapplies the holdings in Foster, Altbach

and Hoepker because in those three cases plaintiffs could not demonstrate that the
portrait or picture was something the photographer or artist would ever reasonably
think to use for advertising while the work was being made so the answer is
obvious. Again, it is the producer’s “purpose” while creating the portrait or voice
reproduction that counts together with the “purpose” in which it is later used. At
the top of page 29, GTAV makes another error in arguing that the two digital
portraits of Ms. Lohan “Beach Weather” and “Stop and Frisk” are exempt as art
whether they are in the game or had no connection to it. That is simply a flagrant
misstatement of the law because every “portrait” is art in that it is art to paint, draw
or produce a “portrait” of a person from a photograph or model. The real question
as the New York courts have properly held for over a century is whether or not the
“portrait or “picture” was intentionally made and intentionally used for
“advertising or trade purposes”. An allegation by a celebrity of portrait on a
product is very relevant in determining the artist’s intent in creation and use. If the
artist’s intent is “advertising or trade purpose” in both creation and use, the work
does not fall into one of the statute’s Free Speech exceptions. In the case at bar, it

1s reasonably alleged that GTAV had deliberate improper intent at the
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development, advertising and packaging stages. With this record, GTAV simply
cannot demonstrate as a matter of law that their production and use of Ms. Lohan’s
portrait and voice fits into one of the New York Free Speech exceptions to the
“advertising or trade” prong of statute.*

Moving onto page 29 in another attempt to side-step the real issue, GTAV
states that “Ms. Lohan cannot credibly deny that the content about which she
complains is creative and is part of an expressive work”. (GTAV Br. at 29). Every
“portrait” can be said to be a creation by an artist who paints or digitally draws it,
but that does not mean the “portrait” can be made and used for an “advertising or
trade purpose”. Whether the remainder of the work falls into a Free Speech
exception is irrelevant to the portrait alleged to violate the statute. If the creation
and use 1s for an “advertising or trade purpose” then the use does not fall into an
“expressive” statutory New York Free Speech exception. All the art gallery
promotion cases like Foster are not applicable here because in Foster the intent to
use the work for promotion is formed after the creation, whereas here the purpose
of creating the digital portraits is reasonably alleged to be for “advertising or trade

purposes” which is obviously lacking in Foster and its progeny. GTAV has simply

% There is no separate Free Speech analysis that is often argued as GTAV does here simply
because the New York statute was drafted with the First Amendment in mind which the
newsworthy, public interest, transformative art and parody/satire/fiction exceptions keep the
statute consistent with the First Amendment. Foster, 128 A.D.3d at 155-157, 7 N.Y.S.3d at 100-
101. In other words, if the creation and use fits into one of the four Free Speech exceptions,
there is no “advertising or trade purpose” under the second prong of the statute.
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not demonstrated that the “portraits” and “voice” were not intentionally made to be
Ms. Lohan other than with a conclusory and unsubstantiated pre-Answer denial (R
66) which simply creates a question of fact at best for GTAV.

On page 30 GTAV is wrong again because under the statute and the case
law properly interpreting it for the last century, when there is no “advertising or
trade purpose” during its creation, the work then fits into one of the New York
Free Speech “expression” exceptions. If the intent to use the work in promotion is
formed after the work is created, there is no “advertising or trade purpose” because
there was an “expressive” purpose in creating the work. Indeed, “To give absolute
protection to all expressive works would be to eliminate the statutory right of
privacy.” Foster, 128 A.D.3d at 159, 7 N.Y.S.3d at 102-103. The answers to these
questions are most of the time obvious to the New York courts considering them
for obvious reasons as an “advertising or trade purpose” generally requires strategy

during creation and use which in a case like Foster or Hoepker there obviously is

none. GTAV cannot credibly argue otherwise.

On pages 31-32 GTAV is again wrong because the two Ms. Lohan
“portraits”, and the “Escape Paparazzi/Lacey Jonas” (R 48 dvd clip) avatar using
Ms. Lohan’s digital “voice” production and life story elements (R 28) as further
evidence of “advertising or trade purpose” during creation, are reasonably alleged

to be made and used for nothing other than “advertising or trade purposes”
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regardless of whatever expressive satirical comment GTAV may or may not be
making about contemporary Hollywood life. In other words, GTAV does not need
Ms. Lohan’s “portraits” and “voice” to make whatever expressive comment their
attorneys claim they are making, and the use of them is just an “advertisement in
disguise” as there is no need for them to make their satire about Hollywood. If Ms.
Lohan’s “portraits” and “voice” were parodied with exaggeration, then GTAV’s
argument of “expression” might be less nebulous, but that is not the circumstance
here as the “portraits” and “voice” are virtually identical in that they are as close as
a digital drawing or audio production can get to a photograph or analog audio
recording.

On page 32 GTAYV is again wrong. Though fiction and satire are ordinarily
not improper “advertising” or “trade” under the statute, it is well settled that when
“the substantially fictional works at issue are nothing more than attempts to trade
on the persona” of plaintiff, such “invented biographies” do not fulfill the purposes
of the newsworthy exception. Messenger, 94 N.Y.2d at 446, 706 N.Y.S.2d at 58
citing Binns and Spahn. In Spahn, the defendant’s publication used a famous
baseball player’s “persona” with dramatization, imagined dialogue, manipulated
chronologies and fictionalized events. This Court held as follows.

That is not to say, however, that his “personality” may be

fictionalized and that, as fictionalized, it may be exploited for the
defendants’ commercial benefit through the medium of an
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unauthorized biography. Spahn, 18 N.Y.2d at 328-329, 274
N.Y.S.2d at 879-880.

The case at bar merely substitutes “portrait” for “name”. In other words,
though a novel or work of fiction may contain a fleeting reference to an actual
“name” and not violate the statute, if defendant’s primary purpose in using
plaintiff’s “name” or “portrait” is for commercial exploitation, the statute is

violated under Spahn, Foster and all the other case law.> In other words, use of her

portrait on the cover and discs is an “advertisement in disguise” “having no real
relationship” to whatever expressive point the author is trying to make because it is
Ms. Lohan- nothing more.

When the courts define parody and satire, the plaintiff must be the target of
the parody or satire in whole or in part such that the image is not plaintiff anymore,
but 1s transformed into something else. In other words, to be a fair use the parody
must conjure up the original Campbell, 510 U.S. at 588, 114 S. Ct. at 1176, and in
the case of satire the original must at least be partly the target of the satire.

Campbell, 510 U.S. at 597, 114 S. Ct. at 1180. Either way, the original is needed.®

5 However, if the portrait was an exaggerated parody of Ms. Lohan, GTAV’s argument might
then be less nebulous as far as fitting into an exception. GTAV has not argued that here and the
“portraits” are identical to Ms. Lohan so there is no parody of her nor does GTAV argue that
there is a parody or satire of her.

® GTAV specifically denies at R 104 that the two still images and the avatar and voice resemble,
mimic or target Ms. Lohan thereby waiving a parody and satire defense as a permissible use
outside the reach of the statute.
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GTAV has waived any remaining hope of a New York Free Speech
exception to “advertising or trade purpose” (i.e. newsworthy, public interest,
transformative art and parody/satire/fiction exceptions to the statute) as
parody/satire by definition require comment on the original which GTAV
specifically denies at R 104 that the portraits, avatar and voice resemble or mimic
Ms. Lohan or that she is at least in part a target of any expressive content the game
may have. GTAV’s argument on page 33 that they are making a parody or satire
about Hollywood life in general is irrelevant to Ms. Lohan’s claim firstly because
the portraits are virtually identical in that they are as close as a digital drawing can
get to a photograph so they have no satirical or parody elements of exaggeration as
relates to Ms. Lohan’s actual photograph, and secondly because GTAV argues the
portraits have no resemblance to Ms. Lohan (R 104) so GTAV cannot be making a
parody or satire “expressive” comment about her no matter how many websites
GTAYV now sites for the first time which improperly dehors the record.

GTAV’s argument on pages 33-34 that digital avatar and voice and
transition screen still portraits should be excluded from section 51 claims is
entirely meritless because all of the New York case law over the past century
supports the sustainability of Ms. Lohan’s claims as demonstrated supra even

though GTAV says they have “powerful support” (GTAV Br. at 34) for the
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dismissal they certainly do not provide any.” As there are sustainable allegations
that GTAV’s intent when it produced these items was “advertising or trade
purposes” as opposed to expression, the First Amendment and the New York State
Constitution do not protect GTAV because none of the four statutory exceptions
apply. Accordingly, the First Department erred in reversing the Supreme Court

and the Amended Complaint should be reinstated.

II. THE SUMMONS AND COMPLAINT WERE TIMELY FILED WITHIN
ONE YEAR OF EITHER REPUBLISHING THE “ADVERTISING”
IMAGES IN A DIFFERENT FORMAT ON THE GAME DISCS OR THE
GAME RELEASE STARTS A “TRADE” LIMITATIONS PERIOD

Ms. Lohan timely filed the Summons and Complaint on July 1, 2014 (R 7).
It is well settled that a new publication arises when a subsequent publication is
intended to and actually reaches a new audience, the subsequent publication is
made on an occasion distinct from the initial one, the republished statement has

been modified in form or content and the defendant has control over the decision to

republish. Martin v. Daily News, 121 A.D.3d 90, 103-104, 990 N.Y.S.2d 473, 483-

’ The Free Speech exceptions to “advertising or trade purpose” (i.e. newsworthy, public interest,
transformative art and parody/satire/fiction exceptions to the statute) incorporate within the
“advertising or trade purpose” analysis whether the work is “advertisement in disguise” “with no
real relationship” or “commercial exploitation” as opposed to Free Speech “expression”. For
complete federal analysis, see Hart v. Electronic Arts, 717 F.3d 141, 168-169 (3™ Cir. 2013),
cert. dismiss. 135 S. Ct. 43 (2014) regarding any avatar altering features and other player
interactivity which the avatars do not have in GTAV, and Florida Bar v. Went For It, 515 U.S.
618, 623, 115 S. Ct. 2371, 2375 (1995) and Bolger v. Youngs Drug Products, 463 U.S. 60, 65-
68, 103 S. Ct. 2875, 2879-2881 (1983) for federal commercial Speech analysis.
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484 (1* Dept. 2014). The classic example exists from the second offering of a

novel in a paperback format. Etheredge-Brown v. American Media, 13 F. Supp. 3d

303, 306-307 (SDNY 2014). When the republication is intended to reach a new
audience in a different format it is akin to repackaging a book from hard cover to

paperback. Etheredge-Brown v. American Media, 13 F. Supp. 3d at 306-307

(2014). In essence, the republication exception applies for publications which are

not merely a delayed circulation of the original edition. Geary v. Town Sports

International Holding, 870 N.Y.S.2d 846, 847 (Sup. NY 2008) citing Firth v. State

of New York, 98 N.Y.2d 365, 371, 747 N.Y.S.2d 69, 72 (2002).

In the case at bar the release of the images on game discs (R 34, 38) on
September 17, 2013 (R 62) as a “trade” use is plainly a republication of the
previously posted billboard (R 54-57) and internet (R 248) “advertising” images
because 1t 1s a modified image in a different format that intentionally reaches a new
audience that is not merely a delayed circulation of the original images. Indeed
pre-release billboards, game guides and website hype are “advertising” and
printing the images on the game discs and jacket is a “trade usage” under the
statute which are distinctly separate claims utterly mandating a determination that
the game release is not merely a delayed circulation of the original advertisements.
The game was released on September 17, 2013 (R 62), the Complaint was timely

filed within one year on July 1, 2014 (R 7), and process service was complete July
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22,2014 (R 239-246). GTAV does not and cannot dispute that republication on
the game discs (R 34, 38) and on the dvd cover jacket (R 47) and in the transition
screens (GTAV Br. at 11-12), are not different formats reaching actual purchasers
(trade usage) as opposed to potential purchasers (advertising usage) purposely
targeted with the GTAV’s “Warehouse” website offering a collectible “Stop and
Frisk” poster (R 248), a “Signature Series Guide” with the “Stop and Frisk™ image
on the front and back cover (R 249-250) sold separately from the game, and
“Beach Weather” on bus stop and billboard postings prior to the game’s release. (R
54-58). Clearly, such targeted marketing and advertising with a later release of the
product itself containing modified images as a separate trade usage is not merely
an uncontrollable delayed circulation of the original images. Rather, it is GTAV’s
calculated decision to publish or republish the images at different times, in
different formats to reach different people, for different reasons and then again
print the modified images (R 34, 38) on the game discs and other game materials
when it was released.

GTAV’s reliance on Hoosac Valley v. AG Assets, 168 A.D.2d 822, 563

N.Y.S.2d 954, 955 (3™ Dept. 1990) is entirely misplaced. In Hoosac there was no
sustainable allegation of republication in plainly different formats as there is here
(R 29) and as the Supreme Court properly found. (R 6, 29, 34, 38, 47, 49-53, 54-

58, 248, 249-250, i.e. from building billboards reduced down and cropped on the
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discs and disc jacket, and from the internet website to the game guide to the discs,
then on coffee mugs and T-shirts).> Most of the images in their modified condition
are attached to the Amended Complaint and are plainly visible. Ms. Lohan has
articulated a sustainable allegation of republication as held by the lower court (R
6). Indeed, on a motion to dismiss pursuant to CPLR 3211 (a)(5) on the ground
that it is time barred, plaintiff’s submissions in response must be given their most

favorable intendment. Benn v. Benn, 82 A.D.3d 548, 918 N.Y.S.2d 465, 466 (1%

Dept. 2011). Here, because the lower court specifically held that “defendants have
not been able to prove at this juncture of the litigation, that the republication
exception [ ] is not applicable” and “Plaintiff specifically alleges facts which
contend otherwise” (R 6), the lower court simply found that Ms. Lohan met her
burden on the limitations period properly giving her the benefit of every reasonable
inferences. The lower court did not switch the burden as GTAV argues which is
plainly evident any way that holding is read.

GTAV’s reliance on Bondar v. LASplash Cosmetics, 2012 U.S. Dist. LEXIS

175873 at *24 (12 Civ. 1417, SDNY 2012), only bolsters Ms. Lohan’s position.

In Bondar, plaintiff’s picture was used in a poster “advertising” campaign for lip

8 On page 15 note 5 of GTAV’s opposition Brief, GTAV misrepresents both that “Ms. Lohan
conceded to the Appellate Division that the merchandise referenced in the Amended Comlaint is
‘pirated unauthenticated merchandise from unrelated sources’ that was not produced by Take-
Two” and that “Ms. Lohan’s current appeal is not directed to any merchandise”. Ms. Lohan’s
Appellate Division Brief on page 38 used the word “affirm” which was short Affirmation for the
conclusory and unsupported denial in Mr. Rosa’s Affirmation (R 66) which he averred was
pirated which merely would create a question of fact if GTAV serves a Verified Answer.
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gloss, eye liner and eye shadow in cosmetic department stores beyond the one year
limitations period. Plaintiff argued that when defendants left up the same posters
and released a new eye shadow cream in the stores putting up more copies of the
same poster, it was a republication because the same posters were used in
connection with a new product. The Southern District rejected plaintiff’s argument
and held that because plaintiff’s picture never appeared on any of the product
packaging or containers, it was not a “trade usage” proscribed by the statute, but
rather it was an “advertising usage” that plaintiff’s complaint alleged regarding the
same advertising poster that continually hung on the wall or additional poster
copies were hung when the new product was released. Because nothing changed
about the poster used to advertise both the old and new products, the court held
that it was not a republication of the advertisements because nothing changed with
them. The Court was clear that if Ms. Bondar’s image also appeared on the new
makeup containers themselves and she pled that, there is no doubt that it would
have been considered a republication of the original poster image in a different
format or it would have started the accrual of a one year “trade usage” limitations
period in addition to the one year limitations for “advertising usage” already
running from when the posters were hung in the department stores because “the

statute of limitations runs separately as to each new product distributed with a
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name or image, the use of which contravenes the statute.” Cuccioli v. Jekvyll &

Hyde Neue Metropol Theater, 150 F. Supp. 2d 566, 573 (SDNY 2001).

Bondar plainly holds that the statute of limitations on section 51 claims
begins to run the first time an offending item is published or distributed but the
limitations period is refreshed if an item is republished when a subsequent
publication (1) is intended for and reaches a new audience or (2) materially
changes or modifies the original. Bondar, 2012 U.S. Dist. LEXIS 175873 at *24.
Regarding the first prong, the billboard and other advertisements containing the
“portraits” referenced in the Amended Complaint paragraph 83 (R 30) obviously is
directed at potential purchasers and the Amended Complaint paragraphs 74-75 (R
29) obviously is directed at those who have purchased the game then see the
plainly modified “portraits” on the discs, the disc jacket and within the game on the
two transition screens which is intended to be a different audience i.e. potential
purchasers as opposed to actual purchasers. The audience of potential purchasers
that see the “advertisement” is much larger than the actual purchasers who
purchase the game and see the modified images therein.

GTAYV cannot credibly argue otherwise as we all see advertisements forced
on us but most often never see the packaging or the product. It is impossible to
state that advertisements are intentionally directed at those who purchased the

game as there is no possible way of knowing exactly who purchased the game
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when the advertisements are made. Rather the advertisements are directed at those
who are most likely to purchase the game. The two audiences are simply different-
potential purchasers and actual purchasers. As the first Bondar republication
element 1s satisfied, there is no need to consider the second prong as it is in the
disjunctive. Bondar at *24.

Nevertheless, the second prong is also satisfied as the very purpose of
putting the portraits on and in the game is a drastic modification of the size,
resolution and cropping of the images. For example compare game disc 2 at R 34
with the internet poster portrait of Ms. Lohan at R 248. Apart from being
drastically different sizes, cropping and resolution, the game disc 2 portrait cuts off
the tops of the heads and legs, moves the GTAV lettering from the bottom left to
the center, does not include the hood of the car, does not include Ms. Lohan’s left
hand and bracelet, contains PAL Microsoft xbox 360 lettering in the center, has a
hole for the dvd drive and decorative corona in the center cutting out Ms. Lohan’s
right shoulder and upper right arm as well as the Officer’s left shoulder and game
disc 2 has additional logos at the top. The same is true for “Beach Weather”
compare R 146, 73, 74, 75 with game disc 1 at R 38 where the GTAV logo is
moved from bottom left to the top left, Playstation 3 logo is added at bottom, the
boardwalk and amusement rides are not there from the resolution reduction and the

disc has a hole for the dvd drive in the middle blocking a portion of the bikini top
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among other wording and logo differences. Moreover, the disc jacket at R 47 is
from the opposite angle and she is holding the phone in her right hand as opposed
to holding it in her left at R 146 in the alleged clock start date image which is in
fact not just cropped, reduced and resolution changed, but rather it is from a
| completely different angle and pose. These are material changes or modifications.
In addition, GTAV does not establish prima facie the clock start date for the
limitations period regarding “voice” because R 146 and R 154 only apply to the
two transition screen still images- not the avatar.

Here, under Cuccioli and Bondar, the statute of limitations was either
renewed by republication in a different format on September 17, 2013 from
billboard and internet advertising to the discs’ face (R 34, 38) with the game’s
release or the game’s release started a separate “trade usage” claim because the
image was now modified and released on the game discs and jacket themselves
which theoretically is considered a separate claim because it involves another
independent element of the statute- “trade” as opposed to “advertising”. Either
way, the Supreme Court was correct in denying GTAV’s motion to dismiss on the
limitations period because there are sustainable allegations and inferences of the
Martin elements- intent, distinct, modified and control. GTAV’s argument that the

one year statute of limitations bars Ms. Lohan’s claims is meritless.
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Any way it is reviewed, Ms. Lohan has reasonably alleged a timely and
sustainable cause of action under sections 50 and 51. Accordingly, GTAV’s
motion to dismiss the Amended Complaint pursuant to CPLR 3211(a)(5) should be

denied in its entirety.

L. DISCOVERY IS REQUIRED ON IN PERSONAM JURISDICTION
OVER ROCKSTAR NORTH

Discovery is required to determine whether Rockstar North is subject to in
personam jurisdiction in New York and (GTAV) Rockstar North’s motion to
dismiss pursuant to CPLR 3211(a)(8) for lack of personal jurisdiction was properly
denied. In situations of complex corporate relationships and where the relevant
facts are exclusively in possession of the party seeking dismissal, the party
opposing dismissal is not required to demonstrate a prima facie case of in
personam jurisdiction, but rather must merely show that facts “may exist” to

warrant discovery on the issue. Peterson v. Spartan, 33 N.Y.2d 463, 466-467, 354

N.Y.5.2d 905, 907-908 (1974), Banham v. Morgan Stanley, 178 A.D.2d 236, 576

N.Y.S.2d 876, 878 (1% Dept. 1991). In Banham, the First Department reversed the
Supreme Court’s dismissal of plaintiff’s alleged breach of employment contract
claim having sued an entity related to the employer holding that plaintiff is only
required to demonstrate that facts “may exist” that there is an interlocking

relationship between the entities to defeat the motion which for example can be
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established by supervising employees working for both entities warranting
discovery on the issue. In addition, agency between parent and subsidiary entities
may be sufficient to demonstrate that an entity is sufficiently present in New York
to warrant personal jurisdiction which also requires discovery when there are
complex corporate relationships and the relevant facts are in defendants’ exclusive

possession. Amsellem v. Host Marriott, 280 A.D.2d 357, 721 N.Y.S.2d 318 (1*

Dept. 2001).
In the case at bar, a simple review of GTAV’s website (R 253)

www.rockstargames.com/careers/openings/rockstar-north demonstrates offices in

the United Kingdom, Canada and the United States including New York City
which reasonably could be sufficient to warrant personal jurisdiction over Rockstar
North in New York, and there is a reasonable agency question regarding the
GTAV entities because they are plainly affiliated and they share the same website
probably sharing many of the same officers, supervising employees and directors.
As all of the relevant facts are within GTAV’s exclusive possession, discovery is
required to determine whether Rockstar North is entitled to a dismissal for lacking
personal jurisdiction.

Though GTAYV argues on page 35 of their opposition Brief that the New
York City Office belongs to a separate and distinct entity in the “Rockstar Games

corporate family”, the web page at R 253 plainly demonstrates otherwise in that
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the web page address bar states “/rockstar-north” with the drop-down list further

stating “Locations and Studios” “Rockstar NYC”. (R 253). GTAV’s unsupported

and conclusory statement that “those offices belong to separate and distinct entities
in the Rockstar Games corporate family” is incorrect because the drop-down list is
appearing on the “/rockstar-north” page portion of the web page plainly
demonstrated in the right of the address bar. GTAV’s unsubstantiated attorney
conclusion is contradicted by GTAV’s own web page demonstrating that Rockstar
North has contacts with New York through its Rockstar NYC location. Moreover,
there 1s no separate entity called “Rockstar NYC” on GTAV’s Corporate
Disclosure Statement (GTAV Br. at 1-2).

GTAV’s reliance on Benefits by Design v. Contractor Memt., 75 A.D.3d

826, 829-830, 905 N.Y.S.2d 340, 344 (3" Dept. 2010) is misplaced. In Benefits
there was a web page from an out of state company where the web page was
simply viewable by a computer user in New York and had nothing to do with any
potential contacts in New York. GTAV’s web page on its face shows Rockstar

North holds itself out as having contacts in New York. Leonard v. Gateway II, 68

A.D.3d 408, 408-410, 890 N.Y.S.2d 33, 35-36 (1°' Dept. 2009) dealt with the
heightened pleading requirements on fraud in the inducement regarding a contract
which the responsible defendant would be the defendant executing the contract as

that defendant was in privity and the improper conduct would be beyond the scope
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of any agency that could have existed. Ms. Lohan is not looking for the
“unsubstantiated hope of discovering something relevant” but rather she is looking
for “a more accurate judgment” as is her right under Peterson. Accordingly, the

Supreme Court properly denied GTAV’s 3211(a)(8) motion to dismiss regarding

Rockstar North.

CONCLUSION

For the foregoing reasons, plaintiff-appellant respectfully requests that the
First Department Order entered September 1, 2016 dismissing the Amended
Complaint be vacated, and the Amended Complaint be reinstated.

Dated: Brooklyn, New York
June 14, 2017
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RIGHTS OF PRIVACY/PUBLICITY

. Introduction

The right of publicity protects against the unauthorized appropriation of
an individual’s identity. The specifics of exactly what aspects of one’s identity
are included under this right (e.g., name, likeness, picture, voice, persona, etc.)
vary widely from state to state. Some states have codified the right, while
others address it pursuant to common law principles. Some states treat the
right of publicity more as an aspect of a right of personal privacy (i.e., the right
to be free from commercial appropriation of one’s persona) while others make
it more of a property right, descendible and freely transferable.

New York was the first state to protect the right of publicity by statute
and is the home to many of the leading cases. In New York, right of publicity
protection extends by statute to the unauthorized use of a living person’s name,
portrait, picture or voice for advertising purposes or for the purposes of trade
(which we will refer to as “Commercial” purposes) during a person’s lifetime.
N.Y. Civil Rights Law 851. California has an expansive right of publicity
statute that extends to a person’s name, voice, signature, photograph and
likeness. Cal. Civ. Code § 3344. And the extent of the right is always limited
by the First Amendment, which permits the use of an individual’s identity for

informational and other protected purposes. Unlike New York, a number of



states extend the right post-mortem for a number of years. In California, for
example, the right lasts for 70 years after death. Cal. Civ. Code § 3344.1.

1. Is the Use for Commercial Purposes?

A critical question is whether the use of an individual’s identity is for
informational or commercial purposes. The former is fully protected by the
First Amendment; the latter may subject the user to the potential of a
substantial damage award.

An illustration of the difficulty courts have found in deciding whether a
use is or is not commercial can be found in a relatively recent case where
Michael Jordan sued Chicago supermarket chain Jewel-Osco, claiming that it
had improperly used his identity without authorization. The case stemmed
from an advertisement that the supermarket ran in a 2009 Sports Illustrated
publication commemorating Jordan’s induction into the Basketball Hall of
Fame. The ad stated: “Jewel-Osco salutes #23 on his many accomplishments
as we honor a fellow Chicagoan who was ‘just around the corner’ for so many
years,” and included the Jewel logo and slogan “Good things are just around
the corner.” In February 2012, a federal judge ruled that the ad was
“noncommercial speech” protected by the First Amendment, because the ad
did “not propose any kind of commercial transaction.” In his decision, the
District Court Judge wrote: “The reader would see the Jewel page for precisely

what it is -- a tribute by an established Chicago business to Chicago’s most



accomplished athlete.” He also found that the use of Jewel’s slogan in the ad
was “simply a play on words.” Jordan v. Jewel Food Stores, Inc., 851 F.
Supp. 2d 1102 (N.D. 1ll. 2012). But this decision was reversed by the Seventh
Circuit, 743 F.3d 509 (7" Cir. 2014), with the court finding that the
commercial purpose of the advertisement was readily apparent, as it was used
to promote the goodwill of and enhance the Jewel brand. A similar
congratulatory advertisement, in which a grocer congratulated Jordan on his
Hall of Fame election and offered a two dollar off coupon on a steak, led to a
2015 jury verdict in favor of Jordan in the amount of $8.9 million. See Jordan
v. Dominick’s Finer Foods LLC, Case No 1:10-cv-00407 (N.D. lll). The Jewel
Food case then settled.

As a general rule, uses in newspapers, books, magazines, motion
pictures and television programs such as entertainment news and docudramas
have been held to be non-commercial for purposes of application of the right of
publicity. Most documentaries will be considered non-commercial. But where
the content can be deemed to be program-length commercial or promotion for
a product, the entire program may be deemed commercial, requiring
permission to use any person’s name, picture or voice in the program. See

Facenda v. N.F.L. Films, Inc., 542 F.3d 1007 (3d Cir. 2008).



In recent cases, courts have struggled with the question whether a use
of a person’s identity in a way that is substantially fictitious or imaginary
might lead to a right of publicity violation. See Porco v. Lifetime
Entertainment Services, LLC, 147 A.D.3d 1253 (3d Dep’t 2017). But see De
Havilland v. FX Networks, LLC, 230 Cal. Rptr. 3d (Cal. App. 2 Dist. 2018)
(reversing lower court and holding that fictionalized account of rivalry
between two famous actresses was fully protected by the First Amendment).

Other cases that have struggled with the question as to whether a
particular use is commercial include the claim by Tiger Woods’ licensing
company against the seller of a limited edition of artwork (5000 copies)
depicting Woods along with other famous golfers. There the court found that
the use was not commercial. See ETW Corp. v. Jireh Publ’g, Inc., 332 F.3d
915 (6™ Cir. 2003).

Finally, it is worth noting that the only time the Supreme Court ever
has addressed the limits of the Right of Publicity was in Zacchini v. Scripps-
Howard Broadcasting, Co., 433 U.S. 562 (1977), where the court held that the
First Amendment did not bar a right of publicity claim brought against a
television broadcaster which telecast the plaintiff’s entire (although short)
performance of being shot out of cannonball.

I1l.  Where do Video Games Fit in?




Video games have been accepted by the Supreme Court as expressive
works protected by the First Amendment. Brown v. Entm’t Merchs. Ass’n, 131
S. Ct. 2729 (2011). The logical implication of this ruling would be that the use
of identifiable people in video games would not constitute a violation of the
right of publicity. But the cases have not been turning out that way.

For example, the Third Circuit reversed a grant of summary judgment
in favor of a video game distributor in a case brought by a former college
football quarterback, holding that the use of the player’s likeness was not
sufficiently transformative to escape a right of publicity claim. Hart v.
Electronic Arts, Inc., 717 F.3d 141 (3d Cir. 2013), reversing, 808 F. Supp. 2d
757 (D.N.J. 2011); In re NCAA Student-Athlete Name & Likeness_Litigation,
2013 WL 3928293 (9" Cir. July 31, 2013) (Use of likenesses of college
athletes in football video game is not protected by First Amendment).

California courts have looked to see whether the use of a real person is
“transformative” in order to determine whether or not a use is commercial. In
Kirby v. Sega of America, 144 Cal. App. 4th 47, 50 Cal. Rptr. 3d 607 (2d Dist.
2006), the defendant prevailed because the court found the character in the
video game sufficiently transformed a musician’s likeness or identity, but in
No Doubt v. Activision Publ’g, Inc., 192 Cal. App. 4th 1018, 122 Cal. Rptr. 3d
397 (2d Dist. 2011), the court upheld the plaintiff’s right of publicity claims

where it found the celebrities’ avatars were depicted as the celebrities



themselves might be. In 2014, in Noriega v. Activision/Blizzard, Inc., a
California state court dismissed a right of publicity claim by former Panama
leader Manuel Noriega based upon the use of his image and likeness in the
video game “Call of Duty: Black Ops Il.” The court held that Noriega’s right
of publicity was outweighed by the defendants’ First Amendment right to free
expression. It found the use of Noriega’s likeness to be transformative and
therefore not actionable. And as noted above, in the Hart case, the Third
Circuit held that the use of a college football player’s likeness in a video game
was not transformative.

Other courts have taken a different approach in determining whether
the First Amendment protects the use of a person’s identity in an expressive
work. For example, in Rogers v. Grimaldi, 875 F.2d 994 (2" Cir. 1989), the
Second Circuit held that the First Amendment protects the use of a person’s
name in the title of a film unless such use is “wholly unrelated” to the film or is
simply a disguised advertisement. Still, other courts balance the expressive
interests of the purveyor against the economic interests of the claimant. E.g.,
C.B.C. Distrib. & Mktg., Inc. v. Major League Baseball Advanced Media, L.P.,
443 F. Supp. 2d 1077 (E.D. Mo. 2006).

In 2016, the Ninth Circuit affirmed the dismissal of Sgt. Jeffrey
Sarver’s claim that the main character in the acclaimed motion picture The

Hurt Locker was based on his character and experiences. Sarver v. Chartier,



813 F.3d 891 (9" Cir. 2016) holding that applying California’s right of
publicity law would violate the First Amendment. The Ninth Circuit denied
rehearing en banc in this case.

Just a few weeks ago the New York Court of Appeals held that the use
of the likeness of a celebrity (i.e., Lindsay Lohan) in a video game could be
actionable under New York’s right of publicity statute, but then held that the
“modern beach-going young woman” in Grand Theft Auto V was not
recognizable as the plaintiff. Lohan v Take-Two Interactive Software, Inc.,
2018 WL 1524714 (N.Y. App. Ct. March 29, 2018).

1VV.  Will the Supreme Court Weigh in Again?

The Supreme Court was squarely presented with the question “Whether
the First Amendment protects a speaker against a state-law right-of-publicity
claim that challenges the realistic portrayal of a person in an expressive work”
in a case involving the depiction of NFL players in the Madden NFL video
game. However, on March 21, 2016, the Supreme Court denied EA’s petition
for a writ of certiorari. See Davis v. Electronic Arts Inc., 775 F.3d 1172 (9th
Cir. 2015), cert. denied, 2016 WL 1078926. It is quite likely that the question
whether the depiction of real people in video games is fully protected by the
First Amendment will continue to be litigated, and may at some point reach the
Supreme Court.

V. Advertising of the Contents of Protected Expression




Truthful advertising of the content of a publication is protected by the
First Amendment, provided that the advertising is a truthful description of the
content of the medium. Montana v. San Jose Mercury News, Inc., 34 Cal.
App. 4th 790, 40 Cal. Rptr. 2d 639 (6™ Dist. 1995) (newspaper’s use of a
poster of football star permissible as advertising of its content). Namath v.
Sports Illustrated, 48 A.D.2d 487, 371 N.Y.S.2d 10 (1st Dep’t 1975) (Sports
Illustrated subscription advertising could use Joe Namath’s picture and name
in describing coverage of Namath).

VI. Dead People Have Rights Too

Until the 1980s only Florida, Oklahoma, Utah and Virginia provided a
statutory right of publicity that survived death. Recent legislation indicates a
trend toward extending rights after death. Many states, including California,
recognize a post-mortem right of publicity. Minnesota is considering the issue
following the death of Prince and legislation has been proposed in New York
that would extend protection after death. Even the states like New York that
do not recognize a post-mortem right generally will look to the place of
domicile of the claimant in order to determine which state law applies. A
leading example of this involved the Estate of Marilyn Monroe, which lost its
bid to enforce post-mortem rights when the Ninth Circuit ruled in 2012 that
Monroe was legally domiciled in New York at the time of her death and her

Estate therefore could not benefit from California’s posthumous right of



publicity. Milton H. Greene Archives v. Marilyn Monroe LLC, 692 F. 3d 983

(9™ Cir. 2012).

VII. What About Fantasy Sports?

See C.B.C. Distrib. & Mktg., Inc. v. Major League Baseball Advanced
Media, L.P., 443 F. Supp. 2d 1077 (E.D. Mo. 2006) (finding that baseball
players did not have a right of publicity in their names and playing records as
used by a fantasy baseball game producer).

Recently a putative class action on behalf of NFL players was filed in
Maryland by professional football player Pierre Gargon against fantasy site
operator FanDuel, Inc. for using NFL players to promote its products. Case
8:15-cv-03324 (D. Md. filed Oct. 30, 2015). That action was dismissed
without prejudice before there were any meaningful developments on the issue.

VIII. Is Only a Person’s Current Name and Likeness Protected?

Not necessarily. In the sports context, a former name may also be
protected. Abdul-Jabbar v. Gen. Motors Corp., 75 F.3d 1391 (9th Cir. 1996)
(basketball player formerly known as Lew Alcindor), amended and superseded
on denial of reh’g and reh’g en banc, 85 F.3d 407 (9th Cir. 1996). See
Motschenbacher v. R.J. Reynolds Tobacco Co., 498 F.2d 821 (9th Cir. 1974)

(retouched but identifiable racing car made image of driver in photo



recognizable as the race car’s owner, even though his facial features were not
visible).

Moreover, there are cases that hold that a claim may be brought based
on the way a person used to look. Negri v. Schering Corp., 333 F. Supp. 101
(S.D.N.Y. 1977 (photo of movie star taken in 1922 used in 1969). See also
Newcombe v. Adolf Coors Co., 157 F.3d 686 (9th Cir. 1998) (genuine issue of
material fact existed over depiction of former major league baseball pitcher’s
distinct windup in a drawing).

IX. Can an Individual’s “Persona’” be Protected?

The Ninth Circuit has extended California common law beyond the
scope of California’s right of privacy statute to include any claim of
commercial appropriation of identity of a celebrity, despite the absence of any
use of the celebrity’s name, picture, likeness, voice or signature. Although
heavily criticized and subject to reversal by the California state courts, there is
a significant risk that mere association of a celebrity, even without confusion
as to endorsement or participation, may be actionable in California federal
courts. See Wendt v. Host Int’l, Inc., 125 F.3d 806 (9th Cir. 1997), reh’g
denied, 197 F.3d 1284 (9th Cir. 1999) (Kozinski, J., dissenting), cert. denied,
531 U.S. 811 (2000) (licensed use of “Cheers” characters as animatronic robots
designed to not look like actors who played the roles on television was still

actionable by the actors associated with characters).
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The Ninth Circuit’s extension of the law has been rejected by other
circuits. See, e.g., Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619 (6th Cir.
2000); Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95 F.3d 959
(10th Cir. 1996). See also Kirby, supra (video game character, even if based
on musician’s likeness or identity, was transformative and protected by First
Amendment).

X.  What About Television Broadcasts?

There have also been attempt by athletes to claim that the broadcast, or
re-broadcast, of coverage of sporting events violates their right of publicity.
Thus far, such claims have failed. E.g., Ray v. ESPN, Inc., 783 F.3d 1140 (8"
Cir. 2015) (right of publicity claims are pre-empted by the Copyright Act).
Marshall v. ESPN, Inc., 2015 WL 3537053 (June 4, 2015) (M.D. Tenn.)
(putative class action by current and former NCAA athletes against

broadcasters dismissed).

XI.  What about the Lanham Act?

The Lanham Acts provides a cause of action arising from an
advertisement or other communication that “is likely to cause confusion . . . as

to the affiliation, connection, or association of [an advertiser] with another
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[person, firm or organization], or as to the origin, sponsorship, or approval of
[the advertiser’s] goods, services, or commercial activities by [the other
person, firm or organization].” 15 U.S.C.A. § 1125(a) (1) (A). The Ninth
Circuit has suggested that any time a commercial use implicates the persona of
a celebrity, a jury must determine whether there is a likelihood of confusion as
to endorsement. See Abdul-Jabbar, 85 F.3d at 409, 413 (holding that an
Oldsmobile television commercial that aired during a basketball tournament
and which posed the question, “Who holds the record for being voted the most
outstanding player of this tournament?” and then answered, “Lew Alcindor,”
arguably attempted to “appropriate the cachet of one product for another”)
(internal quotation marks and citation omitted). Accord Facenda, supra (Third
Circuit remanding for Lanham Act claim against National Football League
over use of late broadcaster’s voice in promotional television program). But
see Brown v. Electronic Arts, Inc., 2013 WL 3927736 (9" Cir. July 31 2013)
(Use of former football star Jim Brown’s likeness in video game does not

violate the Lanham Act).
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Authors write books. Filmmakers make films. Playwrights
craft plays. And television writers, directors, and producers
create television shows and put them on the air -- or, in these
modern times, online. The First Amendment protects these
expressive works and the free speech rights of their creators.
Some of these works are fiction. Some are factual. And some are
a combination of fact and fiction. That these creative works
generate income for their creators does not diminish their
constitutional protection. The First Amendment does not require
authors, filmmakers, playwrights, and television producers to
provide their creations to the public at no charge.

Books, films, plays, and television shows often portray real
people. Some are famous and some are just ordinary folks.
Whether a person portrayed in one of these expressive works is a
world-renowned film star -- “a living legend” -- or a person no one
knows, she or he does not own history. Nor does she or he have
the legal right to control, dictate, approve, disapprove, or veto the
creator’s portrayal of actual people.

In this case, actress Olivia de Havilland sues FX Networks,
LLC and Pacific 2.1 Entertainment Group, Inc. (collectively FX),
the creators and producers of the television miniseries Feud:
Bette and Joan. In the docudrama about film stars Bette Davis
and Joan Crawford, an actress plays de Havilland, a close friend
of Davis. De Havilland alleges causes of action for violation of
the statutory right of publicity and the common law tort of
misappropriation. De Havilland grounds her claims on her
assertion -- which FX does not dispute -- that she “did not give
[her] permission to the creators of ‘Feud’ to use [her] name,
identity[,] or image in any manner.” De Havilland also sues for

false light invasion of privacy based on FX’s portrayal in the




docudrama of a fictitious interview and the de Havilland
character’s reference to her sister as a “bitch” when in fact the
term she used was “dragon lady.” De Havilland seeks to enjoin
the distribution and broadcast of the television program and to
recover money damages.

The trial court denied FX’s special motion to strike the
complaint. The court concluded that, because Feud tried to
portray de Havilland as realistically as possible, the program was
not “transformative” under Comedy III Productions! and
therefore not entitled to First Amendment protection. As
appellants and numerous amici point out, this reasoning would
render actionable all books, films, plays, and television programs
that accurately portray real people. Indeed, the more realistic
the portrayal, the more actionable the expressive work would be.
The First Amendment does not permit this result. We reverse.

FACTUAL AND PROCEDURAL BACKGROUND
1. Feud airs and de Havilland sues

In March 2017, FX began airing its eight-part docudrama,
Feud: Bette and Joan. The docudrama portrays the rivalry
between actresses Joan Crawford and Bette Davis. The central
theme of the program is that powerful men in Hollywood
pressured and manipulated women in the industry into very
public feuds with one another to advance the economic interests
of those men and the institutions they headed. A secondary
theme -- as timely now as it was in the 1960’s -- is the poor
treatment by Hollywood of actresses as they age.

1 Comedy III Productions, Inc. v. Gary Saderup, Inc. (2001)
25 Cal.4th 387 (Comedy III).



Academy-Award-winning actress Catherine Zeta-Jones
portrays de Havilland in the docudrama. The de Havilland role
is a limited one, consuming fewer than 17 minutes of the
392-minute, eight-episode miniseries. The role consists
essentially of two parts: (1) a fictitious interview in which Zeta-
Jones -- often accompanied by Academy-Award-winning actress
Kathy Bates playing actress Joan Blondell -- talks to an
interviewer (a young man named “Adam”) about Hollywood, its
treatment of women, and the Crawford/Davis rivalry; and
(2) scenes in which Zeta-Jones interacts with Academy-Award-
winning actress Susan Sarandon playing Bette Davis. These
scenes portray the close friendship between Davis and de
Havilland. As played by Zeta-Jones, the de Havilland character
is portrayed as beautiful, glamorous, self-assured, and
considerably ahead of her time in her views on the importance of
equality and respect for women in Hollywood. Feud was
nominated for 18 Emmy awards.

On June 30, 2017, de Havilland filed this lawsuit. Her
Third Amended Complaint, filed in September 2017, alleges four
causes of action: (1) the common law privacy tort of
misappropriationi (2) violation of Civil Code section 3344,
California’s statutory right of publicity; (3) false light invasion of
privacy; and (4) “unjust enrichment.” De Havilland asks for
damages for emotional distress and harm to her reputation; “past
and future” “economic losses”; FX’s “profits gained . . . from and
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attributable to the unauthorized use of [her] name, photograph,?
or likeness”; punitive damages; attorney fees; and a permanent
injunction prohibiting the “broadcast and distribution” of the

series.?

2 There seems to be only one photograph to which de
Havilland could be referring. At the end of the miniseries, just
before the credits, Feud displays side-by-side photographs of the
real people who had some involvement in the story and the actor
who played each. These include director Robert Aldrich (played
by Alfred Molina), Jack Warner of Warner Brothers (played by
Stanley Tucci), Joan Crawford (played by Jessica Lange), Victor
Buono (played by Dominic Burgess), Bette Davis’s daughter B.D.
Merrill (played by Kiernan Shipka), and Hedda Hopper (played
by Judy Davis), as well as Davis and de Havilland, played, as
noted, by Sarandon and Zeta-Jones, respectively. A short blurb
tells the viewer what became of each person. For de Havilland,
the blurb states, “Olivia de Havilland made her screen debut in
Max Reinhardt’'s A Midsummer Night’s Dream in 1935. She
retired from film acting in 1988. She continues to enjoy her
retirement in Paris. On July 1, 2016, she turned 100 years old.”
De Havilland attached a copy of the side-by-side photographs of
her and Zeta-Jones to her complaint.

3 On July 25, 2017, de Havilland filed a motion for trial
setting preference. De Havilland submitted a declaration stating
she lives in Paris and is 101 years old. She also submitted a
declaration by a Los Angeles physician stating that any person of
that age “will not survive for any extended period of time.”



2. FX’s special motion to strike .

a. FX’s motion, declarations, and exhibits

Qn August 29, 2017, FX filed a motion to strike the
complaint under California’s anti-SLAPP* law, Code of Civil
Procedure section 425.16. FX submitted declarations from Ryan
Murphy, a co-creator, executive producer, writer, and director of
Feud; Michael Zam, a screenwriter who co-wrote a script called
Best Actress on which Feud was based in part; and Timothy
Minear, an executive producer and writer for Feud. Minear
explained the writers on the project created “imagined
interviews” conducted at the 1978 Academy Awards as a
“framing device” to introduce viewers to Feud’s themes such as
the unfair treatment of women in Hollywood. Minear stated
Feud’s writers based the imagined interview on actual interviews
de Havilland had given over the years. Minear also explained
that a “docudrama” is a “dramatized retelling of history.”

FX also submitted a declaration from Stephanie Gibbons,
its president of marketing and promotion. Gibbons stated FX
had not used de Havilland’s photograph in any advertising or
promotion for the miniseries. Six of 44 video advertisements
included pictures of Zeta-Jones; none of these used de Havilland’s
name. Gibbons explained that Zeta-Jones is a famous actress
whom FX thought viewers would want to watch.

4 SLAPP is an acronym for strategic lawsuit against public
participation. (Christian Research Institute v. Alnor (2007)
148 Cal.App.4th 71, 76, fn. 1 (Christian Research).)




FX submitted the declaration of James Berkley, a research
analyst for FX’s law firm, together with 59 exhibits. These
included books, newspaper and magazine articles, and videos of
de Havilland appearing as a guest on talk shows. In a number of
the articles and video clips, de Havilland granted interviews and
made statements about other actors, including her sister Joan
Fontaine. In a July 2016 Associated Press interview -- on the
occasion of her one hundredth birthday -- de Havilland said this
about her sister: “Dragon Lady, as I eventually decided to call
her, was a brilliant, multi-talented person, but with an
astigmatism in her perception of people and events which often
caused her to react in an unfair and even injurious way.”

b. De Havilland’s opposition, declarations, and exhibits

De Havilland filed an opposition on September 15, 2017.
She asserted Feud was a “commercial production.” De Havilland
attached a declaration from Mark Roesler, the chairman of
Celebrity Valuations. Roesler declared he had represented many
celebrities over the years, including Richard Nixon. Roesler
calculated the fair market value of FX’s “use” in Feud of de
Havilland’s “rights” to be between 1.38 and 2.1 million dollars.
This works out to between approximately $84,000 and $127,000
per minute of time that Zeta-Jones appears on screen.

De Havilland also submitted declarations from David Ladd
and Cort Casady. Both men stated they have many years of
experience in the entertainment business. In nearly identical
language both Ladd and Casady declared the “standard practice”
in the film and television industry is to ebtain consent from any
“well-known living person” before her or his “name, identity,

character[,] or image” can be used in a film or television



program.5 In addition, de Havilland submitted a declaration
from her attorney attaching posts from Instagram and Facebook
with photographs of Zeta-Jones as de Havilland.

c. FX’s reply

FX filed a reply on September 22, 2017. FX submitted a
declaration from Casey LaLonde, Joan Crawford’s grandson.
LaLonde stated an actor portraying him as a child appears in
Feud. LaLlonde neither granted consent nor received any
compensation for this portrayal. Lalonde described the
experience of seeing an actor portraying him in the docudrama as
“a wonderful surprise.” Lal.onde also made available to Feud’s
producers home movies of Crawford. He stated the producers did
not pay any compensation to Crawford’s family for their portrayal
of her. LaLonde declared that de Havilland’s attorney’s
statement to USA Today that Feud’s producers had compensated
Crawford’s family for the use of her identity was untrue.

d. The hearing on the motion and the trial court’s ruling

On September 29, 2017, the parties argued the motion.
The superior court issued a 16-page written decision. The court
denied the anti-SLAPP motion as to all four causes of action. The
court first found the docudrama constitutes speech in a public
forum, involving an issue of public concern. Noting the burden
then shifts to the plaintiff to show a probability of prevailing on
her claims, the court concluded de Havilland had sufficiently met

5 Casady stated consent “must be obtained.” Ladd stated
consent “should be obtained.” Ladd added that, “[i]f consent
could not be obtained,” then the producers could use only
“aquthenticated facts previously disclosed” by the person herself or
himself.




her burden of proof. The court stated de Havilland had to show
only that her lawsuit had minimal merit.

The trial court said de Havilland had met her burden on
her right of publicity claims “because no compensation was given
despite using her name and likeness.” The court, citing Ladd’s
declaration, stated, “[IJt is standard in the industry, according to
Plaintiff, to negotiate compensation prior to the use of a person’s
likeness.” The court said there was “nothing transformative
about [Feud]” within the meaning of Comedy III because FX
admitted it “wanted to make the appearance of [de Havilland] as
real as possible.” | '

On de Havilland’s false light claim, the court noted de
Havilland asserted (1) she had not given an interview at the 1978
Academy Awards; (2) she had not referred to her sister Joan
Fontaine as “my bitch sister”; (3) she never told a director she
didn’t “play bitches” and he should call her sister; and (4) when
asked where the alcohol in Frank Sinatra’s dressing room had
gone, she never said “Frank must have drunk it all.” Rejecting
FX’s argument that these portrayals are not defamatory, the
court said, “[I]n considering the show as a whole, the Court finds
[de Havilland] has sufficiently met her burden of proof in that a
viewer of the television show, which is represented to be based on
historical facts, may think [de Havilland] to be a gossip who uses
vulgar terms about other individuals, including her sister.”
Citing the Casady declaration, the court stated, “For a celebrity,
this could have a significant economic impact.”

As to actual malice (de Havilland did not dispute she is a
public figure),8 the court concluded de Havilland had “submitted

6 De Havilland again concedes on appeal that she is a public
figure.
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sufficient evidence that [FX] presented scenes ‘with knowledge
that [they were] false or with reckless disregard of whether [they
were] false or not.”” The court seemed unreceptive to FX’s
argument that “false” is different from “dramatized.” Finally, the
trial court rejected FX’s argument that de Havilland’s fourth
cause of action for “unjust enrichment” was not a cause of action.
DISCUSSION

1. California’s anti-SLAPP statute and our standard of
review on appeal

A special motion to strike under the anti-SLAPP statute,
Code of Civil Procedure section 425.16, “ ‘is a procedural femedy
to dispose of lawsuits brought to chill the valid exercise of a

party’s constitutional right of petition or free speech. [Citation.]

" The purpose of the anti-SLAPP statute is to encourage ‘
participation in matters of public significance and prevent
meritless litigation designed to chill the exercise of First
Amendment rights. [Citation.] The Legislature has declared that
the statute must be “construed broadly” to that end.”” (Hawran
v. Hixson (2012) 209 Cal.App.4th 256, 268; see also Code Civ.
Proc., § 425.16(a); cf. Bradbury v. Supertor Court (1996)
49 Cal.App.4th 1108, 1114, fn. 3 [an appellate court, whenever
possible, should interpret the First Amendment and section
425.16 in a manner “favorable to the exercise of freedom of
speech, not its curtailment”].) This legislative directive “is
expressed in unambiguous terms.” (Briggs v. Eden Council for
Hope & Opportunity (1999) 19 Cal.4th 1106, 1119.) “[T]he broad
construction expressly called for in subdivision (a) of section
425.16 is desirable from the standpoint of judicial efficiency.”
(Id. at pp. 1121-1122.)
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“Resolution of an anti-SLAPP motion ‘requires the court to
engage in a two-step process.”” (Jarrow Formulas, Inc. v.
LaMarche (2003) 31 Cal.4th 728, 733.) First, the defendant must
show the conduct underlying the plaintiff's cause of action arises
from the defendant’s constitutional rights of free speech or
petition in connection with a public issue. (Equtlon Enterprises v.
Consumer Cause, Inc. (2002) 29 Cal.4th 53, 67.) If the defendant
satisfies this prong, the burden shifts to the plaintiff to prove she
has a legally sufficient claim and to prove with admissible |
evidence a probability that she will prevail on the claim. (Wilson
v. Parker, Covert & Chidester (2002) 28 Cal.4th 811, 821; see also
HMS Capital, Inc. v. Lawyers Title Co. (2004) 118 Cal.App.4th
204, 212 [“In opposing an anti-SLAPP motion, the plaintiff
- cannot rely on the allegations of the complaint, but must produce
evidence that would be admissible at trial.”].) “In deciding the
question of potential merit, the trial court considers the pleadings
and evidentiary submissions of both the plaintiff and the
defendant (§ 425.16, subd. (b)(2)); though the court does not
weigh the credibility or comparative probative strength of
competing evidence, it should grant the motion if, as a matter of
law, the defendant’s evidence supporting the motion defeats the
plaintiff’s attempt to establish evidentiary support for the claim.”
(Wilson v. Parker, at p. 821; see also Jackson v. Mayweather
(2017) 10 Cal. App.5th 1240, 1251 (Jackson).) “[O]n its face the
[anti-SLAPP] statute contemplates consideration of the
substantive merits of the plaintiff's complaint, as well as all
available defenses to it, including, but not limited to,
constitutional defenses. This broad approach is required not only
by the language of the statute, but by the policy reasons [that]
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gave rise to our anti-SLAPP statute.” (Traditional Cat Assn., Inc.
v. Gilbreath (2004) 118 Cal.App.4th 392, 398.)

To satisfy this prong-two showing, the plaintiff must
present credible evidence that satisfies the standard of proof
required by the substantive law of the cause of action the anti-
SLAPP motion challenges. Generally, a plaintiff's claims need
only have “ 'minimal merit’ ” to survive an anti-SLAPP motion.
(Navellier v. Sletten (2002) 29 Cal.4th 82, 95, fn. 11.) But when
the plaintiff is a public figure, to establish a prima facie case she
must demonstrate by clear and convincing evidence that the
defendant acted with “actual malice.” (Annette F. v. Sharon S.
(2004) 119 Cal.App.4th 1146, 1162, 1169-1172 [trial court should
have granted anti-SLAPP motion where limited purpose public
figure plaintiff “failed to show a probability of proving actual
malice by clear and convincing evidence”]; Conroy v. Spitzer
(1999) 70 Cal.App.4th 1446, 1451, 1454 [to meet anti-SLAPP
statute’s requirement that he show he would “probably” prevail
on his claim, public figure plaintiff “was required to ‘show a
likelihood that he could produce clear and convincing evidence’”
that defendant made statements with actual malice]; Beilenson v.
Superior Court (1996) 44 Cal.App.4th 944, 950 [“The clear and
convincing standard requires that the evidence be such as to
command the unhesitating assent of every reasonable mind.
[Citation.] Actual malice cannot be implied and must be proven
by direct evidence”]; see also Makaeff v. Trump University, LLC
(9th Cir. 2013) 715 F.3d 254, 271 [whether plaintiff has
“reasonable probability of proving, by clear and convincing
evidence, that [defendant] made her critical statements with
actual malice” is “inherently fact-intensive question”].) “The
requirement that a public figure plaintiff prove malice by clear
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and convincing evidence arises from First Amendment concerns
that freedom of expression be provided ‘the “breathing space”
that [it] “need[s] . . . to survive ....”’” (Christian Research,
supra, 148 Cal.App.4th at p. 82, quoting New York Times Co. v.
Sullivan (1964) 376 U.S. 254, 272 [11 L.Ed. 2d 686].)

“An order denying an anti-SLAPP special motion to strike
is appealable under [Code of Civil Procedure] sections 425.16,
subdivision (i), and 904.1.” (Christian Research, supra,
148 Cal.App.4th at p. 79.) Our review of the trial court’s order
denying FX’s motion “is de novo, and entails an independent
review of the entire record.” (City of Costa Mesa v. D’Alessio
Investments, LLC (2013) 214 Cal.App.4th 358, 371; see also
Mundy v. Lenc (2012) 203 Cal.App.4th 1401, 1408 [“An appellate
court reviews an order denying an anti-SLAPP motion from a
clean slate”].)
9. De Havilland concedes FX met the first prong of the two-
step process

The trial court found that de Havilland’s lawsuit arises
from FX’s exercise of its free speech rights on a topic of public
interest in a public forum. De Havilland presented no argument
on that issue in her opposition brief. At oral argument, her
counsel conceded FX has met the first prong of the anti-SLAPP
analysis.
3. The First Amendment protects FX’s portrayal of de
Havilland in a docudrama without her permission

a. We question whether a docudrama is a product or
merchandise within the meaning of Civil Code section 3344

As noted, de Havilland alleges causes of action for violation
of the statutory right of publicity, Civil Code section 3344, and for
the common law tort of misappropriation. Section 3344,
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subdivision (a) provides, in part, “Any person who knowingly uses
another’s name, voice, signature, photograph, or likeness, in any
manner, on or in products, merchandise, or goods, or for purposes
of advertising or selling, or soliciting purchases of, products,
merchandise, goods, or services, without such person’s prior
consent, . . . shall be liable for any damages sustained by the
person or persons injured as a result thereof.” (Italics added.)
Misappropriation is one of the four branches of the privacy tort
identified by Dean William Prosser. (Prosser, Privacy (1960)
48 Cal. L.Rev. 383, 389; see generally 5 Witkin, Summary of Cal.
Law (11th ed. 2017) Torts, § 756, p. 1043.) The Restatement
Second of Torts adopted Prosser’s classification. (Hill v. National
Collegiate Athletic Assn. (1994) 7 Cal.4th 1, 24.) “California
common law has generally followed Prosser’s classification of
privacy interests as embodied in the Restatement.” (Ibid.) The
Restatement defines the misappropriation tort: “One who
appropriates to his own use or benefit the name or likeness of
another is subject to liability to the other for invasion of his
privacy.” (Rest.2d Torts § 652C.)

De Havilland’s statutory claim raises a preliminary
question of whether the portrayal of a real person in a television
program (or a book, play, or film) constitutes the “use” of that

” €«

person’s name or “likeness” “on or in” a product, merchandise, or
good. Books, films, and television shows are “things” but are they
“merchandise” or “products”? Many of the cases in this area
involve products and merchandise such as T-shirts and
lithographs (Comedy III, ante), greeting cards (Hilton v.
Hallmark Cards (9th Cir. 2010) 599 F.3d 894), and video games
(Davis v. Elec. Arts, Inc. (9th Cir. 2015) 775 F.3d 1172; In re

NCAA Student-Athlete Name & Likeness (9th Cir. 2013) 724 F.3d
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1268; Kirby v. Sega of America, Inc. (2006) 144 Cal.App.4th 47),
or advertisements for products and merchandise. (See, e.g.,
Newcombe v. Adolf Coors Co. (9th Cir. 1998) 157 F.3d 686, 691-
694 [beer advertisement]; Waits v. Frito-Lay, Inc. (9th Cir. 1992)
978 F.2d 1093 [advertisement for SalsaRio Doritos}; Midler v. |
Ford Motor Co. (9th Cir. 1988) 849 F.2d 460 [advertisement for
Ford Lincoln Mercury]; cf. CACI No. 1804A [to establish violation
~ of Civil Code section 3344, plaintiff must prove (among other
elements) that defendant knowingly used plaintiffs name or
likeness “on merchandise/[or] to advertise or sell [describe what is
being advertised or sold]” and that defendant’s use of plaintiff's
name or likeness “was directly connected to [defendant’s]
commercial purpose.”}.) _

The United States Court of Appeals for the Ninth Circuit
addressed this question in a recent case, Sarver v. Chartier (9th
Cir. 2016) 813 F.3d 891 (Sarver). A United States Army sergeant
who had served in Iraq sued the screenwriter, director, and
producer of the motion picture The Hurt Locker. The plaintiff
alleged “he did not consent to [the] use [of his life and experiences
in the film] and that several scenes in the film falsely portray
him in a way that has harmed his reputation.” (Id. at p. 896.)

He asserted causes of action for (among other torts)
misappropriation of his likeness and violation of the right of
publicity, false light invasion of privacy, and defamation. (I/bid.)
The appellate court affirmed the district court’s dismissal of the
lawsuit under our anti-SLAPP statute. The court observed “The
Hurt Locker is not speech proposing a commercial transaction.”
(Id. at p. 905.) The court discussed Zacchint v. Scripps-Howard
Broadcasting Co. (1977) 433 U.S. 562 [53 L.Ed.2d 965] (Zacchin),
the only United States Supreme Court case to “review[] the
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constitutionality of a state’s right of publicity law.” (Sarver, at
p. 903.) An Ohio television station broadcast 15 seconds of
Zacchini performing his “human cannonball” act. Zacchini sued
for violation of his right of publicity under Ohio law. The Court
concluded the First Amendment interests in broadcasting
Zacchini’s entire act -- rather than, for example, his name or
picture -- was minimal. (Zacchint, at pp. 563-564, 573.) The
Sarver court noted that, in the intervening forty years, the “Court
has not revisited the question of when a state’s right of publicity
law is consistent with the First Amendment.” (Sarver, at p. 904;
see also Matthews v. Wozencraft (5th Cir. 1994) 15 F.3d 432, 439
(Matthews) [“ ‘Courts long ago recognized that a celebrity’s right
of publicity does not preclude others from incorporating a
person’s name, features, or biography in a literary work, motion
picture, news or entertainment story. Only the use of an
individual’s identity in advertising infringes on the persona.’ ”].)

We need not decide this question, however, because Feud is
constitutionally protected in any event.

b. Assuming a docudrama is a “use” for purposes of the
right of publicity, the First Amendment protects Feud

Assuming for argument’s sake that a television program is
a “product, merchandise, or good” and that Zeta-Jones’s portrayal
of de Havilland constitutes a “use” of de Havilland’s name or
likeness within the scope of both the right of publicity statute and
the misappropriation tort, we come to FX’s First Amendment
defense. Nearly 40 years ago, the Chief Justice of our Supreme
Court addressed this issue in Guglielmi v. Spelling-Goldberg
Productions (1979) 25 Cal.3d 860 (Guglielmi). The case involved
a television program that was a “fictionalized version” of the life
of actor Rudolph Valentino. Valentino had died years earlier and
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his nephew Guglielmi sued, alleging misappropriation of
Valentino’s right of publicity and seeking damages and injunctive
relief. The Court affirmed the dismissal of the complaint on the
ground that, at the time, the right of publicity was not
descendible to heirs.

In a concurring opinion joined by three other justices, the
Chief Justice framed the issue as whether the use of a celebrity’s
“name and likeness in a fictional film exhibited on television
constitutes an actionable infringement of that person’s right of
publicity.” (Guglielmi, supra, 25 Cal.3d at p. 862.) She
concluded, “It is clear that [Guglielmi’s] action cannot be
maintained.” (Ibid.) The Chief Justice noted Guglielmi alleged
the television production company “knew that the film did not
truthfully portray Valentino’s life.” (Ibid.) She summarized
Guglielmi’s contentions: the film was not entitled to
constitutional protection because the producers “incorporated
Valentino’s name and likeness in: (1) a work of fiction, (2) for
financial gain, (3) knowing that such film falsely portrayed
Valentino’s life.” (Id. at p. 865.) The Chief Justice noted
Guglielmi’s argﬁment “reveal[ed] a fundamental misconception of
the nature of the constitutional guarantees of free expression,”
adding, “Our courts have often observed that entertainment is
entitled to the same constitutional protection as the exposition of
ideas.” (Id. at pp. 865-867.) “Thus,” the justice said, “no
distinction may be drawn in this context between fictional and
factual accounts of Valentino’s life.” (Id. at p. 868.) “[Tlruthful
and fictional accounts” “have equal constitutional stature.”

(Id. at p. 871.) The Chief Justice “readily dismissed” Guglielmi’s
next argument, stating, “The First Amendment is not limited to
those who publish without charge.” (Id. at p. 868.)
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The Chief Justice wrote, “Valentino was a Hollywood star.
His life and career are part of the cultural history of an era. . ..
His lingering persona is an apt topic for poetry or song, biography
or fiction. Whether [the producers’] work constitutes a serious
appraisal of Valentino’s stature or mere fantasy is a judgment
left to the reader or viewer, not the courts.” (Guglielmi, supra,

25 Cal.3d at pp. 869-870.)

In the nearly four decades since, our Supreme Court and
courts of appeal have continued to cite Guglielmi with approval.
(See, e.g., Comedy III, supra, 25 Cal.4th at pp. 396-398, 401-402, .
406; Winter v. DC Comics (2003) 30 Cal.4th 881, 887-888, 891
(Winter); Tamkin v. CBS Broadcasting, Inc. (2011)

193 Cal.App.4th 133, 145 (Tamkin); Dyer v. Childress (2007)

147 Cal.App.4th 1273, 1280; Polydoros v. Twentieth Century Fox
Film Corp. (1997) 67 Cal.App.4th 318, 324-325 (Polydoros).)
Federal courts applying California law have as well. (See, e.g.,
Sarver, supra, 813 F.3d at p. 905, fn. 9 [noting Guglielmi post-
 dated Zacchini and the four justices “cautioned that the
defendants’ fictionalized portrayal of Valentino’s life was entitled
to greater First Amendment protection than the conduct in
Zacchint”].)

Feud is as constitutionally protected as was the film in
Sarver, The Hurt Locker. As with that expressive work, Feud “is
speech that is fully protected by the First Amendment, which
safeguards the storytellers and artists who take the raw
materials of life -- including the stories of real individuals,
ordinary or extraordinary -- and transform them into art, be it
articles, books, movies, or plays.” (Sarver, supra, 813 F.3d at
p. 905; see also Dora v. Frontline Video, Inc. (1993)

15 Cal.App.4th 536, 542 [producer of documentary about surfers
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in Malibu was entitled to judgment on surfer’s claims for
violation of common law and statutory right of publicity;
“[wlhether [Dora] is considered a celebrity or not, whether he is
seeking damages for injury to his feelings or for the commercial
value of his name and likeness, . . . the public interest in the
subject matter of the program gives rise to a constitutional
protection against liability”]; cf. Polydoros, supra, 67 Cal.App.4th
at pp. 322-325 [“Guglielmi unequivocally prevent[ed] [plaintiff]
from proceeding on his claim for commercial appropriation of
identity” against writer and director of fictional film with
character that resembled plaintiff as a child; “[t]o succeed in his
claims, [plaintiff] must establish a direct connection between the
use of his name or likeness and a commercial purpose”]; The
Institute v. Target Corp. (11th Cir. 2016) 812 F.3d 824, 826 (Rosa
& Raymond Parks) [books, movie, and plaque depicting civil
rights pioneer Rosa Parks were protected under Michigan’s
constitution]; Seale v. Gramercy Pictures (E.D. Pa. 1996)

949 F.Supp. 331 (Seale) [First Amendment protected filmmakers’
use of name and likeness of Black Panther Party’s co-founder;
“the creation, production, and promotion of a motion picture and
history book [that] integrate[d] fictitious people and events with
the historical people and events surrounding the emergence of
the Black Panther Party in the late 1960’s” constituted First
Amendment expression and was not for a commercial purpose];
Matthews, supra, 15 F.3d at p. 440 [First Amendment protected
book and movie about narcotics officers from misappropriation
and false light claims; “[i]t is immaterial whether [the book] ‘is
viewed as an historical or a fictional work,” [citation], so long as it
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is not ‘simply a disguised commercial advertisement for the sale
of goods or services’ ”].)7

That Feud’s creators did not purchase or otherwise procure
de Havilland’s “rights” to her name or likeness does not change
this analysis. Producers of films and television programs may
enter into agreements with individuals portrayed in those works
for a variety of reasons, including access to the person’s
recollections or “story” the producers would not otherwise have,
or a desire to avoid litigation for a reasonable fee. But the First
Amendment simply does not require such acquisition
agreements. (Polydoros, supra, 67 Cal.App.4th at p. 326 [“[t]he
industry custom of obtaining ‘clearance’ establishes nothing,
other than the unfortunate reality that many filmmakers may
deem it wise to pay a small sum up front for a written consent to
avoid later having to spend a small fortune to defend
unmeritorious lawsuits such as this one”]; cf. Rosa & Raymond

7 De Havilland relies on Eastwood v. Superior Court (1983)
149 Cal.App.3d 409. That case -- which arose from an unusual
set of facts -- does not assist our analysis. A tabloid published an
article about the supposed involvement of famous actor Clint
Eastwood in a “love triangle.” Eastwood alleged the article was
entirely false. (Id. at p. 414.) The court of appeal, citing
Zacchini, held that Eastwood could proceed with his right of
publicity claims. (Id. at p. 423.) Here, by contrast, the expressive
work at issue is an eight-hour docudrama of which the de
Havilland character is but a small part. Moreover, as discussed
below, the scenes and lines of which de Havilland complains are
permissible literary license and, in any event, not highly
offensive to a reasonable person. Unlike Eastwood, Feud’s
creators did not make out of whole cloth an entirely false “article”
for economic gain.
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Parks, supra, 812 F.3d at p. 832 [privilege based on state
constitution’s free speech guarantee was not “contingent on
paying a fee”].) The creators of The People v. O.J. Stmpson:
American Crime Story can portray trial judge Lance Ito without
acquiring his rights. Fruitvale Station’s writer and director Ryan
Coogler can portray Bay Area Rapid Transit officer Johannes
Mehserle without acquiring his rights. HBO ean portray Sarah
Palin in Game Change without acquiring her rights. There are
myriad additional examples. '

De Havilland also contends the fictitious interview “is
structured as an endorsement of [Feud].” The miniseries itself
does not support this contention. Nothing Zeta-Jones says or
does as de Havilland in the docudrama suggests -- much less
constitutes -- an “endorsement” of the work by de Havilland.

De Havilland’s argument seems to be that, whenever a filmmaker
includes a character based on a real person, that inclusion
implies an “endorsement” of the film or program by that real
person. We have found no case authority to support this novel
argument.

Nor does the use of de Havilland’s name -- along with
photographs of Zeta-Jones -- in social media promotion for the
miniseries support de Havilland’s claims for violation of her right
of publicity. Constitutional protection for an expressive work
such as Feud “ ‘extends to the truthful use of a public figure’s
name and likeness in advertising [that] is merely an adjunct of
the protected publication and promotes only the protected
publication.”” (Montana v. San Jose Mercury News, Inc. (1995)
34 Cal.App.4th 790, 797 [First Amendment protected posters that
reproduced néwspaper stories and photographs of famous
quarterback “for two distinct reasons: first, because the posters
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themselves report newsworthy items of public interest, and
second, because a newspaper has a constitutional right to
promote itself by reproducing its originally protected articles or
photographs”].) “[U]se of a person’s name and likeness to
advertise a novel, play, or motion picture concerning that
individual is not actionable as an infringement of the right of
publicity.” (Seale, supra, 949 F.Supp. at p. 336; see also
Guglielmi, supra, 25 Cal.3d at pp. 872-873.) .

c. In any event, Feud’s portrayal of de Havilland is
transformative

The parties spend considerable time discussing the
“transformative” test set forth in Comedy III. There, a company
that owns the rights under Civil Code section 9908 to The Three
Stooges (all three are deceased) sued an artist who had made a
charcoal drawing of The Three Stooges, put it on T-shirts and
lithographs, and sold those items. The Supreme Court noted the
statute imposes liability on a person who uses a deceased
personality’s name or likeness “either (1) ‘on or in’ a product, or
(2) in ‘advertising or selling’ a product.” (Comedy 111, supra,
25 Cal.4th at p. 395.) The T-shirts and lithographs were, the

b2 AN14

Court said, “tangible personal property,” “consisting of fabric and

8 Civil Code section 990 has since been renumbered as Civil
Code section 3344.1. Enacted in 1984, the statute essentially
provides a descendible right of publicity. In language similar to
section 3344 governing the rights of living persons, section 3344.1
gives a “deceased personality’s” heirs and their assignees a cause
of action against someone who uses the deceased person’s “name,
voice, signature, photograph, or likeness . . . on or in products,
merchandise, or goods, or for purposes of advertising or selling, or
soliciting purchases of, products, merchandise, goods, or services,
without prior consent.”
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ink” and “paper and ink.” (Ibid.) The Court found the artist’s
drawing was an “expressive work[] and not an advertisement for
or endorsement of a product.” (Id. at p. 396.) But, the Court
continued, “[A] celebrity’s heirs and assigns have a legitimate
protectable interest in exploiting the value to be obtained from
merchandising the celebrity’s image.” (Id. at p. 400, italics
added.)

To resolve this “difficult issue” (Comedy I1I, supra,
25 Cal.4th at p. 396), the Court borrowed a concept from
copyright law: “ ‘whether and to what extent the new work [the
product bearing the deceased personality’s likeness] is
“transformative.”’” (Id. at p. 404.) The Court held: “When
artistic expression takes the form of a literal depiction or
imitation of a celebrity for commercial gain, directly trespassing
on the right of publicity without adding significant expression
beyond that trespass, the state law interest in protecting the
fruits of artistic labor outweighs the expressive interests of the
imitative artist.” (Id. at p. 405.) The Court continued, “Another
way of stating the inquiry is whether the celebrity likeness is one
of the ‘raw materials’ from which an original work is synthesized,
or whether the depiction or imitation of the celebrity is the very
sum and substance of the work in question.” (Id. at p. 406.) The
Court identified a “useful . . . subsidiary inquiry:” “does the
marketability and economic value of the challenged work derive
primafily from the fame of the celebrity depicted? If this
question is answered in the negative, then there would generally
be no actionable right of publicity. When the value of the work
comes principally from some source other than the fame of the
celebrity -- from the creativity, skill, and reputation of the
artist -- it may be presumed that sufficient transformative
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elements are present to warrant First Amendment protection.”
(Id. at p. 407.) Applying its “transformative” test to the sketch
artist’s T-shirts and lithographs, the Court concluded the
charcoal drawing on the shirts and prints was a “literal,
conventional depiction[] of The Three Stooges” and therefore not
constitutionally protected. (Id. at p. 409.)

Comedy IIT's “transformative” test makes sense when
applied to products and merchandise -- “tangible personal
property,” in the Supreme Court’s words. Lower courts have
struggled mightily, however, to figure out how to apply it to
expressive works such as films, plays, and television programs.?
The trial court’s analysis here is a good example.!® The court
wrote, “[H]ere, because [FX] admit[s] that [it] wanted to make the
appearance of [de Havilland] as real as possible . . ., there is |
nothing transformative about the docudrama. Moreover, even if
[FX] imagined conversations for the sake of being creative, such
does not make the show transformative.”

We disagree. The fictitious, “imagined” interview in which
Zeta-Jones talks about Hollywood’s treatment of women and the

9 Cf. Sarver, supra, 813 F.3d at p. 904, fn. 6 [unnecessary in
Hurt Locker case to reach affirmative defense of “transformative
use”].

10 Amici, 22 constitutional law and intellectual property law
professors, note they “have serious reservations about the
[Comedy III] test [as the appropriate test for deciding the federal
question of whether and when the First Amendment protects
against right of publicity claims] -- highlighted by the trial court’s
struggle to understand what was meant by a transformative use,
and its . . . reading of that test to devalue realistic uses in works
of historical fiction and biography.”
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Crawford/Davis rivalry is a far cry from T-shirts depicting a
representational, pedestrian, uncreative drawing of The Three
Stooges. The de Havilland role, performed by Zeta-Jones,
constitutes about 4.2 percent of Feud. The docudrama tells the
story, in nearly eight hours, of the competition between
Hollywood’s leading ladies of the day, Bette Davis and Joan
Crawford, for film roles, attention, awards, and acclaim. The
miniseries tells many stories within the story as well: Jack
Warner’s demeaning and dismissive treatment of director Robert
Aldrich; Crawford’s and Davis’s struggles with their personal
relationships: husbands, partners, and children; the obstacles .
faced by capable women like Aldrich’s assistant Pauline Jameson
who want to direct motion pictures; and the refusal of powerful
men in the entertainment business to take women seriously, even
when their movies make money. |

In the words of the Comedy III Court, Zeta-Jones’s
“celebrity likeness [of de Havilland] is one of the ‘raw materials
from which [the] original work [Feud] is synthesized.” (Comedy
II1, supra, 25 Cal.4th at p. 406.) Applying Comedy IITs “useful
subsidiary inquiry” here, we conclude as a matter of law that
Feud’s “marketability and economic value” does not “derive
primarily from [de Havilland’s] fame” but rather “cb_mes
principally from . . . the creativity, skill, and reputation” of Feud’s
creators and actors. Ryan Murphy is a successful screenwriter,
director, and producer who counts among his credits the
television series Glee and the Emmy-award-winning miniseries
The People v. O.J. Simpson: American Crime Story.
Accomplished writers contributed to the script. Highly-regarded
and award-winning actors including Susan Sarandon, Jessica
Lange, Catherine Zeta-Jones, Stanley Tucci, Alfred Molina, Judy
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Davis, and Kathy Bates performed in Feud. In short, Feud
constitutes “significant expression” -- a story of two Hollywood
legends -- of which the de Havilland character is but a small part.
While viewers may have “tuned in” to see these actors and watch
this Hollywood tale, there is no evidence that de Havilland as a
character was a significant draw. (Cf. Johnson v. Harcourt,
Brace, Jovanovich, Inc. (1974) 43 Cal.App.3d 880, 895 [use in
textbook of article about janitor who found and returned large
sum of money was not actionable misappropriation; article was
neither “a primary reason for the textbook” “nor was it a
substantial factor in the students’ purchases of the book™].)
4. De Havilland has not carried her burden of proving
with admissible evidence that she will probably prevail on
her false light claim

a. The allegations of de Havilland’s complaint

In her third cause of action, de Havilland alleges false light
invasion of privacy. Though not entirely clear,!! the complaint

11 De Havilland’s complaint blends the allegations concerning
her right of publicity claims with those concerning her false light
claim. For example, de Havilland alleges the “fake interview”
“put[] false words [in her] mouth,” “misappropriated [her] name,
likeness[,] and identity without her permission and used them
falsely in order to exploit their own commercial interests,” and
“create[d] the public impression that she was a hypocrite, selling
gossip in order to promote herself at the Academy Awards.” In
her third cause of action for false light, de Havilland alleges that
she “benefits financially from the authorized use of her own
name, likeness, and identity” and that FX’s “misappropriation
caused” her harm, and she prays for a permanent injunction
restraining FX “from continuing to infringe [her] right of
publicity.” To assist our analysis, we separate de Havilland’s
legal theories and address each one separately.
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seems to ground this claim in four scenes or lines in Feud: (1) a
fictionalized interview at the 1978 Academy Awards; (2) a
reference by the de Havilland character to her “bitch sister” in a
private conversation with the Bette Davis character; (3) a remark
to the Aldrich character that she “do[esn’t] do bitches” and he
should “call [her] sister” about a film role; and (4) a response to
the Davis character’s question (“where’s the booze?”) when the
two are alone in Frank Sinatra’s dressing room that “Frank
must’ve drunk it all.”

b. False light invasion of privacy and de Havilland’s
required shbwing '

“ ‘False light is a species of invasion of privacy, based on
publicity that places a plaintiff before the public in a false light
that would be highly offensive to a reasonable person, and where
the defendant knew or acted in reckless disregard as to the
falsity of the publicized matter and the false light in which the
plaintiff would be placed.”” (Jackson, supra, 10 Cal.App.5th at
p. 1264.) “‘A “false light” claim, like libel, exposes a person to
hatred, contempt, ridicule, or obloquy and assumes the audience
will recognize it as such.”” (Brodeur v. Atlas Entertainment, Inc.
(2016) 248 Cal.App.4th 665, 678 (Brodeur).) “In order to be
actionable, the false light in which the plaintiff is placed must be
highly offensive to a reasonable person.” (Fellows v. National
Enquirer, Inc. (1986) 42 Cal.3d 234, 238 (Fellows), citing Rest.2d
Torts § 652E, p. 394.) “ ‘A “false light” cause of action is in
substance equivalent to a libel claim, and should meet the same
requirements of the libel claim, including proof of malice.””
(Brodeur, at p. 678, quoting Aisenson v. American Broadcasting
Co. (1990) 220 Cal.App.3d 146,161 (Aisenson).)
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To defeat FX’s anti-SLAPP motion on her false light claim,
de Havilland, as a public figure, must demonstrate a reasonable
probability she can prove FX broadcast statements that are
(1) assertions of fact, (2) actually false or create a false
impression about her, (3) highly offensive to a reasonable person
or defamatory, and (4) made with actual malice. (Brodeur, supra,
248 Cal.App.4th at p. 678; see also Dodds v. American
Broadcasting Co. (9th Cir. 1998) 145 F.3d 1053 (Dodds);
cf. Fellows, supra, 42 Cal.3d at p. 239 [“Although it is not
necessary that the plaintiff be defamed, publicity placing one in a
highly offensive false light will in most cases be defamatory as
well”].) We decide as a matter of law whether a reasonable
viewer would interpret Feud as conveying (a) statements of fact
that are (b) defamatory or highly offensive to a reasonable person
" and (c) actually false or that convey a false impression of de
Havilland. (Couch v. San Juan Unified School Dist. (1995)

33 Cal.App.4th 1491, 1497, 1500-1501 (Couch) [* ‘the proper focus
of judicial inquiry in [defamation and false light cases] is simply
whether the communication in question could be reasonably
understood in a defamatory sense by those who received it’ ”;
“[t]his question must be resolved by considering whether the
reasonable or ‘average’ reader would so interpret the material”];
Moyer v. Amador Valley J. Union High School Dist. (1990)

225 Cal.App.3d 720, 724; see also Ollman v. Evans (D.C. Cir.
1984) 750 F.2d 970, 978 [questions as to privileges derived from
the First Amendment are to be decided as matters of law].) “The
Supreme Court and other courts have emphasized that one must
analyze a statement in its broad context to determine whether it
implies the assertion of an objective fact.” (Partington v. Bugliosi
(9th Cir. 1995) 56 F.3d 1147, 1153 (Partington).)
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Accordingly, de Havilland must offer admissible evidence |
that the average, reasonable viewer of Feud, watching the scenes
in their original context, would have understood them to convey
statements of fact that she is “a hypocrite, sélling gossip” and a
person who “speak[s] in crude and vulgar terms about others.”
(Couch, supra, 33 Cal.App.4th at p. 1501.) She also must
demonstrate that these scenes and lines in Feud “would be highly
offensive to a reasonable person,” (Sarver, supra, 813 F.3d 891 at
p. 907) a person “of ordinary sensibilities.” (Aisenson, supra,

220 Cal.App.3d at p. 161.) In light of the actual docudrama itself
-- which we have viewed ip its entirety -- de Havilland cannot
meet her burden. .

c. The fictitious interview and the light-hearted reference to
Frank Sinatra’s drinking are neither reasonably susceptible to a
defamatory meaning nor highly offensive to a reasonable person

First, we question whether a reasonable viewer would
interpret Feud -- a docudrama -- as entirely factual. Viewers are
generally familiar with dramatized, fact-based movies and
miniseries in which scenes, conversations, and even characters
are fictionalized and imagined. (See Masson v. New Yorker
Magazine, Inc. (1991) 501 U.S. 496, 512-513 [111 S.Ct. 2419,

115 L.Ed.2d 447] (Masson) [‘[Aln acknowledgement that the
work is so-called docudrama or historical fiction . . . might
indicate that the quotations should not be interpreted as the
actual statements of the speaker to whom they are attributed”];
Partington, supra, 56 F.3d at pp. 1154-1155 [“the general tenor of
the docudrama also tends to negate the impression that the
statements involved represented a false assertion of objective
fact”; docudramas “often rely heavily upon dramatic
interpretations of events and dialogue filled with rhetorical
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flourishes”; most viewers of docudramas “are aware by now that
parts of such programs are more fiction than fact”].)

In any event, assuming for argument’s sake that the
average, reasonable viewer would see the scenes in question as
literal statements of actual fact, de Havilland’s false light claim
fails nevertheless because Feud’s depiction of her is not
defamatory nor would it “highly offend” a reasonable person.
Granting an interview at the Academy Awards is not conduct
that would subject a person to hatred, contempt, ridicule, or
obloquy. (Cf. Jackson, supra, 10 Cal.App.5th at pp. 1264-1265
[famous boxer’s social media postings that he broke up with his
girlfriend because she had an abortion “did not expose [girlfriend]
to ‘hatred, contempt, ridicule, or obloquy’ ”].) Feud’s writers
explained in their declarations that they employed the fictitious
interview as a “framing device.” In the interview, Zeta-Jones as
de Havilland introduces the theme of powerful men misusing
women in Hollywood. She says she was “furious” when she
learned how Crawford and Davis had been pitted against one
another. Feud’s producers wove this theme throughout the
miniseries, culminating in the title of the final episode: “You
Mean All This Time We Could Have Been Friends?” From time
to time in the docudrama -- in brief segments!? -- Zeta-Jones acts
as a guide for the viewer through the tale, a Beatrice to the

viewer’'s Dante.13

12 The “interview” segments consume fewer than seven
minutes of the 392-minute miniseries, about 1.8 percent of the
total work.

13 Aligheri, The Divine Comedy (1320).
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Zeta-Jones plays de Havilland as a wise, witty, sometimes
playful woman. That wit is the same as that displayed by the
real de Havilland when she appeared in November 1973 on Merv
Griffin’s talk show. When Griffin asked de Havilland whether
the relationship between a talented director and a talented
actress was like that of husband and wife, de Havilland
responded, “No. It’s like lovers. It’s the next best thing to sex.”
(On the talk show, de Havilland also told Griffin that when she
and Bette Davis were both at Warner Brothers Davis “got all the
interesting parts” and that Davis deserved them.) De Havilland’s
" wit and playfulness also are evident in her book Every
Frenchman Has One, published in 1961 and reissued in 2016
with an added “Q and A” with de Havilland. De Havilland
includes an entire chapter on the habit of French men of
urinating by the side of the road, in public. Taken in its entirety
and in context, Zeta-Jones’s portrayal of de Havilland is
overwhelmingly positive. Indeed, with possible exception of
Aldrich’s assistant, aspiring director Pauline Jameson (played by
Alison Wright), Feud’s portrayal of de Havilland is the most
favorable of any character in the docudrama. The work itself
belies de Havilland’s contention that Zeta-Jones portrays de
Havilland as a “vulgar gossip” and “hypocrite.”

Nor is Zeta-Jones’s light-hearted, offhand remark as de
Havilland to her good friend Bette Davis while they are alone in
Sinatra’s dressing room that he must have drunk the liquor
defamatory or highly offensive to a reasonable person. FX
submitted evidence in support of its motion that Sinatra’s
fondness for alcohol was well knoWn, and Zeta-Jones’s comment
to Sarandon would not subject de Havilland to hatred, contempt,
ridicule, or obloquy. (Jackson, supra, 10 Cal.App.5th at
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pp. 1264-1265; see also Sarver, supra, 813 F.3d at pp. 906-907 [“a g
reasonable viewer of the film would be left with the conclusion '
that the character [Sarver says is him] was a heroic figure, albeit
one struggling with certain internal conflicts”; “even if the film’s
portrayal of Sarver were somehow false, such depiction certainly
would not ‘highly offend’ a reasonable person”].)

d. The “bitch” remarks -- when de Havilland’s actual words
were “dragon lady” -- are not highly offensive to a reasonable
person and are, in addition, substantially truthful
characterizations of her actual words

“ ‘California law permits the defense of substantial truth,’

and thus a defendant is not liable ‘ “if the substance of the charge
be proved true . ...”" ‘Put another way, the statement is not
considered false unless it “would have a different effect on the
mind of the reader from that which the ... truth would have
produced.”’” (Carver v. Bonds (2005) 135 Cal.App.4th 328,
344-345, quoting Masson, supra, 501 U.S. at pp. 516-517; see also
Jackson, supra, 10 Cal.App.5th at p. 1262; Gilbert v. Sykes (2007)
147 Cal.App.4th 13, 28 [“* “it is sufficient if the substance, the
gist, the sting of the libelous charge be justified”’ ].)

In Feud, Zeta-Jones uses the word “bitch” twice. In the
fifth episode, Sarandon, as Davis, calls Zeta-Jones, as de
Havilland, who is living in Paris. The two close friends have a
private telephone conversation. Sarandon complains that
Crawford “sets [her] off,” and then refers to de Havilland’s well-
known estrangement from her sister Joan Fontaine. Zeta-Jones
tells Sarandon her “bitch sister” has started telling the press that
she broke Fontaine’s collarbone when they were children. The

second use of the word comes in the seventh episode when
Sarandon and Alfred Molina, playing Robert Aldrich, call

33




de Havilland in Paris to ask her to replace Crawford as cousin
Miriam in Hush . .. Hush, Sweet Charlotte. Molina tells Zeta-
Jones that the role is not a victim but a “villainess.” Zeta-Jones
responds, “Oh, no. I don’t do bitches. They make me so
unhappy.” She then adds, “You should call my sister.”!4

In its motion to strike, FX submitted declarations from
Ryan Murphy and Timothy Minear, who both wrote parts of
Feud. Both men were familiar with the well-publicized life-long
animosity between de Havilland and her sister Joan Fontaine.
Murphy wrote the scene in which Zeta-Jones uses the words “my
bitch sister” on the telephone with Sarandon. Ryan declared he
used the word “bitch” “because, in [his] mind, the terms dragon
lady and bitch generally have the same meaning, but ‘bitch’
would be more recognizable to the audience than ‘Dragon Lady.”
Similarly, Minear declared Feud’s writers “thought ‘bitch’ was
more mainstream and would be better understood by the modern -
audiences than ‘Dragon Lady.””

Had Feud’s creators had Zeta-Jones refer to Fontaine as
“my dragon lady sister,” the “effect on the mind of the reader”
would not have been appreciably different. Nor would a line by
the de Havilland character, “Oh, no. 1 don’t do dragon ladies.
They make me so unhappy. You should call my sister.”5 “[W]e

» r»

decline ‘ “to dissect the creative process. (Brodeur, supra,

14 De Havilland eventually accepted the role of cousin Miriam
in Hush . .. Hush.

15 Feud writer Minear notes the first part of de Havilland’s

telephone conversation with Aldrich was reported in Shaun
Considine’s book, Bette & Joan: The Divine Feud, first published
in 1989 and reissued twice since.
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248 Cal.App.4th at p. 677, quoting Tamkin, supra,

193 Cal.App.4th at p. 144.) “‘ “We must not permit juries to
dissect the creative process in order to determine what was
necessary to achieve the final product and what was not, and to
impose liability . . . for that portion deemed unnecessary.
Creativity is, by its nature, creative.”’” (Brodeur at p. 675,
quoting - Tamkin, supra, 193 Cal.App.4th at pp. 144-145.)

e. De Hauvilland has not demonstrated she can prove by
clear and convinciﬂg evidence that Feud’s creators acted with
actual malice

De Havilland does not dispute that she is a public figure.
Her attorneys describe her as “a living legend” and “an
internationally-known celebrity.” Accordingly, the Constitution
requires de Havilland to prove by clear and convincing evidence
that FX “knew the [docudrama] would create a false impression
about [her] or acted with reckless disregard for the truth.” (CACI
No. 1802.)

When the expressive work at issue is fiction, or a
combination of fact and fiction, the “actual malice” analysis takes
on a further wrinkle. De Havilland argues that, because she did
not grant an interview at the 1978 Academy Awards or make the
“bitch sister” or “Sinatra drank the alcohol” remarks to Bette
Davis, Feud’s creators acted with actual malice. But fiction is by
definition untrue. It is imagined, made-up. Put more starkly, it
is false. Publishing a fictitious work about a real person cannot
mean the author, by virtue of writing fiction, has acted with
actual malice. | ‘

Recognizing this, in cases where the claimed highly
offensive or defamatory aspect of the portrayal is implied, courts
have required plaintiffs to show that the defendant “ ‘intended to
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convey the defamatory impression.’” (Dodds, supra, 145 F.3d at
pp. 1063-1064.) De Havilland must demonstrate “that [FX]
either deliberately cast [her] statements in an equivocal fashion
in the hope of insinuating a defamatory import to the reader, or
that [it] knew or acted in reckless disregard of whether [its]
‘words would be interpreted by the average reader as defamatory
statements of fact.” (Good Government Group of Seal Beach, Inc.
v. Supertor Court (1978) 22 Cal.3d 672, 684 (Good Government
Group).) Moreover, because actual malice is a “deliberately
subjective” test, liability cannot be imposed for an implication

[{2N1 »»

that merely “ ‘should have been foreseen.”” (Newton v. National
Broadcasting Co., Inc. (9th Cir. 1990) 930 F.2d 662, 680.)

As discussed above, we conclude Zeta-Jones’s portrayal of
de Havilland in Feud is not highly offensive to a reasonable
person as a matter of law. Even if it were, however, de Havilland
has not demonstrated that she can prove actual malice by clear
and convincing evidence. In his sworn deélaration, Murphy
stated he intended Zeta-Jones’s portrayal of de Havilland to be
that of “a wise, respectful friend and counselor to Bette Davis,
and a Hollywood icon with a unique perspective on the past.”

5. De Havilland’s cause of action for unjust enrichment
cannot proceed

De Havilland’s fourth cause of action, entitled “Unjust
Enrichment,” alleges FX has “received unjust financial and
economic benefits at [her] expense,” including “the value of the
use of [her] name, image[,] and identity for [FX’s] commercial
purposes.” De Havilland asks for FX’s “gross revenues” and a

constructive trust.
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“Unjust enrichment is not a cause of action.” It is “just a
restitution claim.” (Hill v. Roll Internat. Corp. (2011)
195 Cal.App.4th 1295, 1307.) Because de Havilland’s right of
publicity and false light claims fail, her unjust enrichment claim
fails as well. “There being no actionable wrong, there is no basis
for the relief.” (Ibid.)

CONCLUSION

The trial court’s ruling leaves authors, filmmakers,
playwrights, and television producers in a Catch-22.16 If they
portray a real person in an expressive work accurately and
realistically without paying that person, they face a right of
publicity lawsuit. If they portray a real person in an expressive
work in a fanciful, imaginative -- even fictitious and therefore
“false” -- way, they face a false light lawsuit if the person
portrayed does not like the portrayal. “[Tlhe right of publicity
cannot, consistent with the First Amendment, be a right to
control the celebrity’s image by censoring disagreeable
portrayals.” (Comedy III, supra, 25 Cal.4th at p. 403.) FX’s
evidence here -- especially the docudrama itself -- establishes as a
matter of law that de Havilland cannot prevail. (Hall v. Time
Warner, Inc. (2007) 153 Cal.App.4th 1337, 1346.) “‘[Blecause
unnecessarily protracted litigation would have a chilling effect
upon the exercise of First Amendment rights, speedy resolution of
cases involving free speech is desirable.”” (Winter, supra,
30 Cal.4th at p. 891, quoting Good Government Group, supra,
22 Cal.3d at p. 685.)

16 Heller, Catch-22 (1961).
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DISPOSITION
The order denying the motion to strike is reversed. The
trial court is directed to enter a new and different order granting
the motion and awarding defendants their attorney fees and
costs. (Code Civ. Proc., § 425.16, subd. (c).) Defendants shall
recover their costs on appeal.

CERTIFIED FOR PUBLICATION

EGERTON, J.

We concur:

EDMON, P. J.

DHANIDINA, J.*

*

Judge of the Los Angeles Superior Court, assigned by the
Chief Justice pursuant to article VI, section 6 of the California
Constitution.
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{**128 AD3d at 152} OPINION OF THE COURT
Renwick, J.

[1] In this action, plaintiffs seek damages and injunctive relief for an alleged

violation of the statutory right to privacy. Concerns over privacy and the loss thereof have

plagued the public for [*2]over a hundred years.lm1 Undoubtedly, such privacy concerns

FN2]

have intensified for obvious reasons. New technologies can track thought, movement,

and intimacies, and expose them to the general public, often in an instant. This public



apprehension over new technologies invading one's privacy became a reality for plaintiffs
and their neighbors when a photographer, using a high powered camera lens inside his
own apartment, took photographs through the window into the interior of apartments in a
neighboring building. The people who were being photographed had no idea this was
happening. This case highlights the limitations of New York's statutory privacy tort as a
means of redressing harm that may be caused by this type of technological home invasion
and exposure of private life. We are constrained to find that the invasion of privacy of
one's home that took place here is not actionable as a statutory tort of invasion of privacy
pursuant to sections 50 and 51 of the Civil Rights Law, because defendant's use of the
images in question constituted art work and, thus is not deemed "use for advertising or

trade purposes," within the meaning of the statute.

Factual and Procedural Backeround

Defendant Arne Svenson is a critically acclaimed fine art photographer whose work
has appeared in galleries and museums throughout the United States and Europe.
Beginning in or about February 2012, after "inheriting" a telephoto camera lens from a
"birder" friend, defendant embarked on a project photographing the people living in the
building across from him. The neighboring building had a mostly glass facade, with large
windows in each unit. Defendant photographed the building's residents surreptitiously,
hiding himself in the shadows of his darkened apartment. Defendant asserts that he did so
for reasons of artistic expression; he obscured his{**128 AD3d at 153} subjects' faces,
seeking to comment on the "anonymity" of urban life, where individuals only reveal what
can be seen through their windows. After approximately one year of photography,
defendant assembled a series of photographs called "The Neighbors," which he exhibited
in galleries in Los Angeles and New York.

The exhibit's promotional materials on defendant's website stated that for his
"subjects there is no question of privacy; they are performing behind a transparent scrim
on a stage of their own creation with the curtain raised high." Defendant further stated that
"The Neighbors" did not know they were being photographed, and he "carefully" shot
"from the shadows" of his apartment "into theirs." Defendant apparently spent hours, in
his apartment, waiting for his subjects to pass the window, sometimes yelling to himself,
"Come to the window!" A reporter for The New Yorker magazine spent time with
defendant while he was surreptitiously photographing his subjects. During this time,



defendant took a photo of a "little girl, dancing in her tiara; half naked, she looked like a
cherub. As she turned away, [defendant] took a photograph. I don't like it when little girls
are running around without their tops,' he said, 'but this is a beautiful image."

During the New York exhibition of "The Neighbors," plaintiffs and other residents of
the [*3]building learned, through media coverage of the exhibition, that they had been
defendant's unwitting subjects. Plaintiffs, in particular, learned that their children, then
aged three and one, appeared in the exhibition, in the photographs numbered six and
twelve. Despite defendant's professed effort to obscure his subjects' identity, plaintiffs'
children were identifiable in these photographs, one of which showed their son in his
diaper and their daughter in a swimsuit; the other showed plaintiff mother holding her
daughter. Upon viewing defendant's website, and discovering that the photographs of her
children were being offered for sale, plaintiff mother called defendant to demand that he
stop showing and selling the images of her children. Defendant agreed with respect to the
photo with the children together (No. 6), but was noncommittal about the photo of
plaintiff's daughter (No. 12). Plaintiffs then retained counsel, who sent letters to defendant
and the Manhattan gallery where the photos were being shown, demanding that the
photographs of plaintiffs' children be removed from the exhibition, the gallery's website,
and defendant's website. Defendant and the gallery complied. {**128 AD3d at 154}
Plaintiffs' counsel sent a similar demand to an online art sales site called "Artsy." It, too,
complied.

Despite this, one of the photographs of plaintiffs' daughter (No. 12) was shown on a
New York City television broadcast discussing defendant and his show. Other showings
followed, including one on NBC's "Today Show" on May 17, 2013, displaying
photograph No. 12, showing plaintiffs' daughter's face. In addition, the address of the
building was revealed in print and electronic media, including a Facebook page.

In May 2013, plaintiffs commenced this action seeking injunctive relief and damages
pursuant to the statutory tort of invasion of privacy and the common-law tort of
intentional infliction of emotional distress. Plaintiffs simultaneously moved for a
preliminary injunction and a temporary restraining order. The TRO was granted on
consent. Defendant then submitted his opposition to the motion for a preliminary
injunction and cross-moved to dismiss the complaint, asserting the theory that because the



photographs were art, they were protected by the First Amendment, and their publication,

sale, and use could not be restrained.

In August 2013, Supreme Court denied plaintiffs' motion for a preliminary
injunction; instead, it granted defendant's cross-motion to dismiss the entire complaint. In
so doing, the court concluded that the photographs were protected by the First
Amendment. The court found that the photographs conveyed defendant's "thoughts and
ideas to the public" and "serve[d] more than just an advertising or trade purpose because
they promote the enjoyment of art in the form of a displayed exhibition." (2013 NY Slip
Op 31782[U], *5 [2013].) This Court, however, granted a preliminary appellate injunction

pending the outcome of this appeal.
Discussion

As indicated, the denial of the preliminary injunction and the dismissal of the
complaint were based on the same ground, namely that the alleged conduct constituting
the privacy invasion are not actionable under the statutory tort of invasion of privacy (see
Civil Rights Law §§ 50, 51).

New York State's privacy statute was borne out of judicial prompting from the Court
of Appeals in Roberson v Rochester Folding Box Co. (171 NY 538 [1902]). In Roberson,
the Court of Appeals declined to establish a common-law right to privacy where a flour
company "obtained, made, printed, sold and {**128 AD3d at 155}circulated about 25,000
lithographic prints, photographs and likenesses of plaintiff" without the plaintiff's consent
(id. at 542). The "25,000 likenesses of the plaintiff. . . ha[d] been conspicuously posted
and displayed in stores, warehouses, saloons and other public places." (/d.) The plaintiff
sought an injunction preventing further use of the photographs as well as damages in the
sum of $15,000 (id.). The Supreme Court, affirmed by the Appellate Division (64 App
Div 30 [1901]), decided that the plaintiff had a "right . . . to be let alone" (32 Misc 344,
347-348 [1900]) a "so-called right of privacy" (171 NY at 544), which had been invaded

by the widespread distribution of her image.
[*4]

The Court of Appeals, however, reversed, reasoning that the adoption of such a right

would result in "a vast amount of litigation [that would] border[ ] upon the absurd,"



because the assertions of a right to privacy, according to the court, would be limitless (id.
at 545). The Court of Appeals ultimately found that "[t]he legislative body could very
well . . . provide that no one should be permitted for his own selfish purpose to use the
picture or the name of another for advertising purposes without his consent," as only the
legislature can draw "arbitrary distinctions which no court should promulgate as a part of
general jurisprudence" (id. at 545, 555).

Public outcry over the perceived unfairness of Roberson led to a rapid response by
the New York State Legislature (see Lerman v Flynt Distrib. Co., Inc., 745 F2d 123, 129
[2d Cir 1984], cert denied 471 US 1054 [1985]). Within a year of Roberson, New Y ork
enacted a statutory right to privacy (L 1903, ch 132). The statutorily-created right
prohibits the use of a person's "name, portrait or picture" (Civil Rights Law § 50) or
"name, portrait, picture or voice" (Civil Rights Law § 51) for advertising or trade
purposes. Section 50 provides for criminal penalties for such prohibited uses, while
section 51 gives the individual victim of such appropriation the right to obtain an
injunction and bring a cause of action to obtain compensatory and exemplary damages
(id.). Two phrases in the New York privacy statute describe the type of unauthorized use
that is prohibited. The phrases are: (1) "for advertising purposes" and (2) "for the purposes
of trade."

The legislature's use of the broad, unqualified terms for advertising and trade
purposes, on their face, appear to support plaintiffs' contention that the statutory terms
apply to all items which are bought and sold in commerce. Courts, however, {**128 AD3d
at 156} have refused to adopt a literal construction of these terms because the advertising
and trade limitations of the privacy statute were drafted with the First Amendment in
mind. As the Court of Appeals held in Arrington v New York Times Co. (55 NY2d 433,
440 [1982]), the terms trade and advertising concomitantly act as a narrowly-construed
categorization crafted by the legislature to strike a balance between the concerns of private
individuals and the First Amendment. Accordingly, the Court of Appeals has consistently
held that the privacy statute should not be construed to apply to publications regarding
newsworthy events and matters of public concern (see Howell v New York Post Co., 81
NY2d 115, 123 [1993]; Finger v Omni Publs. Intl., 77 NY2d 138, 141-142 [1990]). Thus,
the prohibitions of sections 50 and 51 of the privacy statute are not applicable to

newsworthy events and matters of public concern because such dissemination or



publication is not deemed strictly for the purpose of advertising or trade within the
meaning of the privacy statute (see Arrington, 55 NY2d 433, 440 [1982]).

The newsworthy and public concern exemption's primary focus is to protect the
press's dissemination of ideas that have informational value. However, the exemption has
been applied to many others forms of First Amendment speech, protecting literary and
artistic expression from the reach of the statutory tort of invasion of privacy (see e.g.
University of Notre Dame Du Lac v Twentieth Century-Fox Film Corp., 22 AD2d 452,
456 [1st Dept 1965], affd 15 NY2d 940 [1965] [motion picture and novel]).

Similarly, the exemption has been applied in cases addressing written and nonwritten
materials published or televised for the purpose of entertainment (see e.g. Freihofer v
Hearst Corp., 65 NY2d 135, 140-141 [1985]; Stephano v News Group Publs., 64 NY2d
174, 184 [1984] [applying the exception to an article of consumer interest regarding
events in the fashion industry]; Gautier v Pro-Football, Inc. (304 NY 354 [1952]
[dismissing complaint of animal trainer who objected to televised broadcast of act
performed during half-time at professional football game]). This is because there is a
strong societal interest in facilitating access to information that enables people to discuss
and understand contemporary issues (see Time, Inc. v Hill, 385 US 374, 388 [1967], citing
Thornhill v Alabama, 310 US 88, 102 [1940]).

Since the newsworthy and public concern exemption has been applied to many types
of [*5]artistic expressions, including{**128 AD3d at 157} literature, movies and theater,
it logically follows that it should also be applied equally to other modes of artistic
expression. Indeed, works of art also convey ideas. Although the Court of Appeals has not
been confronted with the issue of whether works of art fall outside the ambit of the
privacy statute, other courts that have addressed the issue have consistently found that
they do (see e.g. Altbach v Kulon, 302 AD2d 655 [3d Dept 2003]; Nussenzweig v
DiCorcia, 11 Misc 3d 1051[A], 2006 NY Slip Op 50171[U] [Sup Ct, NY County 2006],
affd 38 AD3d 339 [1st Dept 2007], affd 9 NY3d 184 [2007]; Hoepker v Kruger, 200 F
Supp 2d 340 [SD NY 2002]; Simeonov v Tiegs, 602 NYS2d 1014 [Civ Ct, NY County
1993)).

For instance, in Althach v Kulon, the Third Department held that an artist's
publication of a town justice's photograph, along with a painting of the justice that



caricatured him by portraying him as a devil with a horn and a tail, was constitutionally
protected as a work of art (302 AD2d at 657-658). In Altbach, the defendant distributed
flyers with the caricature and a photo of the justice to promote the opening of his art
gallery (id. at 655). Preliminarily, the Court found that the

"similarity of poses between the photograph and the painting, together with the
content of the advertising copy identifying plaintiff as an experienced attorney,
attest[ed] to the accuracy of [the] defendant's portrayal of [the] plaintiff's face
and posture, while emphasizing that the painting is a caricature and parody of
the public image" (id. at 658).

Nevertheless, the Court found that the photograph's use can readily be viewed as
ancillary to a protected artistic expression because it "prove[s] [the] worth and illustrate([s]

[the] content" of the painting exhibited at defendant's gallery (id.).

Similarly, in Hoepker v Kruger, the federal district court for the Southern District of
New York gave First Amendment protection to a collage photograph displayed in the
Museum of Contemporary Art, in Los Angeles (200 F Supp 2d 340 [2002]). The
defendant Kruger, a collage artist known for her feminist position on issues of beauty,
femininity, and power, copied an image, "Charlotte As Seen By Thomas," created by
plaintiff, Thomas Hoepker (id.). She cropped and enlarged the image and superimposed
three red blocks containing the words, "It's a small world but not if you have to clean it"
(id. at 342). Kruger's creation was printed and sold in many forms (e.g.,{**128 AD3d at
158} postcards and magnets) in the museum's gift shop. It was also published in a catalog
of Kruger's works (id.). The court held that the creation itself "should be shielded from
[the plaintiff's] right of privacy claim by the First Amendment. [It] is pure First
Amendment speech in the form of artistic expression . . . and deserves full protection"
(id. at 350).

It is also worth noting Nussenzweig v diCorcia (38 AD3d 339, 341 [1st Dept 2007,
Tom, J.P., concurring], affd 9 NY3d 184 [2007]), which involved the same issue presented
here—whether a citizen of this state retains the right to preclude the use of his likeness
where such likeness is displayed in an artistic form (id.). The defendant, diCorcia, a
respected photographer with a history of shows in New York museums, photographed a
series called "HEADS," which involved candid "street photography" of people walking by
a Times Square location. The images were exhibited in a gallery for sale (id.). The



plaintiff, Nussenzweig, was readily identifiable, and did not consent to diCorcia's use of
the images (id.). Nussenzweig was an Orthodox Jew with deep religious beliefs against
the use of his image (id.). The exhibit was open to the public and was advertised. The 10
photos of Nussenzweig sold for $20,000 to $30,000 each (id.).

The majority found it unnecessary to address the constitutional issue and dismissed

the privacy tort action as time-barred because more than one year had passed since the

first (rather than the last) publication of the photographs (38 AD3d 339). ™! However, a
concurrence did reach [*6]the constitutional issue of whether the defendant's use of the
plaintiff's photograph was entitled to First Amendment protection (id.). The concurrence
opined that "the inclusion of the photograph in a catalog sold in connection with an
exhibition of the artist's work d[1d] not render its use commercial" pursuant to the privacy
statute because "the public expression of those ideas and concepts [wa]s fully protected by
the First Amendment" (id. at 347).

In this case, we are constrained to concur with the views expressed in Althach,
Hoepker, and Nussenzweig's concurrence: works of art fall outside the prohibitions of the
privacy statute under the newsworthy and public concerns exemption. As indicated, under
this exemption, the press is given broad leeway. This is because the informational value of
the ideas {**128 AD3d at 159} conveyed by the art work is seen as a matter of public
interest. We recognize that the public, as a whole, has an equally strong interest in the
dissemination of images, aesthetic values and symbols contained in the art work. In our
view, artistic expression in the form of art work must therefore be given the same leeway
extended to the press under the newsworthy and public concern exemption to the statutory
tort of invasion of privacy.

To be sure, despite its breadth, the exception is not without limits. To give absolute
protection to all expressive works would be to eliminate the statutory right of privacy.
Accordingly, under New York law, the newsworthy and public concern exception does
not apply where the newsworthy or public interest aspect of the images at issue is merely
incidental to its commercial purpose. For instance, the newsworthy and public concern
exemption does not apply where the unauthorized images appear in the media under the
guise of news items, solely to promote sales; such advertisement in disguise is commercial

use deserving no protection from the privacy statute (see e.g. Beverley v Choices Women's



Med. Ctr., 78 NY2d 745, 751-755 [1991] [nonmedia defendant who produced and
distributed a calendar to promote its medical center that included a picture of plaintiff not
entitled to protection of newsworthy and public concern exception based on theme of
women's progress where calendar was clearly designed to advertise the medical center];
cf. Stephano v News Group Publs., 64 NY2d 174, 185 [1984] [model for article on men's
fashion not entitled to protection of Civil Rights Law § 51 where photo was also used in

column containing information on where to buy new and unusual products]).

Similarly, when a court determines that there is no real relationship between the use
of the plaintiff's name or picture and the article it is used to illustrate, the defendant cannot
use the newsworthy and public concern exception as a defense. This is because, by
definition, if a person's image has no real relationship to the work then its only purpose
must be for the sale of the work (compare Thompson v Close-Up, Inc., 277 App Div 848
[Ist Dept 1950] [publication of photograph did not fall within exceptions to Civil Rights
Law §§ 50 or 51 where plaintiffs had no connection to dope peddling, which was the
subject of defendant's article], with Murray v New York Mag. Co.,27 NY2d 406 [1971]
[photograph of plaintiff dressed in Irish garb while watching St. Patrick's Day parade
spotlighted a newsworthy event and bore a real relationship to article {**128 AD3d at
160} about contemporary attitudes of Irish-Americans in New York City]; and Finger v
Omni Publs. Intl., 77 NY2d 138 [1990] [photograph of plaintiffs and their six children
bore real relationship to article entitled, "Want a big family?" and fell within the
newsworthy exception despite fact that family had no involvement with subject matter of
article, caffeine-enhanced in vitro fertilization, where both title and photo involved theme
of fertility]).

Applying the newsworthy and public concern exemption to the complaint herein, we
[*7]conclude that the allegations do not sufficiently plead a cause of action under the
statutory tort of invasion of privacy. As detailed above, plaintiffs essentially allege that
defendant used their images in local and national media to promote "The Neighbors," an
exhibition that included photographs of individuals taken under the same circumstances as
those featuring plaintiffs. Plaintiffs further allege that the photographs were for sale at the

exhibit and on a commercial website.

[2] Accepting, as we must, plaintiffs' allegations as true (Nonnon v City of New York,
9 NY3d 825 [2007]; Leon v Martinez, 84 NY2d 83, 87-88 [1994]), they do not sufficiently



allege that defendant used the photographs in question for the purpose of advertising or
for the purpose of trade within the meaning of the privacy statute. Defendant's used of the
photos falls within the ambit of constitutionally protected conduct in the form of a work of
art. While a plaintiff may be able to raise questions as to whether a particular item should
be considered a work of art, no such question is presented here. Indeed, plaintiffs concede
on appeal that defendant, a renowned fine arts photographer, assembled the photographs
into an exhibit that was shown in a public forum, an art gallery. Since the images
themselves constitute the work of art, and art work is protected by the First Amendment,
any advertising undertaken in connection with the promotion of the art work was
permitted. Thus, under any reasonable view of the allegations, it cannot be inferred that
plaintiffs' images were used "for the purpose of advertising" or "for the purpose of trade"

within the meaning of the privacy statute.

Contrary to plaintiffs' arguments, the fact that profit might have been derived from
the sale of the art work does not diminish the constitutional protection afforded by the
newsworthy and public concern exemption. Stephano v News Group Publs. (64 NY2d 174
[1984]) illustrates how the newsworthy and public{**128 AD3d at 161} concern
exemption precludes right of privacy violations when the publication is distributed for
profit. Stephano, a professional model who posed for photos for an article on men's
fashion, claimed that the defendant improperly used his picture for trade or advertising
purposes without his consent when it published a picture of him modeling a "bomber
jacket" in a magazine column containing information regarding new and unusual products
and including the approximate price of the jacket, the name of the designer, and the names
of three stores where the jacket might be purchased. The motion court granted summary
judgment to the defendant, concluding that the article reported a newsworthy fashion
event, and was not published for trade or advertising purposes. In agreeing that the
plaintiff did not have a claim under the privacy statute, the Court of Appeals explained
that "(1)t 1s the content of the article and not the defendant's motive . . . to increase
circulation which determines whether it is a newsworthy item, as opposed to a trade
usage, under the Civil Rights Law" (id. at 185).

Plaintiffs also argue that, merely because the use of a person's name, portrait, or
picture is newsworthy or a matter of public concern, such as a legitimate work of art, it

should not be exempt from classification as "advertising" or "trade" if it was obtained in



an improper manner. Plaintiffs do not cite any authority directly on point for this
proposition, and indeed there does not appear to be any. However, acknowledging that
Civil Rights Law §§ 50 and 51 reflect a careful balance of a person's right to privacy
against the public's right to a free flow of ideas, plaintiffs argue that defendant's work
should not be entitled to First Amendment protection because of the manner or context in
which it was formed or made. In essence, plaintiffs seem to be arguing that the manner in
which the photographs were obtained constitutes the extreme and outrageous conduct
contemplated by the tort of intentional infliction of emotional distress and serves to
overcome the First Amendment protection contemplated by Civil Rights Law §§ 50 and
51.

The Court of Appeals has set a high bar for what constitutes outrageous behavior in
this context. In Howell (81 NY2d 115 [1993]), the plaintiff was a patient at a private
psychiatric facility who alleged that it was critical to her recovery that no one outside of
her immediate family know [*8]about her commitment. A New York Post photographer
trespassed onto the secluded {**128 AD3d at 162} grounds of the facility for purposes of
capturing images of Hedda Nussbaum, who had been prominently thrust into the public
eye a year earlier when her boyfriend Joel Steinberg murdered her daughter (id. at 118).
Using a telephoto lens, the photographer took pictures of Nussbaum, who happened at the
time to be strolling the grounds of the facility with the plaintiff (id.). When the pictures
were published in the newspaper, the plaintiff claimed, inter alia, that her statutory right to
privacy had been violated and that defendants had intentionally inflicted emotional
distress on her (id. at 119).

The Court of Appeals held that the newsworthy and public concerns exception
applied to bar the privacy claim because the Nussbaum affair was a matter of public
interest and the photographs were directly related to the story (id. at 124-125). It rejected
the plaintiff's contention that her presence at the facility was not newsworthy, since it was
the fact of Nussbaum's interaction with the plaintiff that demonstrated Nussbaum's path to
recovery from the physical and emotional abuse she had suffered at the hands of Steinberg
(id. at 125). Notably, in dismissing the plaintiff's claim for intentional infliction of
emotional distress as being "an end run around a failed right to privacy claim," the Court
observed that the "defendants acted within their legal right" (id.). The Court further stated:



"Courts have recognized that newsgathering methods may be tortious (see, e.g.,
Galella v Onassis, 487 F2d 986, 995 [2d Cir (1973)]) and, to the extent that a
journalist engages in such atrocious, indecent and utterly despicable conduct
as to meet the rigorous requirements of an intentional infliction of emotional
distress claim, recovery may be available. The conduct alleged here,
however—a trespass onto Four Winds' grounds—does not remotely approach
the required standard. That plaintiff was photographed outdoors and from a
distance diminishes her claim even further" (81 NY2d at 126 [emphasis
added]).

[3] The quoted language did not directly apply to the privacy claim in Howell.
However, it strongly suggests that expression will not lose entitlement to the newsworthy
and public concerns exemption of Civil Rights Law §§ 50 and 51 unless the means by
which a person's privacy was invaded was truly outrageous. Indeed, while one can argue
that defendant's actions were more {**128 AD3d at 163} offensive than those of the
defendant in Howell, because the intrusion here was into plaintiffs' home, clearly an even
more private space, they certainly do not rise to the level of "atrocious, indecent and
utterly despicable" (id.). Further, the depiction of children, by itself, does not create
special circumstances which should make a privacy claim more readily available (see
Finger, 77 NY2d at 138). We note that defendant's conduct here, while clearly invasive,
does not implicate the type of criminal conduct covered by Penal Law § 250.40 ef seq.,

prohibiting unlawful surveillance.

In short, by publishing plaintiffs' photos as a work of art without further action
toward plaintiffs, defendant's conduct, however disturbing it may be, cannot properly,
under the current state of the law, be deemed so "outrageous" that it went beyond decency
and the protections of Civil Rights Law §§ 50 and 51. To be sure, by our holding
here—finding no viable cause of action for violation of the statutory right to privacy under
these facts—we do not, in any way, mean to give short shrift to plaintiffs' concerns.
Undoubtedly, like plaintiffs, many people would be rightfully offended by the intrusive
manner in which the photographs were taken in this case. However, such complaints are
best addressed to the legislature—the body empowered to remedy such inequities (see
Black v Allstate Ins. Co., 274 AD2d 346 [1st Dept 2000]; Yankelevitz v Royal Globe Ins.
Co., 88 AD2d 934 [2d Dept 1982], affd 59 NY2d 928 [1983]). Needless to say, as
illustrated by the troubling facts here, in these times of heightened threats to privacy posed



by new and ever more invasive technologies, we call upon the legislature to [*9]|revisit

this important issue, as we are constrained to apply the law as it exists.

Accordingly, the order of the Supreme Court, New York County (Eileen Rakower,
J.), entered August 5, 2013, which denied plaintiffs' motion for a preliminary injunction,
and granted defendant's cross motion to dismiss the complaint, should be affirmed,
without costs.

Mazzarelli, J.P., Andrias, Richter and Feinman, JJ., concur.

Order, Supreme Court, New York County, entered August 5, 2013, affirmed, without
costs.

Footnotes

Footnote 1:See Samuel D. Warren & Louis D. Brandeis, The Right to Privacy, 4 Harv L
Rev 193, 205 (1890).

Footnote 2:See e.g. Harry Lewis, How Facebook Spells the End of Privacy, Boston
Globe, June 14, 2008 at A11; Jeffrey Rosen, The End of Forgetting, NY Times Mag, July
25,2010 at 32; Daniel J. Solove, The End of Privacy?, Sci Am, Sept. 2008 at 101; Richard
Stengel, The End of Privacy? Not Yet, Time, Mar. 21, 2011 at 4.

Footnote 3:The Court of Appeals affirmed, agreeing with this Court and resolving the
issue in favor of the limitations period running from the first invasion or use (Nussenzweig
v diCorcia, 9 NY3d 184 [2007]).
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MEMORANDUM:

The order of the Appellate Division, insofar as appealed from, should be affirmed,
with costs. A computer-generated image may constitute a “portrait” within the meaning of

Civil Rights Law 88 50 and 51 (see Lohan v Take-Two Interactive Software, NY3d
-1-




-2- No. 23

__, ___ [2018] [decided herewith]). Plaintiff, however, is not recognizable from the
images at issue here, namely, the “Andrea Bottino” avatar in the video game in question

(see Cohen v Herbal Concepts, 63 NY2d 379, 384 [1984]).

In view of our determination, we do not address plaintiff’s additional contentions.

* * * * * * * * * * * * * * * * *

Order, insofar as appealed from, affirmed, with costs, in a memorandum. Chief Judge
DiFiore and Judges Rivera, Stein, Fahey, Garcia and Feinman concur. Judge Wilson took
no part.

Decided March 29, 2018
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Defendants-Respondents.

LINDSAY LOHAN,
Plaintiff-Appellant,
—against—

TAKE-TWO INTERACTIVE SOFTWARE, INC., ROCKSTAR GAMES, ROCKSTAR
GAMES, INC., and ROCKSTAR NORTH,
Defendants-Respondents.

NOTICE OF MOTION OF JARRYD HUNTLEY
FOR LEAVE TO FILE AS AMICUS CURIAE
IN SUPPORT OF DEFENDANTS-RESPONDENTS

PLEASE TAKE NOTICE, that upon the annexed affirmation of
Patrick S. Kabat, dated November 15, 2017, a motion will be made at a
term of this Court to be held in the City of New York, New York on the
27th day of November, 2017 for an order granting proposed amicus curiae
Jarryd Huntley leave to file the brief attached hereto as amicus curiae in
support of Defendants-Respondents in the above-captioned action, and

for such further relief as the court may deem just and proper.
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COURT OF APPEALS
STATE OF NEW YORK

KAREN GRAVANO,
Plaintiff-Appellant,
—against—

TAKE-TWO INTERACTIVE SOFTWARE, INC. AND ROCKSTAR GAMES,
Defendants-Respondents.

LINDSAY LOHAN,
Plaintiff-Appellant,
—against—

TAKE-TWO INTERACTIVE SOFTWARE, INC. AND ROCKSTAR GAMES,
Defendants-Respondents.

AFFIRMATION OF PATRICK S. KABAT IN SUPPORT OF
MOTION FOR LEAVE TO FILE BRIEF AMICUS CURIAE IN
SUPPORT OF DEFENDANTS-RESPONDENTS

Patrick S. Kabat, an attorney duly admitted to practice in the

State of New York, hereby affirms under penalty of perjury as follows:

1. I am the Director of the First Amendment and the Arts
Project at the Spangenberg Center for Law, Technology & the Arts at
the Case Western Reserve University School of Law, a practicum that

defends creative and expressive freedoms.



2. I am also Adjunct Professor of Law the Case Western
Reserve Umiversity School of Law, and the Legal Director of POET, a
Cleveland-based charitable organization that protects literary freedoms.

3. 1 submit this affirmation in support of proposed amicus
curiae Jarryd Huntley’s motion for leave to file a brief amicus curiae in
the above-captioned appeal.

4. Attached hereto is a copy of the brief Mr. Huntley wishes to
submit to this Court. Mr. Huntley has duly authorized me to submit
this brief on his behalf.

5.  Mr. Huntley is an award-winning independent (“indie”)
game developer whose works are widely published across the country,
including in New York, and featured in the Smithsonian Museum’s
indie videogame showcase “American Art Museum Arcade.” He is an
Adjunct Professor at Lorain County Community College in Lorain
County, Ohio, where he teaches game design, and along with Hanna
Brady, the author of GAME PROGRAMING FOR ARTISTS (CRC Press 2017),
a textbook that “provides a foundation for artists and other creatives to

jumpstart learning to program their own games.”



6.  As both educator and artist, Mr. Huntley is a prominent
member of the indie videogame development community. He is expert
on “Game Development in Flyover States,” the title of his 2017 address
to the College of Engineering at Towa State University, and 18 the Lead
Organizer for a collective of Cleveland game designers who publish
interactive stories to audiences in New York and nationwide, meeting
monthly to discuss what is technically possible and legally permissible.
Mr. Huntley speaks at fora from the Independent Games Summit at the
San Francisco Game Developers Conference to the City Club of
Cleveland’s forum on “The Future of Imagination,” where he discussed
“the new form of storytelling” indie developers are pioneering in virtual
worlds, as well as their unique vulnerability to uncertainty in legal
protections.

7.  These perspectives are not represented by Defendants-
Appellees (“Rockstar”) or Plaintiffs-Appellants (the “Celebrities”). Mr.
Huntley could therefore remedy a deficiency in the full and adequate

presentation of issues before this Court. 22 NYCRR 500.23(a)(4)(1).



8.  The lawful use of likeness 1s just as important to indie
developers as to large publishers, and their stories are often less genre-
bound than those that must satisfy mass-market demand. The
Celebrities’ request to retract protections for authors who use likeness
in works of fiction would disproportionately threaten authors like Mr.
Huntley, who lack the resources of corporate publishers to defend their
stories, and would be uniquely affected by any retreat this Court might
consider from New York’s categorical protections for works of fiction.

9.  Mr. Huntley can also “identify law or arguments that might
otherwise escape the Court’s consideration.” 22 NYCRR 500.23(a)(4)(11).
The Celebrities presenting important questions about how New York
courts define, identify, and protect “works of fiction.” These i1ssues were
presented to the courts below and decided by the First Department, id.
R. 500.23(4), and are properly before this Court. But none of the parties
brief them directly, address the impact of a series of Supreme Court
decisions that vacated decisions of this Court on this issue, or explain
how New York courts developed the “work of fiction” doctrine doctrine
to resolve them. In these ways, Mr. Huntley’s proposed brief can “be of

assistance to the Court.” 22 NYCRR 500.23(a)(4)(111).



10. This Court’s ruling will affect protections for works of fiction
that are different than the particular videogame at issue in the appeals
before it (“GTAV”), but the parties do not provide the Court with a
definitional background to fashion a ruling that accounts for its effects
on different works. Mr. Huntley has a direct stake in the issues
presented by this appeal, as do his colleagues, students, and audiences.
Their art is published instantly to player-audiences in jurisdictions
across the country, including New York, and they rely on courts in New
York (and in jurisdictions that overwhelmingly follow them) to fully
enforce the categorical and well-developed protections provided by the
“work of fiction” doctrine.

11. ‘No party to this case drafted any part of this brief, or
contributed any money to its preparation. No-one other than the CWRU
School of Law contributed any money intended for the preparation of
the brief. This brief was prepared by lawyers with assistance with
students in the First Amendment and the Arts Project of Case Western
Reserve University School of Law, but does not represent the views of

the institution, if any.



For these reasons, proposed amicus curiae Jarryd Huntley
respectfully requests that this Court grant his motion Motion for Leave
to File Brief Amicus Curiae In Support Of Defendants-Respondents,
and that he be given leave to file the attached brief in this consolidated

appeal.

Affirmed: November 15, 2017
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Interest of Amicus Curiae

These cases determine whether independent (“indie”) videogame
developers who create works of interactive fiction will enjoy the same
creative freedoms as mass-market publishers like Defendants-Appellees
(“Rockstar”)—the same First Amendment rights long exercised by
novelists, playwrights, and screenwriters—to bring their stories to
player-audiences in virtual worlds.

Jarryd Huntley is an award-winning indie videogame developer.
His works are published in New York and across the country, and are
featured in the Smithsonian Museum in Washington, D.C. He teaches
game design at Lorain County Community College in Elyria, Ohio, and
wrote GAME PROGRAMING FOR ARTISTS (2017), a textbook that “provides
a foundation for artists and other creatives to jumpstart learning to
program their own games.” A resident of Cleveland, Ohio, Mr. Huntley
is a prominent member of Cleveland’s robust indie development
community, an authority on game development in “flyover states,” and
a sought-after speaker and panelist on indie game development at

community forums and national conferences alike.



Authors like Mr. Huntley are uniquely vulnerable to fractures in
legal protections for their works. Their interactive fictions are
innovative, genre-defying, and less easily analogized to classics like
Citizen Kane than those published by studics with the resources to
realize cinematic experiences, and rely more heavily on their players’
imaginations than their mass-market counterparts.

But they cannot afford to defend frivolous claims, and would be
directly affected by the limitations Plaintiffs-Appellants (the
“Celebrities™) ask this Court to impose on New York’s influential “work
of fiction” doctrine, which the First Department correctly applied, or a
decision based on particular features of Grand Theft Auto V (“GTAV”),
mstead of the categorical protections the doctrine provides.

Indie authors rely on courts to fully enforce the “work of fiction”
doctrine as they publish their works in New York and beyond. Its
protections are not only required under a raft of First Amendment
decisions from the Supreme Court, and necessary to clarify dissonance
in this Court’s jurisprudence, they are the lynchpin of continued

innovation in an increasingly important medium of artistic expression.



Summary of Argument

This case presents two dispositive questions on which this Court’s
decisions diverge: what are “works of fiction,” and when are they
immune to publicity claims under Section 51 of the Civil Rights Law?
The decision below correctly applied New York's “work of fiction”
doctrine to protect a videogame, but the parties proffer incompatible
answers under old cases that still chill First Amendment freedoms.

The parties agree that “works of fiction” are categorically immune
to publicity claims, but dispute the doctrine’s application to GTAV. The
Celebrities deny that it is “work of fiction” at all: to Lohan, it 1s an
“advertisement in disguise” or an “invented biography” trading on her
fame; to Gravano, a commercial product that implies her endorsement.
Rockstar simply denies that GTAV used their likenesses, either because
its avatars did not depict them as a matter of fact, or because “works of
fiction” like GTAYV do not depict real people as a matter of law.

None of the parties brief the doctrine this Court has affirmed to
resolve these 1ssues, categorically protecting works known by audiences
to be imagined, even if a use is unmistakable, because authors have a

right to depict real people to suspend their audiences’ disbelief.



This doctrine constitutionalized Section 51 after the Supreme
Court abrogated an ancient line of cases holding “fictionalization”
actionable (without defining it) under Section 51 (without saying why).
Binns v. Vitograph, 210 N.Y. 51 (1913); Spahn v. Messner, 18 N.Y.2d
324 (1966). These relics failed to distinguish false-light from publicity
interests, requiring the Supreme Court to vacate five of this Court’s
decisions that did not adequately protect works of fiction. After
declaring them entitled to full First Amendment protection, Winiers v.
New York, 333 U.S. 507 (1948); Burstyn v. Wilson, 343 U.S. 495 (1952),
the Supreme Court forbid this Court from applying Section 51 to works
that do not conceal their fictional nature, Spahn, 387 U.S. 239 (1967);
Time v. Hill, 385 U.S. 374 (1967), clarifying that “fictionalization” is not
actionable in publicity claims. Zacchini v. Scripps, 433 U.S. 562 (1977).

To ignore five apposite Supreme Court decisions is a feat indeed.
But the Celebrities manage it, even though Binns and its progeny are
widely disfavored. And though this Court has twice affirmed the “work
of fiction” doctrine, it has not resolved lingering tensions in Binns and
Spahn, emboldening hungry litigants like the Celebrities to take new

bites at rotten apples.



Instead, the lower courts resolved them by articulating categorical
protections for “works of fiction” under Time. The doctrine now suffuses
leading decisions from coast to coast, and is a testament to New York’s
Constitution, which created a “hospitable environment” for “the
burgeoning publishing industry to establish a home in our state during
the early years of our nation’s history.” Holmes v. Winter, 22 N.Y.3d
300, 307 (2013). When called to protect works of fiction, New York
courts did it proud, defining them by the features that give them value,
not the mediums in which they appear.

They protected the freedom to imagine, holding that commercial
interests 1in persona cannot trump an author’s First Amendment right
to suspend her audience’s disbelief. They recognized that depicting real
people is essential to fiction, not just inoffensive at law. And they
protected them categorically to secure their expressive power.

These are not just poetical insights, though poets say them best.!

I Samuel Taylor Coleridge, Biographia Literaria (1817), Ch. XIV
(fiction’s power lies in “exciting the sympathy of the reader by a faithful
adherence to the truth,” while “giving the interest of novelty by the
modifying colours of imagination.”).



They define a protected category of speech under Section 51, and New
York courts have consistently applied them to works in traditional
mediums, insulating plays, novels, and films against publicity claims.

Now, the Celebrities seek a “change in law,” asking this Court to
withdraw these protections from videogames. C.f. Brown v. EMA, 564
U.8. 786 (2011) (it cannot). But they do not only ask this Court to
dislodge settled protections for works of fiction, or ignore six Supreme
Court decisions it cannot “change.” They ask it to cripple a medium that
1s mherently fictive, for videogames meet legal criteria for “works of
fiction” more fundamentally than any medium yet devised, telling
stories in virtual worlds that, as the decision below correctly held, every
gamer knows are not “real” the moment a game boots up.

The Celebrities’ disdain for the medium is unlawful and ignorant.
Their claims reached this Court just as Mr. Huntley’s works entered the
Smithsonian, and “[t]he process by which this new art form will emerge

»

is already under way,” with indie authors at the vanguard as “the

digital art medium matures.”

2 Janet H. Murray, HAMLET ON THE HOLODECK: THE FUTURE OF
NARRATIVE IN CYBERSPACE (MIT University Press 2016), at 111, 139.
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As Mr. Huntley warns his students, readers, and audiences,? any
change in New York law would uniquely chill these “pioneering and
aspiring storytellers who identify with the figure of the Shakespeare of
the future as hacker-bard.”* Unlike studios that publish highly
profitable works like GTAV, they cannot readily afford counsel, and rely
particularly heavily on New York’s clear, categorical, and influential
analysis as they publish their works in the state, and as cases in other
jurisdictions come to term.

Silencing pioneers who explore new forms is a tragedy of artistic
innovation, but courts in New York confront it with courage. Judge
Woolsey protected James Joyce’s Ulysses from the New York City Bar
Association, finding it “a serious experiment in a new, if not wholly
novel, literary genre,” and commending Joyce for being “loyal to his
technique,” because doing otherwise “would be artistically inexcusable.”

U.S. v. One Book Called “Ulysses”, 5 F. Supp. 182, 183 (5.D.N.Y. 1933).

3 The Future of Imagination, The City Club of Cleveland (Oct. 13,
2017), htip://'www.ideastream.org/programs/city-club-forum/the-future-
of-imagination-virtual-augmented-reality.

4 Murray, supra n.2 at x.



Videogame authors deserve no less protection for their craft. The
Celebrities sell themselves as Davids to Rockstar’s Goliath, but the
doctrine they assail protects the real Davids, indie authors who receive
no vast sums for short works,? and labor tirelessly for their art.’ They
may be liable in defamation or privacy if they harm those interests, hke
artists in other mediums. But their right to use real people to tell
stories cannot constitutionally be subordinated to celebrity pocketbooks.

Mzr. Huntley therefore requests that this Court affirm the decision
below, clarify categorical protection for “works of fiction,” and ensure
that the videogame authors of today, no less than the playwrights of
yesterday, are not bullied by frivolous threats from litigious celebrities

against telling their stories to the player-audiences of tomorrow.

5 TMZ.coM, Lindsay Lohan: rolling in 33388 (Aug. 13, 2012) (Lohan
earned $2 million the year after her shoplifting conviction).

6 Jason Schreier, Video Games Are Destroying The People Who Make
Them (NEW YORK TIMES, Oct. 25, 2017).
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Argument
I. Section 51 Does Not Apply To “Works Of Fiction.”

Section 51 categorically excludes “works of fiction,” a protected
category of expression beyond “the narrow scope of the statutory
phrases ‘advertising’ and ‘trade.” Hampion v. Guare, 195 A.D.2d 366
(1st Dep’t 1993); Costanza v. Seinfeld, 279 A.D.2d 255 (1st Dep’t 2001)
(same). After the Supreme Court “reversed course” in Winters to
recognize First Amendment protections for fiction, Brown, 564 U.S. at
797, this Court affirmed that a “consistent line of cases” require courts
to protect “works of fiction” as a matter of law. Notre Dame v. Twentieth
Century-Fox, 22 AD.2d 452, 455 (1st Dep’t 1965), affd, 15 N.Y.2d 940.

When the Supreme Court limited Section 51 claims for
“fictionalization” to factual works that place persons in a false light,
Time, 385 U.S. at 396, and isolated the commercial interest protected by
the right of publicity, Zacchini, 433 U.S. at 573, courts recognized that
“the right of publicity does not attach” where “it is evident to the public
that the events so depicted are fictitious.” Hicks v. Casablanca, 464 F.
Supp. 426, 433 (S.D.N.Y. 1978) (dismissing publicity claim because

novel’s readers “would know that the work was fictitious.”).



The California Supreme Court famously recognized that “[f]iction
writers may be able to more persuasively, more accurately express
themselves by weaving into the tale persons or events familiar to their
readers,” and correctly held that “[tJhe choice is theirs.” Guglielmi v.
Spelling-Goldberg, 603 P.2d 454, 460-63 (1979) (Bird, C.J., concurring).
But it did so by following Hicks, which followed Notre Dame.

This categorical protection is now axiomatic. See, e.g., Donahue v,
Warner Bros., 272 P.2d 177, 182 (Utah 1954) (“fictional publications”),
Leopold v. Levin, 259 N.E.2d 250, 256 (I11. 1970) (“works of fiction”);
Rogers v. Grimaldi, 875 F.2d 994, 1004 (2d Cir. 1989) (“refus[ing] to
extend the right of publicity” to uses in “a fictional or semi-fictional
book or movie” from “concern for free expression”); Restatement (Third)
of Unfair Competition § 47 (1995) (“works of fiction”).

1I. The First Amendment Protects “Works Of Fiction.”
A century ago, fiction was actionable per se. A new medium
("moving pictures”) threw courts into a tizzy, and the Supreme Court

b 11

deemed them mere “spectacle,” “entertaining” but “capable of great

evil,” and disentitled to First Amendment protection. Mutual Film wv.

Indus. Comm’n of Ohio, 236 U.S. 230, 244 (1915).
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Binns, decided just two years earlier, was a product of its time.
Addressing a “picture film” that dramatized a hercic rescue at sea, this
Court enforced privacy interests in “peculiarities as of dress and walk,”
or “personal fads, eccentricities, [and] amusements” under Section 51,
and held that only hard news was protected by the First Amendment,
lest “[b]y such pictures an audience would be amused and the maker of
the films and the exhibitors would be enriched.” 210 N.Y. at 58.

Judges assumed that “those who engage in the show business”
would not “confine their productions to the things which are just, pure,
and of good report,” and exploit “the business advantage of depicting the
evil and voluptuous thing with the poisonous charm.” Pathe v. Cobb,
202 A.D. 450, 457 (3d Dep’t 1922). Works of “pure fiction, and not fact”
could therefore be enjoined under Section 51 under “clear distinctions
between a news reel and a motion picture photoplay,” because “[a]
photoplay is inherently a work of fiction,” but “[a] news reel contains no
fiction, but shows only actual photographs of current events.” Humiston

v. Universal, 189 A.D. 467, 470-71 (1st Dep’t 1919).
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Courts applied Binns against works meant “to amuse and astonish
the reading public, not for the legitimate purpose of disseminating
news,” Sutton v. Hearst, 277 A.D.2d 155, 157 (1st Dep’t 1950), finding
them actionable under Section 51 if they were “fictional or novelized in
character.” Kousseviizky v. Allen, 188 Misc. 479, 484 (Sup. Ct. 1947).
Only works deemed not “of fiction,” like “tales of historic personages
and events” that were “educational and informative” or had “legitimate
news interest” were “not, as a general rule, within the purview of the
statue.” Lahiri v. Daily Mirror, 162 Misc. 776, 782 (Sup. Ct. 1937).

A. The Supreme Court Protects Fiction.

By mid-century, the Supreme Court rejected this view, reversing
two decisions from this Court that failed to protect works of fiction. In
1948 (seven years after Citizen Kane premiered) the Supreme Court
rejected New York’s argument “that the constitutional protection for a
free press applies only to the exposition of ideas” because “[t]he line
between the informing and the entertaining is too elusive” to protect
authors, and held that works of fiction are fully protected by the First

Amendment. Winters, 333 U.S. at 510.
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The Supreme Court reversed this Court again in 1952, Burstyn,
343 U.S. at 501, rejecting Binns' premise that works of fiction were
actionable if they “enriched” their authors. 210 N.Y. at 58. Binns was
already in disrepute, “distinguished frequently” and “confined to its
particular facts” since inception, Molony v. Boy Comics, 277 A.D. 166,
173 (1st Dep’t 1950). Courts immediately applied Winters and Bursiyn
to clear detritus from the right of publicity, noting Binns' widely
criticized “infringement upon freedom of speech.” Donahue, 272 P.2d at
181-83 (protecting fictional film against publicity claims).

B. This Court Makes Fiction Actionable Again.

But Winters and Burstyn came late to New York. A decade later,
New York courts still drew “no distinction between fictionalizing a
character and using the name for other purposes of trade or for
advertising.” Flores v. Mosler, 7 N.Y. 2d 276, 285 (1959) (Van Voorhis,
J., dissenting). Judge Van Voorhis worried only that Section 51 might
chill the fictions he enjoyed (“war novels”), and would only permit works
to “introduce actual historical events into a story” or use names “in
connection with what they actually did,” barring works from

“introducing real people into fictional episodes.” Id.
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This Court adopted the Judge’s distinction within a decade,
unanimously banning a “fictitious biography” under Section 51, and.
without addressing Winters, drew its forbidden line. Spahn v. Messner,
18 N.Y.2d 324, 328 (1966) (“The factual reporting of newsworthy
persons and events is in the public interest and is protected. The
fictitious is not.”). Flouting Burstyn as well, Spahn forbade
“fictionalized” uses if “exploited for the defendants’ commercial benefit
through the medium of an unauthorized biography.” Id.

Spahn misread the most speech-protective decision of its century,
New York Times v. Sullivan, 376 U.S 254 (1964), which insulated false
statements of fact from the tort of defamation, to magnify Binns
restrictions on works of fiction under different claims. Decided while
Spahn was pending before Supreme Court, Sullivan was the
centerpiece of the defense, but by focusing on defamation, this Court
erroneously suggested that “fiction” meant nothing more than factual
falsehood {(even if audiences knew a work was imagined), found it
unprotected by the First Amendment (even against different claims
asserting weaker interests), and made fiction actionable again per se

under Section 51.
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The problem, as Judge Van Voorhis foresaw in Mosler, was the
indiscriminate use of terms like “fictionalized” and “false,” which pack
different interests (reputation, privacy, commercial) into different torts
(defamation, privacy, false-light, publicity) requiring different
constitutional constraints (fault for falsity, newsworthiness for privacy;
protections for fiction against commercial interests in persona). Section
51 was no help: collapsing these claims before common-law jurisdictions
refined them. Howell v. N.Y. Post, 81 N.Y. 2d 115, 123 (1993).

Spahn did not plead defamation (the book was laudatory), and
claimed only that the book took “pecuniary advantage” of his identity
“to create for profit a fictionalized and dramatic story” “designed
primarily and exclusively for entertainment value.” 43 Misc. 2d 219,
227 (Sup. Ct. 1964). So none of the New York courts that banned The
Warren Spahn Story parsed false-light from publicity claims, or
analyzed the different constraints they require.

Supreme Court criticized factual errors in the children’s novella:
evidently (Sgt.) Spahn did not repair a bridge, was not carried on a

stretcher (he walked), and received no Bronze Star. Id. at 225-28.
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The First Department called it “an unauthorized fictionalized
biography” and forbade “fictionalization or dramatization.” 23 A.D.2d at
220. And this Court, in turn, saw “no constitutional infirmities” banning
the book because “[n]Jo public interest is served by protecting” a
“fictitious biography,” whatever that was. 18 N.Y.2d at 329.

C. The Supreme Court Protects Fiction Again.

Spahn was vacated in six months, and remanded for
reconsideration under Time. 387 U.S. 239 (1967). The Supreme Court
had no need to parse it, because Time vacated a two-line Section 51
decision from this Court, Hill v. Hayes, 15 N.Y.2d 986 (1965), after
delving into the record to provide guidance on how the First
Amendment protects works of fiction. 384 U.S. at 374.

The problems with Spahn were obvious. It drew an “elusive” line
for liability, and left “fictitious biography” undefined. This Court stated
only that the book “[p]urport[ed] to be [Spahn’s] biography” without
explaining how, or distinguishing works stating false facts from those
known to be imaginary—as a children’s novella with “imagined

dialogue” might reasonably be known.
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Instead, Spahn suggested that any variance from historical fact
was actionable in any work under any claim, appearing to bless the
Celebrities’ frontal assault on fiction. But the Supreme Court rejected
this view in Time, holding that Section 51 cannot apply to works that
readers know to be fictional, and limiting actionable “fictionalization” to
false-light claims against works that conceal their fictive nature. 385
U.S. at 396. So the Supreme Court instructed this Court to follow Time,
fix Spahn, and protect fiction.

When it vacated those decisions, the Supreme Court “was steeped
in the literature of privacy law” and the “distinct branches” of publicity
and false-light invasion of privacy. Zacchini, 433 U.S. at 571-72, “The
differences between these two torts are important,” because “the State’s
interests in providing a cause of action in each instance are different™
false-light protects reputation from falsehoods, while the publicity
interest is purely commercial, and truth and falsehood are irrelevant.”
Id. at 572. But this Court’s decision in Time and Spahn made no

distinction between (protected) fiction and (knowing) falsehood.

7 See J. Thomas McCarthy, 2 THE RIGHTS OF PUBLICITY AND PRIVACY
§ 8:87 (2d ed.) (“An unthinking and robotic application of the New York
‘fictionalization’ exception could tear away all free speech protections
for creative and dramatic uses of real persons”).
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The news article in Time described a promotional event for a
fictional play that was inspired by real events, and the real people (a
family held hostage by escaped convicts) sued Life Magazine under
Section 51. And the Supreme Court identified a single dispositive
question: did the work conceal its fictional nature from its audience?

The jury was instructed to return a plaintiffs’ verdict if “the
statements concerning the plaintiffs in the article constituted fiction, as
compared with news, or matters which were newsworthy.” 385 U.S. at
419 (Fortas, J., dissenting). This unconstitutionally banned known
fictions, implying “that ‘fictionalization’ was synonymous with ‘falsity’
without regard to knowledge or even negligence,” so the Supreme Court
limited Section 51 to cases where publishers knowingly or recklessly
failed to convey a work’s fictional nature, Id. at 396.

The Supreme Court criticized the trial court for “variously
restat{ing] this ‘fictionalization’ requirement” as (1) “whether [Life]
altered or changed the true facts,” or (2) “whether the article
constituted ‘fiction,” or was ‘fictionalized.” Id. at 394-95. And New York
courts conflated them under Section 51, chilling works that collapsed

these criteria by altering reality through fiction without stating facts.
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As the Supreme Court observed, “nothing in the New York cases
decided at the time of trial limited liability” for “fictionalization” under
Section 51 “to cases of knowing or reckless falsity and Spahn, decided
since, has left the question in doubt.” Id. So the Supreme Court refined
“fictionalization” to mean factual falsehood, treated Time and Spahn as
false-light cases, Zacchini, 433 U.S. at 571-72, and because the words
“somewhat fictionalized” were deleted in the editing process, remanded
Time to determine whether the article conveyed a knowing falsehood or
a known fiction. 385 U.S. at 393-94 & n. 11.

In most jurisdictions, Time simply constrains false-light claims.
But the Supreme Court addressed fiction in Time because Section 51
does not distinguish the torts, Howell, 81 N.Y.2d at 123, and this Court
failed to distinguish fiction from falsehood. So in New York, Time 1s
fiction’s Sullivan, constitutionalizing Section 51 by grafting a “knowing
or reckless” element to “fictionalization,” and distinguishing actionably
concealing “fiction” as fact (as the article might have done) from non-

actionably depicting events in fiction (as did the unchallenged play).8

8 The play was known to be a work of fiction and not at issue, but the
Supreme Court reiterated Winters for good measure. 385 U.S. at 388.
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D. This Court Makes Fiction Actionable Again, Again.

Time settled, but this Court adhered to Spahn, even though the
Supreme Court would “have affirmed in due course” had it agreed. 21
N.Y.2d 124, 29 (1967) (“Spahn II’) (Bergan, J., dissenting). Spahn I
paid “only lip service” to Time,® holding that the book’s “literary
techniques,” “distortions and imaccuracies” violated Section 51 without
parsing known fictions from actionable falsehoods.

Spahn II found the Supreme Court’s distinction superfluous.
Eschewing analysis for rhetorical questions, its majority asked “how it
may be argued” that “imaginary incidents,” “invented dialogue,” and
“thoughts and feelings which were likewise the figment of the author’s

LI 1

imagination” “can be said not to constitute knowing falsehood.” Id. at
127-29 (refusing to grant “a literary license which is not only

unnecessary to the protection of free speech but destructive of” Spahn’s

state-law right “to be free of the commercial exploitation of his name.”).

8 Appellants’ Jur. St., Julian Messner, Inc. v. Spahn, 1968 WL
129237, at 25 (Mar. 26, 1968) (Spahn II's “purported application . . . of
the constitutional criteria announced in Time, Inc. v. Hill has made [the
Supreme] Court’s remand pointless.”).
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These “categorical assignments” misperceived “works of fiction,”
their authors’ “constitutional privilege to write,” and that
All fiction is false in the literal sense that it 1s imagined rather
than actual. It 1s, of course, ‘calculated’ because the author knows
he is writing fiction and not fact; and it 1s more than a ‘reckless’
disregard for truth.
Id. at 131 (Bergan, J., dissenting). But Spahn II evaded merits review,
and the Supreme Court never reached them, dismissing the publisher’s
appeal after a challenge to the existence of a substantial federal
question on the empirical extent of the book’s falsehoods. 89 S.Ct. 676
(1969).
E. Courts Restore Protections For “Works of Fiction.”
Spahn II failed to clarify protections for “works of fiction,” so the
lower courts leapt into the breach. Defining them under Winters,
Burstyn, and Time, they weighed authors’ expressive interests in using
real people against commercial interests in persona under Zacchini, and
categorically excluded “works of fiction” from Section 51.
1. This Court Affirms the “Work of Fiction” Doctrine.

This Court ratified the “work of fiction” doctrine two years before

Spahn II, when it affirmed Noitre Dame. 15 N.Y.2d 940 (1965).
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After reading the challenged novel—a farce depicting recognizable
people—and enjoying a “special viewing” of the film, the First
Department held that works of fiction are categorically protected
against publicity claims under the “only critique” permitted under a
“consistent line of cases”:

Is there any basis for any inference on the part of rational
readers or viewers that the antics engaging their attention are
anything more than fiction?
22 A.D.2d at 455. There was none, as a matter of law, because
reasonable audiences knew they were “not seeing or reading about real
Notre Dame happenings or actual Notre Dame characters.” Id. (“Nobody
is deceived. Nobody is confused. . . . nobody was intended to be.”).

This Court affirmed, and neither retracted, qualified, nor
mentioned its affirmance in Spahn II. Even Judge Van Voorhis voted to
affirm Notre Dame, and both dissenting Judges in Notre Dame joined
Spahn IT without comment.

2. Hicks Weighs Interests And Protects Fiction.

Spahn ITs omission of Notre Dame was “curious,” but the “work of

fiction” doctrine rationalized them. Hicks, 464 F. Supp. at 432.
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The right of publicity was better understood when Hicks was
decided. The Supreme Court addressed it for the first time the year
before (in Zacchini), and Hicks joined the emerging consensus isolating
commercial interests in persona from dignitary interests protected by
false-light and other privacy torts.'0 464 F. Supp. at 431. As Hicks
explained, Time privileged known fictions over dignitary interests
asserted in false-light claims, which required “deliberate falsifications
or an attempt by a defendant to present the disputed events as true,” so
weaker state-law commercial interests in exploiting persona could not
censor bona fide “works of fiction” under Section 51. Id. at 433.

Therefore, if audiences “would know that the work was fictitious,”
it was immune to publicity claims under Section 51 because an author’s
First Amendment rights “outweigh[] whatever publicity rights plaintiffs
may possess.” Id. Spahn IT applied only to “fiction qua falsification,” but
for works known “as fictions,” Notre Dame controlled, protecting works
of fiction where “the defendant had not represented the events . . . to be
true” and the audience knew “that the circumstances involved therein

were fictitious.” Id. at 432.

10 See Patrick Kabat, The Right Of Publicity (YALE LAW SCHOOL, May
31, 2016), https:/law.yale.edu/right-publicity-through-thicket.
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Spahn II fell rapidly into disfavor. Illinois pronounced it “basically
irrelevant” post-Winters, dismissing publicity claims against works of
fiction. Leopold v. Levin, 259 N.E.2d 250 (Il1l. 1970). California sided
with Notre Dame and Hicks, categorically protecting works of fiction
because an author’s “interest in free expression [is] paramount and
overrides a plaintiff’s ability to control the publicity values in his
name.” Guglielmi, 603 P.2d at 463 n.20. And the Second Circuit
followed Guglielmi and Hicks, protecting works of fiction unless a use
had no artistic relevance. Rogers, 875 F.2d at 1004.

New York courts followed swit, and Spahn Il no longer merited
mention in claims against works of fiction. Hampton, 195 A.D.2d at 366
(citing Notre Dame); Costanza, 279 A.D.2d at 255 {citing Guare). Fiction
was finally understood to state no facts, and was protected accordingly.

[I]t should go without saying that a person need not get the
consent of a celebrity to write a fictional piece about that person,
even if the fictional work is in the form of an autobiography, so
long as it is made clear that the creative work is fictional.
Rosemont v. McGraw-Hill, 85 Misc. 2d 583, 587 (Sup. Ct. 1975); see also
Carter-Clark v. Random House, 17 AD.3d 241, 242 (1st Dep’t 2005)

(dismissing libel claim against roman & clef because “the record

demonstrates this book was a work of fiction”).
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In 2001, after the Second Circuit certified questions about
“fictionalization” in its “older cases,” this Court finally confronted Binns
and Spahn II, implied their irrelevance to “works of fiction,” and limited
them to works that “invented biographies of plaintiff’s lives” by creating
a “false implication” that they were true accounts. Messenger v. Gruner,
94 N.Y.2d 436, 446-47 (2000).

But Messenger only addressed nonfiction, requiring a “real
relationship” between stock photographs with real people used to
illustrate factual news articles in this “fictionalized way.” Id. at 444. It
rationalized Binns and Spahn IT with First Amendment protections for
factual works, but was not called explain protections for works of
fiction, because the article at bar was a news report.

This Court has still not closed the gap. There is no Messenger for
“works of fiction,” even though the overwhelming weight of First
Amendment authority (and New York’s lower courts) affirms that no
commercial interest in persona, under any constitutional analysis, can

trump a fiction author’s expressive rights.
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III. The Celebrities’ Request To Withdraw Protections For
“Works of Fiction” From Videogames Should Be Denied.

The Celebrities ask this Court to widen this gap, revive
anachronistic “exceptions” they cannot define, overrule First
Amendment protections for “works of fiction” this Court cannot change,
and retract those protections from videogames. It shouldn'’t.

A. Authors (And Judges) Need Categorical Rules.

The “work of fiction” doctrine is a masterwork, a constitutional
shorthand that saves courts from applying strict scrutiny to every
challenged work, and determining anew whether applying Section 51 is
necessary to protect a compelling interest and limited to that end.

As the Ninth Circuit held when bad decisions about videogames
required a resort to strict scrutiny to protect a work of fiction, the right
of publicity is a content-based restriction on speech. Sarver v. Chartier,
813 F.3d 891 (9th Cir. 2016). Liability is “presumptively
unconstitutional,” and publicity claims against works of fiction “cannot
stand” because the First Amendment “safeguards the storytellers and
artists who take the raw materials of life—including the stories of real
individuals, ordinary or extraordinary—and transform them into art, be

it articles, books, movies, or plays.” Id. at 905-06.
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The “work of fiction” doctrine saves New York courts from
repeating this analysis for works with common features, categorically
weighing their authors’ rights against state interests in permitting the
exploitation of persona, against which “the right of free expression
would prevail.” Brinkley v. Casablancas, 80 A.D.2d 428, 438 (1st Dep’t
1981) (dismissing publicity claim against “fictional biography”).

The doctrine also deters unconstitutional impulses, like the
medium bias against videogames Brown forbade, and the high-art bias
that required the Supreme Court to overrule Muiual Film. Even when
films were poison, judges knew that “persons trained only in the law”
cannot be arbiters of artistic merit—a “dangerous undertaking,”
because “some works of genius would be sure to miss appreciation,” and
“[t]heir very novelty would make them repulsive until the public had
learned the new language in which their author spoke.” Bleistein v.
Donaldson, 188 U.S. 239, 252 (1903).

Asking courts to adjudicate literary genres, or determine what
constitutes a “hiterary work,” Frosch v. Grosset, 75 A.D.2d 768, 769 (1st
Dep’t 1980), 1s doubly dangerous for new mediums, threatening to

obscure protected features common to novel works and classics.
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By focusing on protected features across mediums, without
reference to hiterary merit or narrative devices (like satire and parody,
the Celebrities’ bugaboos), the “work of fiction” doctrine protects
authors whose works may not yet be classics, but exercise the same
First Amendment freedom to imagine.

B. The First Department Correctly Protected GTAV As A
“Work Of Fiction.”

The decision below correctly applied these categorical protections.
Quoting Guare {(and noting this Court’s denial of leave to appeal) the
First Department protected GTAV even if it depicted the Celebrities.
Recognizing interactivity (“the player’s ability to choose how to proceed
in the game”) as the hallmark by which players understand the game 1s
not “real,” the First Department protected it as a work of fiction.
Gravano v. Take-Two, 142 A.D.3d 776, 777 (1st Dep’t 2016).

The First Department understood that satires, parodies, and
narratives may all be protected as works of fiction, and located those
devices in GTAV. But constitutional protection does not inhere in them.
Judges do not “import the role of literary or dramatic critic,” but
categorically protect authors who make clear that their “works of

fiction” are imagined. Notre Dame, 22 A.D.2d at 458.
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This definition dates to antiquity:
[Fiction] is an invention which knows it 1s invention; or which
knows and says it is invention; or which whatever 1t knows and
says, is known to be invention. . . . It is not lying at all, but
exempt from all notions of truth and falsehood.!!

These are not academic musings. Courts apply them.
[Tlhe author who denotes his work as fiction proclaims his
literary license and indifference to ‘the facts.’ There is no
pretense. All fiction, by definition, eschews an cbligation to be
faithful to historical truth. Every fiction writer knows his
creation 1s in some sense ‘false.” That 1s the nature of the art.

Guglielmi, 603 P.2d at 461; Hicks, 464 F. Supp. at 426.

And videogame authors follow them, under a developer’'s creed
called “the magic circle,” a play space within which a gamer accepts the
fictive conceits of a virtual world in consideration for its imaginative
value.l2 If a game works this magie, 1t is fully protected as a “work of
fiction,” whatever other narrative, literary, or expressive devices it may

employ, for through their interactivity, videogames are inherently

“artificial, fictitious, imaginary, intangible, and invented.”13

11 Michael Wood, Prologue, LLIES AND FICTION IN THE ANCIENT WORLD
xv1 (Christopher Gill & T.P. Wiseman, eds. 1995).

12 Richard A. Bartle, Virtual Worldliness, THE STATE OF PLAY: LAW,
(GAMES, AND VIRTUAL WORLDS 34 (Balkin & Noveck, eds.) (2003).

13 Edward Castronova, The Right To Play, THE STATE OF PLAY at 68.
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These definitions—which 7Time announced and New York courts
adopted—focus protections for “works of fiction” on the source of their
constitutional value, because “[w]hat may be difficult to communicate or
understand when factually presented may be poignant and powerful if
offered in satire, science fiction or parable.” Guglielmi, 603 P.2d at 459.

Videogames are a particularly powerful source of protected fiction.
“The original virtual worlds were created in fiction,”’* and interactive
works effect through technology what playwrights evoke in prose,
offering unprecedented immersion in virtual worlds, with “deeper and
richer access to the mental states evoked by play, fantasy, myth, and
saga, states that have immense value to the human person.”’5 So it is
no less true for Mr. Huntley than Aristophanes, whom Binns and
Spahn would also censor,'® that “[n]Jo author should be forced into
creating mythological worlds or characters wholly divorced from

reality.” Guglielmi, 603 P.2d at 460.

14 Greg Lastowka & Dan Hunter, Virtual Worlds: A Primer, THE
STATE OF PLAY at 17.

15 Castronova, supra n. 15 at 68.

18 Alfred Hill, Defamation and Privacy Under the First Amendment,
76 CoLUM. L. REV. 1205, 1304 (1976).
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C. A Pop Star And A Mob Wife Walk Into A Videogame...

It 1s “difficult to imagine anything more unsuitable, or more
vulnerable under the First Amendment, than compulsory payment,
under a theory of appropriation,” for videogame developers to use “an
individual’s identity in a work of fiction.” Guglielmi, 603 P.2d at 460 &
462 (quoting Hill, supra n. 16 at 1305).

The First Department recognized this in a single sentence, and
the “work of fiction” doctrine answers every question the Celebrities
present.

1. Lohan’s Concerns Are Meritless.

The pop star presents a single question: whether GTAV’s inclusion
of a still image in a transition screen makes it an “advertisement in
disguise” or an “invented biography.” Lohan Br. at 1, 6. She admits that
works of fiction are “categorically” excluded from publicity claims pled
under Section 51. Id. at 19-20. But she butchers the doctrine, limiting it
to works that “tell a real biography story or make a satirical/parody
comment,” mistaking the “fictional character Costanza exception” as

inconsistent with Messenger by conflating factual and fictional works.

Id. at 9.
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By her account, the doctrine affords no protection if a use “is
directly related to defendant’s primary purpose of commercialization,”
and she relies on Binns, the vacated opinion in Spahn opinion, and
Messenger to argue that GTAV i1s an “advertisement in disguise” and
“nothing more than [an] attempt to trade on” her fame. Id. at 19-21.

But as the Second Circuit recognized, the “work of fiction” doctrine
does not protect naked commercial appropriation, and excluses uses
that are “wholly unrelated” to a work, and works that are “simply a
disguised commercial advertisement for the sale of goods or services.”
Rogers, 875 F.2d at 1004 (following Hicks and Noire Dame). If courts
had to do more than identify a “minimal relationship between the
expression and the celebrity,” however, “grave harm would result.”

Only upon satisfying a court of the necessity of weaving the
celebrity’s identity into a particular publication would the
shadow of liability and censorship fade.
Guglielmi, 603 P.2d at 460. So those judgments are for “the reader or
viewer, not the courts.” Id.
And Lohan’s discussion of “invented biographies” fails grammar.

Spawned by Binns, the phrase describes works that “invented” (verb)

biographies by peddling falsehood as fact. Messenger, 94 N.Y.2d at 446.
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But 7ime (and the New York cases that actually applied it) clarified
that Section 51 does not apply to works of fiction, which are “invented”
(adjective) stories that are instead known to be fictional. Her argument
misuses language, conflates fiction with falsity, and ignores Burstyn's
holding that works of fiction make expressive, not commercial use,
inviting the very confusion the “work of fiction” doctrine resolved. And
her claim 1s unfounded, for the doctrine accommodates valid concerns
about endorsements masquerading as art without unconstitutionally
limiting authors’ rights to use persona. Hers, as to GTAV, are not.
2. Gravano’s Concerns Are Illusory.

The mob wife presents just one substantive question: whether the
First Amendment bars all claims against videogames. Her question is
irrelevant, and the answer is no. Works of fiction are protected whether
published on consoles or stone tablets, but uses that lack any
conceivable artistic relevance, or endorse collateral products, are not.

Like Lohan, Gravano acknowledges categorical protections for
works of fiction, but denies that GTAV qualifies because it has an
“overtly commercial nature” and “is not meant be an artistic expression

but rather an imitation of the real world.” Gravano Br. at 16-17.
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Her dichotomy is false (when art imitates life, it is still art) and
her premise is flawed. Anyone who plays GTAV knows it does not state
facts, and Rockstar had an absolute right (which it does not fully
defend, cheapening fiction for those that might wish it) to depict her
overtly in GTAV and deepen its verisimilitude. That is an expressive,
not a commercial purpose, known from ancient Greece to Notre Dame.

Had the game knowingly purported to provide a false factual
account of true events, and concealed its fiction from 1its players, she
might have pled cognizable claims even under Binns and Spahn, but
her commercial interest in persona is constitutionally insufficient to
withdraw her famous likeness from an author’s palette.

3. Porco Is An Aberration.

The Celebrities do this Court one small favor: highlighting a
conflict between the First Department’s correct decision below and a
Third Department opinion in a pending Section 51 lawsuit filed pro se
by an incarcerated murderer against a Lifettme movie inspired by his

crime, Porco v. Lifetime, 147 A.D.3d 1253 (3d Dep’t 2017).
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The movie disclaimed that it was “a dramatization based on a true
story” 1n which “some characters are composites” and “other characters
and events have been fictionalized.”'? It was also close to home for the
Third Department,!8 which vacated and reversed Supreme Court’s pre-
broadcast injunction on emergency motion because Section 51 interests
cannot justify prior restraints. 116 A.D.3d 1264, 1266 (3d Dep’t 2014).

But it has no bearing on GTAYV, even by the Third Department’s
unexplained account, because it “purport[ed] to depict the events .
surrounding the plaintiffs murder trial.” Id. Supreme Court assumed
the same, dismissing Porco’s claims without considering whether the
movie concealed the fictionial nature 1t expressly declared. 48 Misc. 3d
419, 420 (N.Y. Sup. Ct. 2015). And an ensuing Third Department
opinion (upon which the Celebrities rely) inverted the “work of fiction”
doctrine by conflating “fiction” with “falsity,” finding it “reasonable to
infer that the producer indicated that the film was considered to be a
fictitious program” by inviting Porco’s family to participate in a different

and “non-fictional program.” 147 A.D.3d at 1255.

17 Romeo Killer: The Chris Porco Story (Lifetime 2013), at 1:27:40.

18 The plaintiff murdered his father, Peter Porco, who served as law
clerk to the Third Department’s then-Presiding Justice Cardona.
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Even under the false-light cases the last Porco panel misapplied,
the producer’s intent would only matter if the movie was understood not¢
to be a work of fiction. Its juxtaposition with a nonfiction program did
not conceal its dramatized nature; the juxtaposition highlighted it, just
as reasonable audiences know to restore their disbelief when credits roll
and state facts about the real people that play characters. In any event,
the Third Department never asked whether viewers of the disclaimed
Lifetime movie could think every “fact” it depicted was “true.”

Porco invites chaos. Its guiding lights are the vacated decision in
Spahn and every abrogated holding from the Binns line, which the
panel wove together to conclude that the very feature that protects
works of fiction (that that they are known by authors and audiences to
be fictional) makes them actionable. 147 A.D.3d at 1254-55. Like the
anachronisms upon which it relies, Porco would ban everything from
Citizen Kane to Seinfeld, and overrule cases this Court has affirmed
from Notre Dame forward. It encourages speech-chilling litigants to file
frivolous suits, and better demonstrates the need for this Court to

clarify the “work of fiction” doctrine than any ink spilled here.
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Conclusion

The Supreme Court has repeatedly instructed this Court that if
the First Amendment protects knowledge, it protects imagination. By
affirming the “work of fiction” doctrine, it did. The decision below did as
well, and should be affirmed on grounds that clarify categorical
protections for “works of fiction” against claims under Section 51, even
when published in videogames.

Dated: November 15, 2017
Respectfully submitted,
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Patrick S. Kabat
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STATEMENT OF JURISDICTION

This Court has jurisdiction pursuant to NY CPLR §§ 5602(a) and 5611
because the underlying action originated in the Supreme Court of the State of
New York, New York County, and the Appellate Decision, which reversed an
order denying dismissal of the underlying amended complaint in its entirety,
is an order which finally determines the action and which is not appealable as
of right and this Court has granted leave to appeal. See CIV. PRAC. L. & R.
5602(a)(1)(1), 5611.

QUESTIONS PRESENTED

Whether the trial Court properly found that the Plaintiff’s cause of
action met the liberal pleading standard sufficient to overcome a motion to
dismiss for failing to state a claim under CPLR 3211 of which was reversed
by the Appellate Division?

The Appellate Division ruled in the negative, and Plaintiff contends
that this ruling was erroneous.

Whether the First Amendment bars all right of privacy claims involving
video games under New York’s Civil Rights Law Sections 50 and 512

The Appellate Division ruled in the positive, and Plaintiff contends

that this ruling was erroneous.



SUMMARY OF ARGUMENT

The Appellate Division held in this case that a person asserting a right
to privacy violation under Civil Rights Law § 51 is not entitled to recovery
despite pleading that their portrait was used in a video game and even if it was
used it is protected by the First Amendment. The Court cited a case in which
the State of California passed a content based governmental restriction on
expression law regarding the violent nature of video games. This is an
astonishing holding, without precedent, because it is a case of first impression
with respect to video games and the right to privacy which completely ignores
the current advancement of law in the third seventh and ninth circuits. The
Supreme Court denied cert. in the ninth circuit case which leaves the decision
in effect.  This case will have a chilling affect that will impact the right to
privacy for every entertainer and athlete if not reversed.

Gravano commenced this action in the Supreme Court, New York
County, by the filing of a Verified Complaint on February 24, 2014 and on
February 25, 2014 served the Verified Complaint asserting claims that her
right to privacy was violated under the New York Civil Rights Law § S1.
Gravano filed an Amended Verified Complaint of March 28, 2014 and served
the Amended Verified Complaint on March 28, 2014. On March 11, 2016,

the Supreme Court denied Defendant’s motion to dismiss the complaint



pursuant to NY CPLR § 3211.

On March 15, 2016 Gravano filed a Notice of Entry. On March 16,
2016, Defendant filed a timely notice of appeal from the Denial of Dismissal
Order to the Supreme Court of the State of New York, Appellate Division,
First Judicial Department. After briefing and oral argument, the First
Department issued the Appellate Decision on September 1, 2016. Gravano
was electronically served with Notice of Entry of the Appellate Decision on
September 1, 2016. Accordingly, Gravano’s timely filed a motion to this
Court for leave which was granted. The Defendants’ motion to dismiss Ms.
Gravano’s Verified Amended Complaint was properly denied by the motion
Court and improperly granted by the appellate court.

STATEMENT OF FACTS

Gravano is a reality television personality that is a known international
celebrity. She relies on her celebrity as a source of income. Grand Theft Auto
V (“GTA V”) is a video game that is premised on violence and criminal
activity. The video game rewards the players with “money and points” for
killing people and committing an assortment of crimes. The Defendants used
Ms. Gravano’s portrait in violation of Section 51, which the lower court found

that there were fact questions requiring trial.



Defendants created, marketed, sold and profited in excess of $1 billion
in sales, on GTA V, a video game that includes the unlawful use of Ms.
Gravano’s portrait. The Defendant set out and succeeded in using her portrait,
voice in conjunction with her life story, and recognized television and book
quotations in the video game, without obtaining her consent, entirely for their
pecuniary benefit. In an effort to use Gravano’s portrait without her
permission and the fact that certain parts of her life are a matter of public
record, they created a character identical to Ms. Gravano. Inthe GTA V video
games that are the subject to this action, the Defendants could have varied
details of the “Antonia Bottino” characters life or given her different physical
features. Defendants chose not to. Instead, they consciously chose to use the
portrait, voice and the actual words of Ms. Gravano in its video game to which
they have used the First Amendment defense as a guise for their illegal
conduct.

Ms. Gravano seeks to be compensated for the illegal use of her portrait,
voice and words. She seeks punitive damages from Defendants for their
failure to obtain her permission to use her portrait, voice and likeness in GTA
V. Ms. Gravano’s Verified Amended Complaint is governed by New York

law and properly stated a cause of action as the motion court held.



Gravano’s Amended Verified Complaint and her accompanying
Affidavit in her Opposition to Defendant’s motion to dismiss specifically
assert a proper claim under the New York Civil Rights Law § 51. Gravano
Aff.!. Her Affidavit states specific facts, discussed in detail below, that
exemplify how Defendants used her portrait, voice and likeness in GTA V.
Thomas Farinella, by accompanying Affirmation, supports that there is a good
faith, reasonable basis in the law for the claims under N.Y. Civ. Rights Law
§§ 50 and 51 due to the misappropriation of Ms. Gravano’s portrait, picture
and voice.

Attached to Ms. Gravano’s Affidavit is a picture of her and the
character Defendants created using her portrait, picture, voice and likeness.
Gravano Aff? In October, 2013, shortly after the release of GTA V, Ms.
Gravano began receiving “tweets” on her Twitter account from members of
the public who believed the character in GTA V was her. Id. In addition to
random members of the public, her friends and family thought the character

was her. Id. 9 5.

' “Gravano Aff” refers to The Affidavit of Karen Gravano, Plaintiff, in Opposition to
Motion, sworn to April 29, 2014 and Exhibits attached thereto.

21t should be noted that nothing the Defendants submitted refutes that Ms. Gravano was
the basis or that the Anotonio Bottino character wasn’t based on her portrait and likeness.



Ms. Gravano has become identified in the public by using the phrase
“in the life.” Id. 9§ 13. In her book, a New York Times “Best Seller,” she
quotes “in the life” various times throughout, excerpts of which have been
submitted to this Court. Gravano Aff. § 13. Specific references are made to
statements in Ms. Gravano’s book throughout the GTA V video game. Id.
13, 17, 20. Furthermore, she was featured in an article with the phrase “the
life” as the headline. /d. 9 14.

GTA V was released to the public as a video game for PlayStation and
Xbox 360 consoles in September 2013. This game is set in the U.S. state
wherein a portion of the game entitled “Burial” use Gravano’s portrait to
represent a character they named “Antonia Bottino.” The purpose of the
mission is free Ms. Gravano from being buried alive. Ms. Gravano and the
public believe this character is an exact portrait of Karen Gravano and it is a
question that can only be answered by the trier of fact. The Defendants
concede that the random event is approximately seven minutes long. Br. at 6.
Accordingly, that amounts to approximately twenty-one minutes of game
time. Regardless, it does not matter if the character appeared for one second

it is still a violation of the New York Civil Rights Law § 51.



ARGUMENT
L The Appellate Division Erred because the amended complaint met
the liberal pleading standard sufficient to overcome a motion to

dismiss for failing to state a claim under the CPLR 3211

A. Standard of Review

The Plaintiff’s pleadings “shall be liberally constructed [and] defects
shall be ignored if a substantial right of a party is not prejudiced.” See, CPLR
3026. If from the four corners of the complaint factual allegation are
discerned which, taken together, manifest any cause of action cognizable at
law, a motion to dismiss will fail. 511 West 232nd Owners Corp. v. Jennifer
Realty Co., 98 NY2d 144, 152 (2002).

In a recent decision in the Third Department where the Court was
dealing with similar issues as the issues presented in this case, Porco v.
Lifetime Entertainment Servs., LLC, 147 AD3d 1253 [3rd Dept 2017], the
Court reaffirmed the long held standard of review for a motion to dismiss,
stating,

“On a motion pursuant to CPLR 3211(a)(7) to dismiss a
complaint for failure to state a cause of action, the court must
afford the complaint a liberal construction, accept as true the
allegations contained therein, accord the plaintiff the benefit of

every favorable inference and determine only whether the facts
alleged fit within any cognizable legal theory.”

The Appellate Division failed to follow this standard. This is evident

because the Appellate Division did not address the Motion Court’s analysis



of the sufficiency of the pleading which led the Motion Court to conclude,
“that the plaintiff has alleged causes of action alleging a violation of the right
to privacy pursuant to the New York City Civil Rights Law section 50 and 51.
Defendants moved to dismiss the Amended Complaint on the basis that
(1) “a defense 1s founded upon documentary evidence” under CPLR
3211(a)(1) and (2) that “the pleading fails to state a cause of action,” under
Rule 3211(a)(7). Br. at 9. The former is frivolous, as Defendants have not
submitted “documentary evidence” that resolves all factual issues as a matter
of law and completely disposes of plaintiff’s claim. Moreover, Plaintiff’s
claims are valid and supported by non-conclusory allegations in the Amended
Complaint, which must be accepted as true on this motion to dismiss.

B.  The Appellate Division Erred in reversing the Motion
Courts decision because the Defendants have not submitted
documentary evidence that resolves all factual issues as a
matter of law

Defendants’ submissions do not justify dismissal because the materials

submitted do not constitute “documentary evidence” within the meaning of
CPLR 3211(a)(1) and, in any event, do not conclusively establish any defense
to Plaintiffs’ claims as a matter of law. “A motion to dismiss pursuant to
CPLR 3211(a)(1) will be granted only if the ‘documentary evidence resolves

all factual issues as a matter of law, and conclusively disposes of the plaintiff’s

claim.”” Fontanetta v. Doe 1,73 A.D.3d 78, 83-84 (2d Dep’t 2010)(citations



omitted); Beal Savings Bank v. Sommer, 8 N.Y.3d 318, 324 (2007). “[I]f the
court does not find [the movants’] submissions ‘documentary,’ it will have to
deny the motion.” Fontanetta, 73 A.D.3d at 84 (quoting SEIGEL PRACTICE
AND COMMENTARIES, CPLR 3211:10, at 22). Judicial records, mortgages,
deeds, contracts, and other papers “the contents of which are ‘essentially

29

undeniable,”” may qualify as documentary evidence. Id. at 84-85 (citation
omitted). Types of written materials that do not qualify as documentary
evidence include “affidavits,” “deposition and trial testimony,” “letters,
summaries and opinions” and “e-mails.” Id. at 85-87 (collecting cases).

The materials Defendants submit in support of their motion do not
begin to approach the standard for documentary evidence that could support
dismissal under Rule 3211(a)(1).” They seek to rely primarily on the
Affirmation of Stephanie L. Gal, an associate at Defendants law firm, the
Affidavit of Jeff Rosa, Vice President of Quality Assurance for Rockstar
Games, Inc., and the Exhibits attached thereto. Gal Aff.; Rosa Aff. An
affidavit and an affirmation of interested parties cannot sustain dismissal

under the Rule because “affidavits [and affirmations] submitted by a

defendant do not constitute documentary evidence upon which a proponent of

> Defendants’ materials consist almost entirely of material that do not constitute
documentary evidence for purposes of Rule 3211(a)(1): affidavits and affirmations (Gale
Aff.; Rosa Aff.; Exhibits).



dismissal can rely.” Crepin v. Fogarty, 59 A.D.3d 837, 837 (3d Dep’t
2009)(citations omitted). See also Fontanetta, 73 A.D.3d at 86 (same).
Attached to the Gale Affirmation are frivolous exhibits such as magazine
articles that acclaim the GTA V video game and dozens of pre-suit emails and
letters, which are not relevant to the issues of this case. Similarly, the Rosa
Affidavit includes the GTA V game, DVD, transcript and book. It states
nothing other than the fact that “GTA V does not include any character named
Karen Gravano.” Rosa Aff. § 11. The Defendants “documentary evidence,”
“i.e., the actual content of GTA V” can not resolve any factual issues, as a
matter of law, to conclusively dismiss Ms. Gravano’s claim of the Defendants
wrongful misappropriation of her portrait, voice and likeness. Defendants’
3211(a)(1) motion must, therefore, be denied.*

There have been two recent cases that discuss the central issues in this
case.” The first is Nolan v. Getty Images (US), No. 158540/13, 2014 WL

912254 (NY Cty Sup. Ct. March 6, 2014). In Nolan v. Getty Images, the

4 Even if the motion to dismiss was converted to a motion for summary judgment, due to
the submission of materials extrinsic to the Complaint, there are genuine issues of material
fact that would defeat Defendants’ motion on [at least the first cause of action]. Here, the
parties have not been given notice that conversion will occur, as required by CPLR Rule
3211(c), and the Court should decline any invitation to convert since the case is “in its
earliest stages, and no discovery has been had.” SPI Comms. v. WIZA-TV Assocs. Ltd.
P’ship, 229 A.D.2d 644, 645 (3rd Dep’t 1996).

> The second case is Porco v Lifetime Entertainment Servs., LLC, 147 AD3d 1253 [3rd
Dept 2017] discussed below.

10



Supreme Court denied Defendant’s motion to dismiss, which alleged the same

argument relied on by the Defendant in this case, stating:

“In support of its motion, Getty makes the following arguments.

The complaint fails to state a cause of action because displaying and
licensing a photograph are, as a matter of law, not advertising or trade
uses under Civil Rights Law §§ 50 and 51, and any other interpretation
contravenes the First Amendment... The complaint pleads a single
cause of action for violating Civil Rights Law §§ 50 and 51 by using
Nolan's image for trade or advertising purposes absent any written
consent.” Id. at *2.

The Court further stated,

“Getty claims that the portion of Civil Right Law § 51 in bold above
immunizes it from liability. However, by the terms of the statute, for
Getty's sale of the photograph to be lawful, the “use” of the photograph
by the end-user must be “lawful under this article.” Id. at *3.

The most compelling portion of the court’s decision came when the
court explained that the New York Constitution does not offer heightened
protection for commercial speech and the statue does not define the meaning
of trade and advertising purposes explaining,

“Also ‘contrary to plaintiff's contention, the New York State
Constitution _does not afford heightened free speech protections to
commercial speech.’ Written consent is explicitly required by the
statute. The statute does not furnish any definition of trade or
advertising purposes. However, it has been noted that the statute serves
‘to protect the sentiments, thoughts and feelings of individuals,’ the
Court sustained a Civil Rights Law § 51 complaint alleging that
plaintiffs picture and likeness were made available on the Internet.
Displaying plaintiff's image on the defendant's website, available for
use on a world-wide basis, necessarily was concurrently available
within New York State. Therefore, for the purposes of a motion to

11



dismiss, plaintiff’s assertion of a website's accessibility sufficiently
meets the required statutory element of use within New York State.”
(internal citations omitted)(emphasis added). Id. at *4-5.

The Court further opined in it’s decision,

“In this case; whether Nolan is a model, whether in fact a written release
was signed by Nolan, whether Civil Rights Law §§ 50 and 51 required
Getty to investigate the existence of a release signed by Nolan, whether
the First Amendment protects Getty's exploitation of Nolan's image
without Nolan's written permission, whether Getty's conduct qualifies
as use of the image for either advertising or trade purposes, and whether
Getty is able by agreement to shift to the end-user and the photographer
the burden of obtaining Nolan's written consent, all must await further
development of the facts, either by way of summary judgment or
trial....Accepting the complaint's allegations as true and according
plaintiff the benefit of every favorable inference, plaintiff's complaint
sufficiently states a cause of action. Accordingly, it is ORDERED that
the motion to dismiss is denied...” (internal citations omitted). Id. at

*3.

While there are distinguishing facts in Nolan than the case at bar the
underlining applicable law relied on in Nolan is indistinguishable from this
case. The Court held that the motion to dismiss was denied because the issues
raised in Getty’s motion to dismiss including the First Amendment argument
and “whether Getty's conduct qualifies as use of the image for either
advertising or trade purposes...must await further development of the facts,
either by way of summary judgment or trial.” Id.

In the instant case the motion court found, based on the Amended

Complaint and opposition to Defendant-Appellants motion to dismiss, the

12



“images in question” [this finding satisfies the first prong of the statute]®
were factually disputed and it is up to the trier of fact to make a
determination, saying:
“The “documents” relied upon by movants [Defendant-Appellant], to
assert that the images in question are not those of the plaintiff, is
vehemently and factually contested by the plaintiff. These factual
disputes require a determination by the trier of facts and said documents
cannot, at this juncture, support an application to dismiss based on the
self-serving statements that the images are not those of the plaintiff’s....
In assessing the sufficiency of the complaint, this court must also
consider the allegations made in both the complaint and the
accompanying affidavit, submitted in opposition to the motion, as true
and resolve all inferences which reasonably flow therefrom, in favor of
the plaintiff...
As in the Nolan decision the motion court determined that the Amended
Complaint stated a cause of action, and was further supported by the
opposition to defendant-appellants motion to dismiss. Therefore, warranting
the denial of defendants motion to dismiss. The appellate court failed to
consider the Nolan case despite the fact that the case is an undisturbed
decision in the First Department. The appellate court should have sent this

case back to the trial court in accordance with Nolan. The appellate court

failed to consider the lower court’s clear finding that, the “New York

6 The statue has three prongs which have been satisfied to the extent the plaintiff has stated
a cause of action. The three prongs are: (i) use of a persons name, portrait, picture, voice
or in this case image (ii) within New York, (iii) for the purpose of advertising or trade, the
third prong is satisfied.

7 Excerpt from the Decision and Order of the Supreme Court, Hon. Joan M. Kenney, dated
March 14, 2016.
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Constitution does not offer heightened protection for commercial speech and
the statue does not define the meaning of trade and advertising purposes
explaining” and thus their decision to should be reversed. /d.
C. Under New York’s Civil Rights Law Section 51, a creative
Work whose primary purpose is commercial is subject to a
right of Publicity claim
The appellate court decided that the First Amendment requires that
Defendants’ speech is immune because it is a “creative work,” despite its
overtly commercial nature and use of Ms. Gravano's portrait, voice, and
likeness in the sale of video games. Consideration of the First Amendment
compels no direct result in this case. The United States Supreme Court held
that video games are protected when the state or federal government enacts a
new law imposing restrictions and labeling requirements on the sale or rental
of “violent video games to minors.” Brown v. Entm’t Merchants Ass’n, 131
S. Ct. 2729, 2732-33 (2011).

The proper context of the case must be flushed out. In Brown, the State
of California passed a content-based governmental restriction on video games
because the State “claimed that “interactive” video games present special

problems, in that the player participates in the violent action on screen and

determines its outcome attempted to limit expression of speech regarding

14



video games.” Id. The Supreme Court rejected the state action as being over-
and-under-inclusive and that the statue wasn’t narrowly drawn.

The Supreme Court did not intend to give a free pass to allow for a
person’s portrait, picture or voice to be used without their consent. More
important, such rights “are not absolute and states may recognize the right of
publicity to a degree consistent with the First Amendment.” In re NCAA
Student-Athlete Name & Likeness Licensing Litigation, 724 F.3d 1268, 1271

(9th Cir. 2013) (holding that the defendants video game had no First

Amendment defense _against the right of publicity claims (emphasis

added)(citing Zacchini v. Scripps-Howard Broad.Co., 433 U.S. 562, 574-575
(1977) (parallel citations omitted)). New York adheres to the U.S. Supreme
Court's assertion in Zacchini v. Scripps-Howard that state regulation of
commercial misappropriation is reasonable; it “protects his proprietary
interest in the profitability of his public reputation or persona.” Ali v. Playgiri,
Inc., 477 F.Supp. 723, 728 (S.D.N.Y. 1987). Consequently, First Amendment
protection is not absolute.

Rather than giving creative works a “presumptive constitutional
protection, there must be a factual determination of whether the items served
a predominantly expressive purpose or were mere commercial products.”

Mastro v. City of New York, 435 F.3d 78, 93 (2006). Thus, to determine

15



whether a defendant’s creative expression is entitled to First Amendment
protection the New York Courts have applied a predominance test that
resembles California’s public interest exemption in so far as it considers the
public’s interest in and benefit from the presentation of the information.

New York Courts ask whether the portrayal in question “predominantly
serves an expressive purpose.” Id. at 91. A video game does not enjoy
complete immunity from actions for right of publicity because it contains
artistic elements. All games contain artistic elements. It goes without saying
that there is art in the graphics, design, functions, and ability of a player to
engage in the virtual world. The presence of some artistic functionality is not
the sine qua non of complete protection under the First Amendment.
Otherwise, there would be no place for the right of publicity to exist.

Here, the primary purpose of the inclusion of Plaintiff is to aid in the
sale of video games. Defendants made their commercial purpose clear in the
boastful manner that GTA V “reach[ed] $1 billion in sales in just three days.”
Br. at 1-2; Gal Aff. § 13. Defendants represent that the essence of GTA V is
to place players in a virtual world as close to reality as possible. Without
stepping into the shoes of a player and engaging in significant aspects of the
real world that form the illusion of reality -- i.e. nationally/internationally

known Karen Gravano’s persona, the game has no attraction. The game is not
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meant to be an artistic expression but rather an imitation of the world. The
use of Ms. Gravano’s portrait and likeness furthers Defendants creation of a
virtual reality intended to “model Los Angeles, California.” Br. at 4-5; Rosa
Aff. § 6; Exhibit 1. Defendants do not allege otherwise. They claim it is a
“fictional” city. Id. Yet Defendants affirm how the game embodies popular
culture, it is “todays great expectations.” App. at 11%. Therefore, it is perfectly
clear that the use of Ms. Gravano’s detailed image, her persona, her likeness,
even her facial structure, is what provides the player with the reason to play
the game, and concomitantly fuels the profits to Defendants and the appellate
court ignored these considerations.” This story allows the player to save the
real daughter of a real-world mob boss from being buried alive. Thus, in this
respect, it is incorporation of plaintiff’s person, as a reference to the real world
that provides the attraction to buy the game from Take-Two.

The defendant’s argued and the appellate court agreed that, “creative
works are categorically not ‘advertising’ or ‘trade’ purposes within the
meaning of Section 51.” App. at 10. They reference cases then go on to state

that “there can be no doubt that GTA V is a creative work, just like the books,

! “App ” Refers to the Defendant-Appellants Brief submitted on appeal March 21, 2016.

? This is simply not a question of the Plaintiff claiming, “Hey that’s me!” The Pla1nt1ff
provided Exhibits from Twitter and the Affidavit’s of Edwin Sullivan and Isys Shah,
independent third parties who believed the character Anotonio Bottino to be the Plaintiff,
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plays, movies and photographs that decades of precedent have protected.” Id.
However, this is not a book, play, movie or photograph. It is a video game
that is primarily a commercial product and not afforded absolute protection as
a creative work.

The relevant part of the statute provides:

“for advertising or trade purposes”
N.Y. CPLR § 51. Contrary to the appellate court’s decision, the plain
language of the statute states nothing about “works of fiction or satire,” and
video games are not afforded absolute protection under the First Amendment.
New York uses a predominance purpose test to determine whether creative
works fall under First Amendment protection and, as established above, it is
clear that Defendants primary purpose is commercial. The public does not
benefit from the information presented through this video game, if anything,
it is allowing the public to do immoral thiﬁgs in a virtual landscape. In GTA
V, the most recent installment of the video game series, players are able to
engage in heinous acts such as murdering jurors, pick up a prostitute and beat
or kill her after, even torture a person with a vast selection of instruments.

Defendants’ cases do not apply to the issue in this case. The cases used
to support Defendants incorrect understanding of the law relate to

photographs, paintings, movies and books. They illustrate exactly how Ms.
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Gravano’s claims are dissimilar and dismissal is not warranted. Defendants
authority, in part, comes from the following:

e Foster v. Svenson, 12 A.D.3d 150, 156-60 (1st Dep’t 2015) ( art work
is Protected by the First Amendment affirming dismissal of Section 51
claim based on Photographs) “Indeed, plaintiffs concede on appeal that
defendant, a renowned fine arts photographer, assembled the
photographs into an exhibit that was shown in a public forum, an art
gallery. Since the images themselves constitute the work of art, and art
work is protected by the First Amendment, any advertising undertaken
in connection with the promotion of the art work was permitted” Id. at
160.

o Costanzav. Seinfeld, 29 A.D.2d 255, 256 (1st Dep’t 2001) (the plaintiff
brought an action under section 51 solely for the similarities in his last
name, in a television show over a decade old)(“There, not only was
there one similarity between the character and the plaintiff, the action
was time-barred over a decade.”) Id. at 255."°

o Krupnik v. NBC Universal, Inc., No. 103249/10, 2010 WL 901365 , at
1 (Sup. Ct., N.Y. Cnaty. Jun. 29, 2010)(stating that “Plaintiff was paid
in connection with the photograph, and executed a release that not only
permits the use of her image for any and all purposes, including
commercial uses, but expressly waives any claims for misappropriation
of the right of privacy or publicity, and for defamation.”)

Additionally, University of Notre Dame Du Lac (quoted in Hampton), and

Altbach, supra, referenced by Defendants to support their contention that

' Tt should be noted that the Plaintiff in Costanza asserted, “the fictional character George
Costanza in the television program “Seinfeld” is based upon him. In the show, George
Costanza is a long-time friend of the lead character, Jerry Seinfeld. He is constantly having
problems with poor employment situations, disastrous romantic relationships, conflict with
his parents and general self-absorption.” It should be pointed out that these similarities can
probably be identified with any number of people in the general public at large. These are
not specific and unique characteristics and are quite distinguishable as those proven in this
case.
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artistic works are not “advertising” or “trade” within the meaning of Section
51, both set forth the “threshold [inquiry] shaped by a consistent line of cases.”
University of Notre Dame Du Lac v. Twentieth Century—Fox Film Corp., 22
A.D.2d 452, 456 (1st Dep’t 1965). This inquiry is whether there is any basis
to infer the plaintiff endorsed or is associated with the subject of the case. The

cases explain:

e University of Notre Dame Du Lac v. Twentieth Century—-Fox Film
Corp., 22 A.D.2d 452, 456-7 (Holding that the film does not use
plaintiff’s name, portrait or picture which is the statutory test of
identification laid out in Toscani) (“The only critique we are permitted
to make is a threshold one shaped by a consistent line of cases. /¢ is this:
Is there any basis for any inference on the part of rational readers or
viewers that the antics engaging their attention are anything more than
fiction or that the real Notre Dame is in some way associated with its
fabrication or presentation? In our judgment there is none whatever.
They know they are not seeing or reading about real Notre Dame
happenings or actual Notre Dame characters; and there is nothing the
text or film from which they could reasonably infer ‘connection or
benefit to the institution’”)(emphasis added).

o Althach v. Kulon, 302 A.D.2d 655, 58,55 (3d Dep’t 2003) (“Since
defendant's flyers identified plaintiff as the subject of the caricature and
cannot reasonably be read to assert that plaintiff endorsed or
recommended either the painting or defendant's gallery, we find that
Supreme Court's reasoning concerning the flyers' use of the painting
leads inexorably to the conclusion that their use of his name and
photograph also is exempt from the proscriptions of Civil Rights Law
§§ 50 and 51”)(“flyers identified plaintiff as subject of caricature and
cannot reasonably be read to assert that plaintiff endorsed or
recommended painting or defendant's gallery.”)

These cases turned out the way they did because no reasonable person could
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find the plaintiff’s endorsing the end product. The result is not the case with
Ms. Gravano. After GTA V came out with the character based on her the
public all believed Ms. Gravano was associated with GTA V. Her claims
under Section 51 are clearly warranted and Defendants violated her right to
privacy creating the inference she is endorsing and associated with their
commercial product. Accordingly, the appellate court erred in deciding that
the that Gravano’s claim should be dismissed because it is not “trade” or
“advertising” under Section 51 as it is flawed and their decision should be

reversed.

II. The First Amendment does not bar all right of privacy claims
involving video games under New York’s Civil Rights Law Section

51
This is a case of first impression regarding the New York Civil Rights Law
and video games. The appellate division ruled that Ms. Gravano’s right of
publicity claims in a video game must fail because of constitutional free
speech concerns. Their support comes from cases that fail to acknowledge
the issue at hand—whether GTA V, a video game, is fully protected under the
First Amendment. As discussed above their support comes from irrelevant

cases. These cases support Ms. Gravano’s argument that video games are not

fully protected under the First Amendment which the appellate court ignored.
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In Defendant’s supporting case, Server, supra, video games are specifically
addressed as being unprotected:

e Foster v. Svenson, 12 A.D.3d 150, 150 (“To give absolute protection
to all expressive works would be to eliminate the statutory right of
privacy.”)

e Sarverv. Chartier, Nos. 11-569 6, 12-55429, 2016 WL 625362 (9th Cir.
Feb. 1, 2016)(“We, however, have interpreted Zacchini to uphold the
right of publicity in a variety of contexts where the defendant
appropriates the economic value that the plaintiff has built in an identity
or performance. For example, in Hilton v. Hallmark Cards, we held that
Paris Hilton could pursue a right of publicity claim for Hallmark's use
of her image and catch phrase (“that's hot”) from her television show in
one of its greeting card. In doing so, we suggested that ‘merely
merchandising a celebrity's image without that person's consent, the
prevention of which is the core of the right of publicity,’ is not protected
by the First Amendment. Similarly, in Keller v. Electronic Arts, Inc.,
we upheld an action by a college football player who sought to prevent
the use of his likeness in EA's video game. see also Davis v. Elec. Arts,
Inc., (upholding right of publicity action challenging EA's use of
professional football player likenesses in a video game). We noted that
the video game ‘“literally recreates [the football player] in the very
setting in which he has achieved renown,”’ Keller, and interferes with
his ability “to capitalize on his athletic success,” which took ‘“talent
and years of hard work on_the football field” to build.”)(internal
citations omitted)(emphasis added).

A. The First Amendment does not afford video games an
absolute protection against right of Publicity claims

Defendants cannot use the First Amendment to shield their
misappropriation of Ms. Gravano’s portrait and likeness. Just like the player

in Keller, Ms. Gravano has worked on her image as a public figure and the
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Defendants have interfered with her ability to capitalize on this success which
the appellate court has failed to consider.

The main argument Defendants made and the appellate court found is
rooted in the contention that the video game Grand Theft Auto V is a creative
work protected by the First Amendment. This point is flawed because the
New York Supreme Court addressed this very issue in Nolan v. Getty Images.

The defense that GTA V is a “creative work” is nothing but a veil to
shield Defendants illegal, egregious conduct. The purpose of GTA V is not
to be form of creative expression but a profitable commercial video game.
This should not invoke the Constitutional protections of free speech embodied
in the First Amendment. Defendants used Ms. Gravano’s portrait and likeness
without her consent.

B. The Appellate Division’s order that video games are
absolutely Exempt from the right of Publicity under the First
Amendment disregards recent New York precedent and
persuasive decisions in other states

New York courts have never explicitly recognized a non-statutory right
of publicity. Wojtowicz v. Delacorte Press, 58 A.D.2d 45 (Ist Dep’t 1977).
However, the United States Court of Appeals for the Second Circuit, in
construing New York law, found that the so-called right of publicity did, in

fact, exist independent of the statutory right of privacy. Haelan Laboratories

v. Topps Chewing Gum, 202 F.2d 866, 868 (1953). “The right of publicity
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guarantees celebrities the exclusive right to control and profit from the
commercial marketing of their own valuable likeness.” Id. at 868.

The United States Supreme Court has stated that the State’s interest in
the protection of the right of publicity “is closely analogous to the goals of
patent and copyright law, focusing on the right of the individual to reap the
reward of his endeavors and having little to do with protecting feelings or
reputation.” Zacchini v. Scripps-Howard Broadcasting Co.,433 U.S. 562, 563
(1977) (parallel citations omitted) (noting that because plaintiff’s identity was
clearly recognizable and the conclusion was made by the public defendant
created a false impression that the plaintiff was associated with the
defendant.).

The Court of Appeals has said, “Any civil right not unlawful in itself
nor against public policy, that has acquired pecuniary value, becomes a
property right that is entitled to protection as such. The courts have frequently
exercised this right. They have never refused to do so when the facts show
that the failure to exercise equitable jurisdiction would permit unfair

competition in trade or in any manner pertaining to a property right.” Fisher

v. Star Co., Inc., 231 N.Y. 414, 428 (1921) (parallel citations omitted)

(emphasis added).
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1. Ninth Circuit Law

As discussed above, of great significance, the Ninth Circuit has made
it clear that video games using an individual’s likeness are not afforded First
Amendment protection, contrary to Defendants repetitive assertions. The
most recent decision is Davis v. Electronic Arts, Inc., 755 F.3d 1172 (9th Cir.
2015). In Davis, the panel affirmed the district court’s denial of Electronic
Arts Inc.’s motion to strike a complaint, brought by former professional
football players alleging unauthorized use of their likenesses in the video
game series Madden NFL, as a strategic lawsuit against public participation
(SLAPP) under California’s anti-SLAPP statute. The panel rejected
Electronic Arts’ argument that its use of former players’ likenesses was
protected under the First Amendment as “incidental use.” In addition, the
panel held that Electronic Arts’ use of the former players’ likenesses was not
incidental because it was central to Electronic Arts’ main commercial
purpose: to create a realistic virtual simulation of football games involving
current and former National Football League teams.

Further, the Ninth Circuit held that a video game developers use of the

likeness of college athletes in its video games is not protected by the First

Amendment and therefore the players right-of-publicity claims against

developer were not barred. In re NCAA Student-Athlete Name & Likeness
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Licensing Litigation, 724 F.3d 1268, 1271 (9th Cir. 2013). The Court used
the “transformative use test” and states that there “at least five factors to
consider in determining whether a work is sufficiently transformative to
obtain First Amendment protection.” Id. at 1274 (parallel citations omitted).
These include protection “so long as the expression is ‘something other than
the likeness of the celebrity,” “’the quality of the artistic contribution’, a court
should conduct and inquiry ‘whether the literal and imitative or the creative
elements predominate the work,”” similar to New York’s predominant
purpose analysis, “whether ‘the marketability and economic value of the
challenged work derive primarily of the fame of the celebrity depicted,”” and
“lastly... ‘when an artist’s skill and talent is manifestly subordinated to the

overall goal of creating a conventional portrait of a celebrity so as to

999 ¢

commercially exploit her or her fame,”” “the work is not transformative.” Id.

at 1274 (parallel citations omitted) (emphasis added).
2. Third Circuit Law
The court In Re NCAA noted “Keller [In re NCAA Student-Athlete
Name & Likeness Licensing Litigation] is simply [Hart] incarnated in
California” because the facts were the same and the court in Hart looked to
the transformative use test in California Id. at 1278; Hart v. Electronic Arts,

Inc., 717 F.3d 141 (3d Cir.2013) (nothing that the right-of-publicity laws are
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“strikingly similar... and protect similar interests” in New Jersey and
California)(holding that the transformative use test is the proper analytical
framework to apply to cases such as the one at bar”). The defendants in that
case argued that the Rogers test should be applied, and the court disagreed
stating “we considered a claim by a strip club owner that video game Rock
Star incorporated its club logo into the games virtual depiction of East Los
Angeles... we held that Rock Star’s use of the logo was protected by the First
Amendment... we extended the Rogers test slightly... [however] we disagree

that the Rogers test should be imported wholesale to right-of-publicity

claims.” Id. at 1280; Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989)
(emphasis added). This is the exact case Defendants used to support their
original argument and as the Supreme Court correctly asserts it is not the right
place to be applied. The court explained that “the right of publicity protects
the celebrity not the consumer.” Id. at 1281. The claim is that the defendants
“appropriated, without permission and without compensation” and rejected
the Rogers test “in favor of a flexible case-by-case approach that takes into
account the celebrities interest in retaining his or her publicity and the public’s
interest in free expression. Therefore, we decline [defendants] invitation to

extend the Rogers test to right-of-publicity claims.” Id. at 1281-1282.
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3. Seventh Circuit Law

In, Jordan v. Jewel Food Stores, Inc., 83 F.Supp.3d 761, (N.D.I11. Mar.
12, 2015), the Court highlighted the Seventh Circuit’s opinion and addressed
whether Jewel’s ad qualified as commercial-speech under the First
Amendment, as well as the Seventh Circuits explicit denial to address whether
“the Supreme Court’s commercial-speech doctrine should be used to define
the ‘commercial element’ of Jordan’s IRPA... and other claims. In fact, the
court expressed doubt that the First Amendment commercial speech doctrine
governed the scope of the ‘commercial’ element of those claims.” Jordan at
7 (emphasis added). The Court went on to note that the parties had not briefed
the meaning of the “commercial” element of Jordan’s claims “to the extent to
which the scope [of the state laws] is coextensive with the Supreme Court’s
constitutional commercial speech doctrine.” Id.

The Jordan decision stresses very important rules applicable to this
case. It noted how Illinois courts also look to the interpretation given to
analogous statutes enacted by other states, as the Plaintiff has asked the court
to do in this case. Moreover, it explained that the “central legal question of
‘the extent to which the scope of the... state laws... is coextensive with the

Supreme Court’s constitutional commercial-speech doctrine.” Jordan at 9.
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Jordan also filed a similar suit against another grocery chain,
Dominick’s, for the same conduct. The Jordan court footnotes that the
Dominick case “bears a strong resemblance both in substance and brevity to
the initial brief in this case...” Id. at FN1. In that case, on August 21, 2015,
the federal jury decided that Dominick’s will have to pay Michael Jordan $8.9
million for the unauthorized use of his image in a 2009 Sports Illustrated ad.

In the case at bar, the Plaintiff claims that the Defendant’s “creative
work” defense is not applicable under New York law principles or the First
Amendment and respectfully asks The Court that Jordan is used as
supplemental authority to support this claim for the reasons set forth below.

Similar to the elements applicable in Jordan “to prevail on a statutory
right of privacy claim pursuant to the New York Civil Rights Law, a plaintiff
must prove ‘(1) use of plaintiff’s name, portrait, picture or voice; (2) for the
purposes of advertising or trade; (3) without consent ; and (4) within the state
of New York.”” (internal citations omitted). As the Jordan court explained,
the commercial element of the statute should not be governed by First
Amendment principles and the parties are required to provide the meaning of
the element in dispute, here whether GTAV falls within the “trade” or
“advertising” element. The Defendant’s only support for their claim that

works of art or fiction are not within the scope of the statute is citing cases
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that are factually distinct from the case at bar. They go on explain that “these
cases come out the way they do, not simply because of the plain language of
the statute, but also because of constitutional free speech concerns.” Id. at15.
This 1s incorrect as both the Jordan case and the Plaintiff illustrated.
Although the Defendant’s believe their speech is immune because it is
a “creative work,” despite it’s overtly commercial nature, the Plaintiff has
made it clear that defense is inapplicable here. The Plaintiff explained that,
although a videogame involves both fictional and artistic elements, “New
York courts have determined that “rather than giving creative works a
‘presumptive constitutional protection, there must be a factual determination
of whether the items served a predominantly expressive purpose or were mere

2%

commercial products.”” As further noted, the primary purpose of the game is
commercial, as the Defendant’s boastfully state how the videogame made
over $1 billion in sales in just three days.

The Defendant’s have not shown “the extent to which the scope of the
... state laws... is coextensive with the Supreme Court’s commercial-speech
doctrine” as required by the Jordan court. Jordan at 9. The Plaintiff has met
this burden by not only providing New York case law but also a recent

Supreme Court case (among various other cases), that deals directly with

video games “holding that defendants video game had no first amendment
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defense against the right of publicity claims.” Moreover, Plaintiff has shown
how the Third, Ninth and Seventh Circuits have made recent developments in
this area of the law, in favor of the Plaintiff, as recommended in Jordan for
statutory interpretation.

This Court should consider the Third Circuit, Seventh Circuit and Ninth
Circuit law as supplemental authority in this case. It effectively addresses and
resolves two issues in the case at bar, namely, that GTAV is not entitled to
First Amendment protection nor is it an expressive work of fiction, excused
from liability under the New York Civil Rights Law §51.

Although they are not binding these recent cases in the Third, Seventh
and Ninth Circuits are persuasive and should be taken into consideration due
to the recent developments of the law.

The statute, which is the subject of this action, was not intended to be
read narrowly. Flores v. Mosler Safe Co., 7N.Y.2d 276, 281 (1959)(citations
omitted)(A statute of this kind is not ‘to be obeyed grudgingly, by construing
it narrowly and treating it as though it did not exist for any purpose other than
that embraced within the strict construction of its words.’ It is ‘not an alien
intruder in the house of the common law, but a guest to be welcomed as a new
and powerful aid in the accomplishment of its appointed task for

accommodating the law to social needs.” (quoting Lahiri v. Daily Mirror, 162
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Misc. 776, 779, 295 N.Y.S. 382, 385 (1937)). As the court said as early as
1937 the statue would have to “accommodate the law to social needs.” Id at
385. That time has come. This statute was enacted before video games,
before reality television, and before the rise of the vast technology of today.
Defendants have distributed the GTA V game nationally and internationally,
therefore, Ms. Gravano was harmed in in New York.
There is good faith basis for a change in the law since Judge Dore’s
dissent in Toscani v. Hershey:
“The language of the statute is in the disjunctive... The Court of
Appeals construing the meaning of this statute has expressly held that
a picture i1s not necessarily a photograph ‘but includes any
representation of such person.” [(citations omitted)] This does not
mean... that it may be a violation of the statute for a writer to base a
novel or play on events that occurred in the life of any living person.
Basing that novel or play on certain events is one thing. Reproducing

or portraying in fiction or trade purposes a living person... without his
consent is quite another.” (emphasis added)

Toscani v. Hersey, 271 A.D. 445, 449 (1st Dep’t 1946). Such has been the
case in the landmark decisions such as Plessy v. Ferguson, the dissent which
became the majority in Brown v. Board of Education. History has shown
dissents become law. Plessy v. Ferguson, 163 U.S. 537 (1896); Brown v.
Board of Education, 347 U.S. 438 (1954). Supreme Court justice Ruth Bader
Ginsberg gave a lecture on “the role of dissenting opinions™ in which she

stated “describing the external impact of dissenting opinions, chief justice
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Hughes famously said; ‘A dissent in a court of last resort is an appeal... to the
intelligence to a future day, when a future decision may possibly correct the
error in to which the dissenting judge believes the court to have been
betrayed.”” This new day for the right of publicity has come.

Furthermore, Justice Jesse W. Carter wrote an article about dissenting
opinions in which he opened the article by writing “the right to dissent is the
essence of democracy- the will to dissent is an effective safeguard against all
judicial lethargy- the effect of a dissent is the essence of progress.” The time
to progress the right of publicity is now. Justice Dore’s dissent is analogous
to Ms. Gravano’s case. There are many reasons for a dissenting opinion. In
this case, the dissent in Toscani provides that a good faith basis for a change
in the law has been ripe since Judge Dore wrote it in 1945.

In the recent Appellate Division, Third Department, Porco v. Lifetime

Entertainment Servs., LLC, 147 AD3d 1253 [3rd Dept 2017] the Court

accommodated “the law to social needs” by expanding the analysis of the

newsworthy exception as it was set forth in Spahn v Julian Messenger, Inc.,

21 NY2d at 129, holding,

“A work may be so infected with fiction, dramatization or
embellishment that it cannot be said to fulfill the purpose of the
newsworthiness exception to the statutory right of privacy. The fact that
a film revolves around a true occurrence, such as a rescue of passengers
from a shipwreck, does not invoke the newsworthiness exception in the
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event that the entire account remains mainly a product of the
imagination.”

This expansion of the law should be applied to the fictional use of a
celebrity in a video game. As in Porco, where the work revolves around a
"true occurrence" but is still riddle with fiction it is not covered by the
newsworthy exception. Further, this is a case of first impression as stated in
Porco.

In Porco, the Court noted that the Court of Appeals passed on the issue
of "whether extending liability in the aforementioned manner violated
constitutional protections of freedom of speech and has found no such
violation." Porco solidifies the decision in Binns and Spahn, where “the
Courts concluded that the substantially fictional works at issue were nothing
more than attempts to trade on the persona of Warren Spahn and John
Binns.....Indeed, in his brief to this Court, Arrington cited Binns for the
proposition that “ﬁcfion” was actionable under sections 50 and 51,” which is
applicable and should be the standard in this case. Id.

CONCLUSION

Ms. Gravano has stated the elements of a right of privacy claim
pursuant to New York Section 51. Defendants violated her right of privacy,
namely, Defendants created a character with the portrait of Ms. Gravano,

without her consent, in the GTA V video game that was distributed
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internationally for profit. She has pleaded specific facts that support her
claim. The video game is not meant to be an artistic expression but rather an
fictional imitation of the world and the New York Constitution does not offer
heightened protection for commercial speech. Defendants have not submitted
any evidence or properly plead any defense to her claims to resolve all factual
issues as a matter of law. Accordingly, the Order issued by the Appellate

Division dismissing this case should be reversed.
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Defendants-Respondents Take-Two Interactive Software, Inc. and its
subsidiary Rockstar Games, Inc. (together, “Take-Two”) respectfully request that
the Court affirm the decision below dismissing this case. Plaintiff-Appellant
Karen Gravano has sued for the purported violation of her right of publicity under
Section 51 of the New York Civil Rights Law (“Section 51”°). The Appellate
Division properly dismissed the complaint for failure to state a cause of action,
pursuant to CPLR § 3211(a)(7), and based on documentary evidence, pursuant to

CPLR § 3211(a)(L).

PRELIMINARY STATEMENT

Take-Two’s celebrated video game “Grand Theft Auto V (“GTAV”) takes
place in a fictional universe of parody that does not contain any literal
representation of the real world or of any real people. Ms. Gravano claims that a
fictional character in GTAV resembles her. The claim of resemblance is baseless
and, even more fundamentally, so is the legal claim. GTAV, an expressive work
challenged here for its creative content, is absolutely protected against Section 51
claims regardless of any resemblance between Ms. Gravano and the fictional
character. Ms. Gravano’s claim fails for the same core reasons that similar claims
always have failed in this State:

On its face, Section 51 only applies to the actual use of a plaintiff’s “name,

portrait, picture or voice” — not the claim here, which is that a fictional character



Is recognizable as the plaintiff. The fictional “Antonia Bottino” character at issue
here simply does not use Ms. Gravano’s “name, portrait, picture or voice” as the
plain language of Section 51 requires. This issue easily was decided by the
Appellate Division as a matter of law under well-settled New York precedent, and
this Court should readily affirm.

Section 51 only reaches “advertising purposes” or “trade” purposes — not
creative content in expressive works such as novels, books, movies, television
shows, songs, or, here, video games. Even if Ms. Gravano’s name, portrait, picture
or voice had been used in GTAV (which they were not), such use in the creative
content of an expressive work is not “advertising” or “trade.” That is the plain
meaning of the statute. It also is the clear rule followed for decades by the courts
of New York that have dismissed claims just like this one. GTAYV plainly is an
expressive work and its content plainly is creative. GTAV essentially is an
interactive movie that consists of over 100 hours of on-screen gameplay rich with a
lengthy and involved plot, dialogue, animated sequences, still-image visual
artworks, and music. The particular portion of the game about which Ms. Gravano
complains — a gameplay sequence called “Burial” — is itself clearly creative
content. As the Appellate Division correctly held, the creative and expressive

purpose of GTAV’s content alone fully supports dismissal.



Constitutional free speech considerations strongly support affirming the
dismissal. The protection of First Amendment interests, and of New York’s own
constitutional free speech clause, is a key purpose of Section 51. GTAV is an
expressive work, the use complained of is for creative purposes, and that use fits
squarely within these constitutional protections. Just as the U.S. Supreme Court
has held that video games deserve full constitutional free speech protections, so too
should this Court.

New York is the creative capital of the world. This case presents an
important opportunity to reaffirm New York’s bedrock tradition of protecting
creative works against right of publicity claims. Ms. Gravano asks this Court to
abandon that tradition of protection. Such a holding would have a far-ranging
Impact on a wide variety of creative content in expressive works, including plays,
movies, television, books, art, and paintings. The plain language and purpose of
Section 51, decades of precedent, and constitutional free speech values all point to

affirmance.

(QUESTIONS PRESENTED

1. Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action be affirmed because Take-Two did not
use Ms. Gravano’s “name, portrait, picture or voice,” as is required by

Section 51 of the Civil Rights Law?



This Court should answer in the affirmative.

2. Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action be affirmed because creative content in
an expressive work, like the content in GTAV, is not as a matter of law use
for purposes of “advertising” or “trade” under Section 51 of the Civil Rights
Law?

This Court should answer in the affirmative.

3. Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action also be affirmed on constitutional free
speech grounds?

The Appellate Division did not reach this question. This Court should

answer in the affirmative.

BACKGROUND

l. THE CREATIVE WORK AT ISSUE: GRAND THEFT AUTO V
A.  The Fictional World Of The Game

GTAV was released to the public on September 17, 2013 for use on
PlayStation 3 and Xbox 360 video game consoles. See Am. Compl. 1 7 (R. 16);
Affidavit of Jeff Rosa (Mar. 17, 2014) (“Rosa Aff.”) § 2 (R. 90).

GTAV is set in the U.S. state of “San Andreas,” a satirical parody of

California, and takes place in and around the city of “Los Santos,” a satirical



parody of Los Angeles. 1d. 6 (R. 91). The game includes a wide range of
creative content, including animated sequences, still images, music, a complex
plot, and numerous subplots.t

The story of GTAV is experienced essentially like an interactive movie. The
player controls one of three main characters, changing characters at various times
to experience different parts of the story. See id. 19 (R. 92). The characters all are
complicated men: Michael is an affluent retired bank robber in witness protection;
Trevor is Michael’s violent former partner; and Franklin is a small-time hood
looking to get out of the gang life, who becomes like a second son to Michael.

The player navigates his or her chosen character through various missions in
the Los Santos area as the story unfolds. GTAYV is an “open world” video game,
meaning that players can explore Los Santos and San Andreas as they wish, or they

may follow the main story missions. Id. 6 (R. 91). Asthe GTAV guide explains,

1 Exhibit 4 to the Rosa Affidavit (R. 130) is a book-length guide to GTAV, which
makes it possible to review the game content without electronic means. The
guide “provides a detailed written description of various aspects of GTAV [and]
accurately describes the content of GTAV.” Rosa Aff. 15 (R. 91). The record
also contains the actual video game on a disk, id. Ex. 1 (R. 94), and a DVD of
the gameplay sequence at issue here. Id. Ex. 3 (R. 129). Take-Two is loaning a
gaming console to the Clerk’s Office, to facilitate the Court’s review of the
game disk exhibit. A promotional trailer giving an overview of the game’s
features also is available online at this link:
https://www.youtube.com/watch?v=N-xHcvug3WI&t=204s. A trailer
introducing the main character Michael is available online at this link:
https://www.youtube.com/watch?v=HqZXw5M6qQY. Both of these trailers
are made up of content captured from the game.



[a]t many points in the game multiple mission contact
points appear on the map, sometimes even for the same
protagonist.  In these situations, you can play the
missions in any order without missing out on any other
missions by doing so.

Id. Ex. 4 (R. 130) at 57. There are approximately 80 main story missions, over 60
optional “random events,” and other on-screen activities totaling over 100 hours of
gameplay. Id. 7 (R. 91-92).

Nothing in GTAV is a literal representation of the real world. Rather,
virtually everything in the game is a parody. No real place names are used. No
real celebrities or other real people are named. No real brands or logos are used.
There are parody equivalents of Apple, Twitter, and other businesses, and a parody
version of “50 Shades of Grey.”? The characters drink “Sprunk,” not Sprite; eat at
“Taco Bomb,” not Taco Bell; watch “Weasel News,” not Fox News; and use a
social media site called “Lifelnvader,” not Facebook.?

The game also has its own complex geography. Los Santos is made up of

fictional neighborhoods that evoke real-life counterparts. For example, “Pillbox

2 Chris Suellentrop, Grand Theft Auto V Is a Return to the Comedy of Violence,
N.Y. TIMES (Sep. 16, 2013), available at
http://www.nytimes.com/2013/09/17/arts/video-games/grand-theft-auto-v-is-a-
return-to-the-comedy-of-violence.html?mcubz=1.

8 Wendy Parish, GTA V parodies real-life brands, including KFC, Sprite,
MARKETING DIVE (Oct. 15, 2013), available at
http://www.marketingdive.com/news/gta-v-parodies-real-life-brands-including-
kfc-sprite/181822/.



Hill” in the game evokes the Bunker Hill area of Los Angeles, while “Vinewood”
in the game evokes Hollywood. Familiar California landmarks are evoked by in-
game versions. For example, the “Los Santos Tower” evokes Los Angeles’ iconic
U.S. Bank Tower, “Del Perro Pier” evokes the famous Santa Monica pier, and
“Maze Bank Arena” evokes the famous Los Angeles Coliseum where the 1932 and

1984 Summer Olympics were held. See Rosa Aff. Ex. 4 (R. 130) at 18-19.

B. The Plot Of The “Burial” Random Event

Ms. Gravano is suing over the fictional character “Antonia Bottino,” who
appears in a “random event” within GTAV called “Burial.” “Random events” are
brief optional missions, with plots, animated action, dialogue, and sound and visual
effects, that players can choose to engage in or ignore. The “Burial” random event
Is triggered if the player comes upon two men by the side of the road preparing to
bury a woman alive. The player can choose to engage in the “Burial” random
event by killing the two men and rescuing the woman — “Antonia Bottino” — who
then asks the player’s character drive her to a safe place in “Vinewood Hills.” Id. |
8 (R. 92). While they are driving, the “Bottino” character tells her rescuer about
her life. She says she is the daughter of a mobster named “Sammy ‘Sonny’
Bottino,” who was active in the “Gambetti” crime family. 1d.; Am. Compl. | 16

(R. 17). The player’s character drops “Bottino” at a highway overlook in



Vinewood Hills, drives off, and there the random event ends. “Burial” lasts
approximately seven minutes. Rosa Aff. { 8 (R. 92).4

The screenshot below at left shows the player’s character as he rescues
“Antonia Bottino” from the kidnappers. The screenshot below at right shows the

player’s character untying Ms. “Bottino” and helping her to her feet.

(Rosa Aff. Ex. 3) (R. 129) (Rosa Aff. Ex. 3) (R. 129)

The “Burial” random event is one of many experiences in the GTAV parody

world. As one critic has put it, GTAV

“[T]he player can experience ‘Burial’ in four different ways, depending on
which character the player is controlling when the ‘random event’ occurs. The
dialogue for ‘Antonia Bottino’ is the same in all four versions but the dialogue
for the player characters is slightly different, reflecting their different
personalities.” Rosa Aff. 10 (R. 92).



both gives you tremendous freedom to explore an
astonishingly well-realised world and tells a story that’s
gripping, thrilling, and darkly comic. . . . [GTAV] is not
only a preposterously enjoyable video game, but also an
intelligent and sharp-tongued satire of contemporary
America.®

The Amended Complaint alleges in purely conclusory terms that GTAV
uses Ms. Gravano’ s “portrait,” “voice,” and “life story.” Am. Compl. {19, 10, 14
(R. 16, 17). The thrust of the allegations, to be clear, is not that the “Bottino”
character is a literal depiction of Ms. Gravano. Nor is there, or could there be, any
claim that GTAV uses Ms. Gravano’s actual name, portrait, picture, or voice.
Indeed, GTAV does not include any portrait or picture of Ms. Gravano. Rosa Aff.
111 (R. 93). Rather, Ms. Gravano complains that she and the fictional “Bottino”
character have certain things in common: both of their fathers were Mafia
lieutenants who then testified for the government, and they both use the phrase
“the life,” a common euphemism for being in the Mafia. Am. Compl. 117, 22 (R.
17); Gravano Aff. 11 11-14 (R.133).

The core plotline of “Burial” has no resemblance to anything that Ms.
Gravano alleges about her own life. For example, unlike the “Bottino” character,

Ms. Gravano never was kidnapped, threatened with being buried alive, or rescued

> Keza MacDonald, Grand Theft Auto V Review: Grand in Every Sense, IGN
(Sept. 16, 2013) (hereinafter “MacDonald”), available at
http://www.ign.com/articles/2013/09/16/grand-theft-auto-v-review.



In the process by a passing stranger. Also unlike the “Bottino” character, Ms.
Gravano appeared on a reality television show called “Mob Wives”; the Bottino
character, in contrast, tells her rescuer that she was offered a place on a (fictional)
reality show called “Wise Bitches” but did not participate. Rosa Aff. Ex. 3 (R.

129).

1. SECTION 51 OF THE NEW YORK CIVIL RIGHTS LAW

Section 51 provides in relevant part:

Any person whose name, portrait, picture or voice is
used within this state for advertising purposes or for the
purposes of trade without the written consent first
obtained as above provided [in Section 50] may maintain
an equitable action in the supreme court of this state
against the person, firm or corporation so using his name,
portrait, picture or voice, to prevent and restrain the use
thereof; and may also sue and recover damages for any
injuries sustained by reason of such use[.]

N.Y. Civil Rights Law § 51 (emphasis added).

The Legislature enacted Section 51 in direct response to Roberson v.
Rochester Folding Box Co., 171 N.Y. 538 (1902) — a case in which the defendant
used the plaintiff’s picture, without authorization, in traditional commercial
advertising. The defendant in Roberson created 25,000 copies of lithographic print
advertisements for flour. These advertisements included photographs of the
plaintiff without her permission. This Court reluctantly concluded that Ms.

Roberson had no claim under New York law as it then stood. Id. at 556.
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“The Legislature responded [to Roberson] by enacting the Nation’s first
statutory right to privacy, now codified as sections 50 and 51 of the Civil Rights
Law.” Howell v. N.Y. Post Co., Inc., 81 N.Y.2d 115, 123 (1993); Foster v.
Svenson, 128 A.D.3d 150, 155, (1st Dep’t 2015) (“Public outcry over the perceived
unfairness of Roberson led to a rapid response by the New York State
Legislature.”).

Given that Section 51 has its roots in a case about traditional advertising,
and the plain language limits the statute’s scope to purposes of “advertising” or
“trade,” courts in New York always have interpreted Section 51 narrowly to apply
to such traditional commercial purposes — but not to works that have broader social
purposes, such as expressive works and journalistic works. As this Court put it in
Arrington v. N.Y. Times Co., 55 N.Y.2d 433 (1982), Section 51

was drafted narrowly to encompass only the commercial
use of an individual’s name or likeness and no more. Put
another way, the Legislature confined its measured

departure from existing case law to circumstances akin to
those presented in Roberson.

Id. at 439 (emphasis added); Messenger v. Gruner + Jahr Print. & Publ’g, 94
N.Y.2d 436, 441 (2000) (“recognizing the Legislature’s pointed objective in
enacting Sections 50 and 51, we have underscored that the statute is to be narrowly

construed and strictly limited to nonconsensual commercial appropriations of the
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name, portrait or picture of a living person” (citation and quotation marks

omitted)).

I1l. THE APPELLATE DIVISION’S DISMISSAL OF THIS CASE

In dismissing the Amended Complaint, the Appellate Division, First
Department reversed a cursory decision by the Supreme Court (Kenney, J.) that
sustained the complaint. Mar. 11, 2016 Order (R. 6-7). That decision did not even
mention or discuss the New York rule that expressive works and their creative
content are absolutely protected against Section 51 claims. Instead, the Supreme
Court mistakenly held that the degree of resemblance between Ms. Gravano and
the fictional “Bottino” character was an issue of fact. 1d.°

The five-justice panel of the Appellate Division unanimously held that Ms.
Gravano’s Section 51 claim failed for two independent statutory reasons. Gravano
v. Take-Two Interactive Software, Inc., 142 A.D.3d 776 (1st Dep’t 2016).

First, the panel held that Ms. Gravano’s claim “must fail because defendants
did not use [plaintiff’s] ‘name, portrait, or picture,””” as Section 51 requires. Id. at

777 (quoting Costanza v. Seinfeld, 279 A.D.2d 255, 255 (1st Dep’t 2001))

(alteration in original). The panel further held: “Despite Gravano’s contention

6 Justice Kenney recently was reassigned from the Supreme Court to the Civil
Court. See Stephen Rex Brown, Manhattan judge who called Newser ‘wiseass’
hit with demotion, N.Y. DAILY NEws (May 15, 2017), available at
http://www.nydailynews.com/new-york/manhattan/manhattan-judge-called-
newser-wiseass-hit-demotion-article-1.3168855.
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that the video game depicts her, defendants never referred to Gravano by name or
used her actual name in the video game, never used Gravano herself as an actor for
the video game, and never used a photograph of her.” Id.

Second, the panel held:

Even if we accept plaintiffs’ contentions that the video
game depictions are close enough to be considered
representations of the respective plaintiffs, plaintiffs’
claims should be dismissed because this video game does
not fall under the statutory definitions of “advertising”
or “trade.”

Id. (emphasis added).” The panel noted that GTAV’s “unique story, characters,
dialogue, and environment, combined with the player’s ability to choose how to
proceed in the game, render[ed] it a work of fiction and satire,” and thus GTAV
and its creative content were absolutely protected against Ms. Gravano’s Section

51 claim. Id.

" The Appellate Division’s reference to “plaintiffs” in the plural reflects that the
court considered and dismissed two Section 51 cases in the same opinion: both
the Gravano case that is the subject of this appeal, and a similar case brought by
Lindsay Lohan, which is the subject of a separate appeal currently pending
before this Court. Lohan v. Take-Two Interactive Software, Inc. et al., APL-
2017-00028. Like the Gravano complaint, the Lohan complaint originally was
sustained by Justice Kenney, then dismissed by the Appellate Division. Take-
Two is today also submitting a separate brief in Lohan.
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ARGUMENT

l. GTAY DOES NOT USE MS. GRAVANO’S “NAME, PORTRAIT, PICTURE OR
VOICE” AS THE STATUTE REQUIRES

The Appellate Division correctly dismissed this case on the ground that, as a
matter of law, Take-Two did not use Ms. Gravano’s “name, portrait, picture or
voice” as the plain language of Section 51 requires. 142 A.D.3d at 777. This is
confirmed by a simple review of the game content. This Court can and should
affirm on the same basis.

Whatever elements of commonality Ms. Gravano may see between herself
and the fictional “Bottino” character are legally irrelevant. As a matter of law,
Take-Two simply did not use any of the statutorily protected elements: “name,
portrait, picture or voice.” “Antonia Bottino” is an animated fictional character,
the character is not named Karen Gravano, nor is it a “portrait” or “picture” of Ms.
Gravano. As for voice, the “Antonia Bottino” character undisputedly does not use
Ms. Gravano’s voice. See Rosa Aff. {11 (R. 93).8

In short, the complaint here simply does not describe a statutory violation.
Even when generously read, all the complaint alleged was that the fictional
“Bottino” character evoked Ms. Gravano. But it has long been the law of this State

that evocation or suggestion is not enough, as this Court and others have made

8 The Amended Complaint included nothing more than conclusory allegations
that Take-Two used Ms. Gravano’s “voice.” Am. Compl. 19, 10, 26 (R. 16,
18). This is self-evidently not a literal reference to Ms. Gravano’s actual voice.
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clear. There can be no Section 51 claim absent an actual use of “name, portrait,
picture or voice.” See Wojtowicz v. Delacorte Press, 58 A.D.2d 45, 47 (1st Dep’t
1977) (fictional characters in the movie Dog Day Afternoon, a popular movie
inspired by a real-life bank robbery, could not give rise to a cause of action under
Section 51 where statutory elements not used in movie), aff’d, 43 N.Y.2d 858
(1978).

This is so even if the Court assumes that audiences, in their minds, draw a
straight line from the fictional characters to the real-world plaintiffs on whom the
characters allegedly are based. Id. (dismissing Section 51 claim where statutory
elements were not used, even if it were “clear that the plaintiffs were actually being
depicted therein™); Toscani v. Hersey, 271 A.D. 445, 448 (1st Dep’t 1946) (Section
51 “was not intended to give a living person a cause of action for damages based
on the mere portrayal of acts and events concerning a person designated fictitiously
in a novel or play merely because the actual experiences of the living person had
been similar to the acts and events so narrated”).

In Wojtowicz, this Court credited the allegations that the book and movie at

issue
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do not purport to be historical or documentary accounts
of newsworthy interest but which are nonetheless
represented as true and accurate stories [and that]
defendants for commercial advantage have portrayed
plaintiffs in sufficiently detailed accuracy of physical
characteristics and activities as to result in their effective
identification.

43 N.Y.2d at 860. The Court still affirmed dismissal of the complaint because
none of the statutorily protected elements were used.

Ms. Gravano’s contention that GTAV tells her “life story” (Gravano Br. at
4; Am. Compl. 119, 10, 14 (R. 16, 17)) is both incorrect and, even if accepted,
irrelevant under the law. Ms. Gravano does not allege that she ever was
kidnapped, threatened with being buried alive, or rescued in the process by a
passing stranger — the central events that happen to the “Bottino” character in
GTAV. Inany event, life stories simply are not covered by Section 51 — only, as
the words of the statute say, the use of “name, portrait, picture or voice.” Toscani,
271 A.D. at 448; Mother v. The Walt Disney Co., No. 103662/2012, 2013 WL
497173, at *2 (Sup. Ct. N.Y. Cnty. Feb. 6, 2013) (quoting Toscani and dismissing,
at the pleading stage, a Section 51 claim that alleged ““a veritable similitude of
plaintiff’s actual life experiences” between the plaintiff and the character played by
Whoopi Goldberg character in Sister Act).

A bill recently introduced in the New York Senate to amend Section 51

confirms just how narrow the current statute is. See S05857, Reg. Sess. 2017-2018
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(N.Y. 2017). The proposed amendment is backed by the actors’ union and would
extend Section 51 protection to “persona,” “image,” “likeness,” “distinctive
appearance,” “gestures,” and “mannerisms.” These are the very elements Ms.
Gravano alleges Take-Two used here. There could be no plainer recognition that
these elements are not protected under the current statute.

Because Ms. Gravano’s name, portrait, picture, Or voice as a matter of law

are not found in GTAV, the unanimous dismissal should be affirmed.

1. CREATIVE CONTENT IN EXPRESSIVE WORKS LIKE GTAYV IS ABSOLUTELY
PROTECTED BECAUSE IT IS NOT FOR PURPOSES OF “ADVERTISING” OR
“TRADE” AS THE STATUTE REQUIRES

The Appellate Division also correctly dismissed Ms. Gravano’s complaint
because GTAV is an expressive work and its creative content is not “advertising”
or “trade.” Works such as GTAV simply are not covered by the statute, as a matter
of law. The highly creative character of GTAV’s world of satire, parody, action,
and adventure is beyond question. See pp. 4-7, supra (describing game content as
a whole). The “Burial” gameplay sequence exemplifies the game’s creative
character. See pp. 7-10, supra (describing “Burial”). The determination of the
game content’s creative character is an entirely proper function for the Court, as a

matter of law, at the pleading stage.
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A.  Expressive Works Like GTAV Are Absolutely Protected Even
When The Works Allegedly Depict Or Evoke Real People

This case is part of a genre of Section 51 cases that might be called the “hey,
that’s me” claim: plaintiffs point to fictional characters in creative works and
claim to see an undue resemblance. Such complaints long have failed as a matter
of law at the motion to dismiss stage. This one properly has failed too.

For example, in Univ. of Notre Dame Du Lac v. Twentieth Century-Fox Film
Corp., 22 A.D.2d 452 (1st Dep’t 1965), aff’d, 15 N.Y.2d 940 (1965), the plaintiffs
— the University of Notre Dame and its then-president, Father Theodore Hesburgh
— challenged a novel and a motion picture that they claimed fictionalized them
without their authorization. The Father Hesburgh character in the movie was
named “Father Ryan.” The Appellate Division rejected the Section 51 claim as a
matter of law, at the motion to dismiss stage, noting that creative works, unlike
“trade” or “advertising,” are “no ordinary subject of commerce.” Id. at 457
(citations and quotation marks omitted)). This Court summarily affirmed. 15
N.Y.2d 940.

Likewise, in Hampton v. Guare, 195 A.D.2d 366, 366 (1st Dep’t 1993), the
plaintiff sued the author of the award-winning play “Six Degrees of Separation.”
The play was inspired by a real-life criminal scam where the plaintiff Hampton had
fooled wealthy Manhattanites by pretending to be the son of actor Sidney Poitier.

The main character in the play plainly was a fictionalized version of plaintiff

18



Hampton. The claim failed on a motion to dismiss, with the court holding that
“works of fiction and satire do not fall within the narrow scope of the statutory
phrases ‘advertising’ and ‘trade.”” This Court denied leave to appeal. 82 N.Y.2d
659 (1993); see also W. Page Keeton et al., PROSSER AND KEETON ON THE LAW OF
TORTS § 117 at 853 (5th ed. 1984) (“Nor is there any liability [under the right of
publicity] when the plaintiff’s character, occupation and the general outline of his
career, with many incidents in his life, are used as the basis for a figure in a novel
who is still clearly a fictional one.”).

Another notable “hey, that’s me” claim failed at the motion to dismiss stage
in Costanza v. Seinfeld, 279 A.D.2d 255, 255 (1st Dep’t 2001). The plaintiff
claimed that the character of “George Costanza” in the television show “Seinfeld”
was based on him. The plaintiff and the fictional character were both named
Costanza, and the plaintiff’s personal travails were alleged to resemble those of the
fictional “George Costanza” character. The complaint was dismissed at the
pleading stage, and the Appellate Division affirmed. As the court stated flatly,

“works of fiction do not fall within the narrow scope of the statutory definitions of

‘advertising’ or ‘trade.” 1d. (emphasis added). That proposition correctly states

the law, and it controls here.
Toscani v. Hersey, 271 A.D. 445, 448 (1st Dep’t 1946) further illustrates just

how well settled is the New York rule that exempts creative works from right of
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publicity claims. Plaintiff contended that he was the real-world basis for the main
character in author John Hersey’s World War II novel “A Bell for Adano,” and in
Hersey’s play of the same name. The Appellate Division rejected the claim at the
motion to dismiss stage. As the court explained,

Section 51 was not intended to give a living person a
cause of action for damages based on the mere portrayal
of acts and events concerning a person designated
fictitiously in a novel or play merely because the actual
experiences of the living person had been similar to the
acts and events so narrated.

Id. (emphasis added).

This body of precedent is remarkably consistent and long-running. The rule
Is crystal clear: a plaintiff’s allegation that fictional characters resemble or evoke
her simply does not state a claim in New York. The fundamental issue is not the
degree of factual resemblance, or the lack thereof, between the appearances or life
stories of the fictional characters as compared to the real-life plaintiffs. Rather, the
issue simply is whether the plaintiff is complaining about a character in an
expressive work. GTAV plainly is such a work. Even accepting Ms. Gravano’s
strained suggestion that the fictional “Bottino” character at issue here somehow
evokes her — no matter how close the similarities — her Section 51 claim still fails

as a matter of law.
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B. The Content of GTAV Fits Squarely Within The New York Rule
Of Absolute Protection

As forms of media have evolved over the years, the absolute legal protection
for expressive works and their creative content against Section 51 claims has been
consistent. Video games simply take their place in line as the latest form of
creative content to come under New York’s umbrella of absolute legal protection.

Movie content has been protected. See Univ. of Notre Dame, 22 A.D.2d
452; Krupnik v. NBC Universal, Inc., No. 103249/10, 2010 WL 9013658 (Sup. Ct.,
N.Y. Cnty. Jun. 29, 2010) (dismissing Section 51 claim challenging use of actual
photograph of plaintiff in the movie “Couples Retreat”). Content in novels
likewise has been protected (Toscani); as have plays (Toscani, Hampton),
television shows (Costanza); songs (Lohan v. Perez, 924 F. Supp. 2d 447
(E.D.N.Y. 2013)), paintings (Altbach v. Kulon, 302 A.D.2d 655, 657 (3d Dep’t
2003) (affirming dismissal of Section 51 challenge to an oil painting)), and
photographs (Foster; Hoepker v. Kruger, 200 F. Supp. 2d 340 (S.D.N.Y. 2002)
(granting motion to dismiss)). Both artistic images of a plaintiff (the painting in
Altbach) and literal images (the photographs in Hoepker, Foster, and Krupnik)
have been deemed equally protected.

Regardless of medium, the common denominator is this: if the plaintiff is
suing over creative content in an expressive work, then the Section 51 claim fails

on a motion to dismiss. The Appellate Division here thus appropriately concluded

21



that the video game GTAV merits the same absolute protection as the forms of
media that came before it. 142 A.D.3d at 777 (citing Brown v. Entm’t Merchants
Ass’n, 564 U.S. 786, 790 (2011)).

In Brown, the U.S. Supreme Court squarely held that video games are
entitled to the same First Amendment protected status as older cultural formats:
“Like the protected books, plays, and movies that preceded them, video games
communicate ideas — and even social messages — through many familiar literary
devices (such as characters, dialogue, plot, and music) and through features
distinctive to the medium (such as the player’s interaction with the virtual world).”
Brown, 564 U.S. at 790. The Supreme Court applied First Amendment protection
even to video games that might be considered “offensively violent,” noting that
“parental oversight” is appropriate, but governmental restrictions on such content
are not. Id. at 794, 804. This Court likewise can easily conclude that video games
fit comfortably within New York’s tradition of absolute protection for expressive

works and their creative content.

C. The Protection Of Creative Content Applies At The Motion To
Dismiss Stage, Sparing Content Creators From Costly Discovery

New York courts for decades have dismissed Section 51 claims on motions
to dismiss, based on the court’s own review of the creative work at issue. That is

exactly what the Appellate Division did here.

22



For example, in Notre Dame, a case involving a challenge to a novel and a
film, the Appellate Division dismissed the plaintiff’s Section 51 claim after it

“read the book, which [was] incorporated as an exhibit to the complaint, and at

the request of the parties viewed a special showing of the moving picture.” 22

A.D.2d at 455 (emphasis added). Courts review the content of challenged works
as a matter of course at the motion to dismiss stage, and they readily conclude
based on their own review that the challenged content is creative and thus the work
is fully protected. See, e.g., Lohan, 924 F. Supp. 2d at 454 (granting motion to
dismiss Section 51 case based on a song, because music is “a form of expression
and communication”); Altbach, 302 A.D.2d 655 (oil painting); Costanza, 279
A.D.2d 255 (television show Seinfeld); Hampton, 195 A.D.2d 366 (play “Six
Degrees of Separation”); Krupnik, 2010 WL 9013658 (movie “Couples Retreat™).

The Appellate Division’s order thus was procedurally and legally correct: it
determined as a matter of law that the content of GTAV was creative and not
“advertising” or “trade,” and dismissed Ms. Gravano’s complaint. As the
Appellate Division in Notre Dame explained in an opinion affirmed by this Court,
the judiciary’s job is not to pass judgment on the artistic merit of the particular

creative work, but simply to determine whether the work is creative in nature.
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It is fundamental that courts may not muffle expression
by passing judgment on its skill or clumsiness, its
sensitivity or coarseness; nor on whether it pains or
pleases. It is enough that the work is a form of
expression deserving of substantial freedom—both as
entertainment and as a form of social and literary
criticism.
22 A.D. 2d. at 458 (citation and quotation marks omitted), aff’d, 15 N.Y.2d 940
(1965). Once the determination is made in a Section 51 case that the challenged
work is a form of creative expression, dismissal follows.

The content of GTAV properly was considered below on two separate
procedural grounds — (i) because the game content was incorporated by reference
into the Amended Complaint, and (ii) because it was placed into the record by
Take-Two via affidavit. See Bello v. Cablevision Sys. Corp., 185 A.D.2d 262, 263
(2d Dep’t 1992) (“We assess the complaint in light of the evidentiary material
submitted in conjunction with the CPLR 8§ 3211 motion, as well as that appended
to the complaint itself.”); Deer Consumer Prods., Inc. v. Little, No. 650823/2011,
2011 WL 4346674, at *4 (Sup. Ct., N.Y. Cnty. Aug. 31, 2011) (“[I]t is undisputed
that the Court, on a CPLR § 3211(a)(1) or (a)(7) dismissal motion, may consider
documents referred to in a Complaint’); 6A CARMODY-WAIT 2D, CYCOLPEDIA OF

NEW YORK PRACTICE WITH FORMS, § 38:161 (2016) (“[O]n a motion to dismiss the

complaint for failure to state a cause of action, the court is not limited to a
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consideration of the pleading itself, but may consider extrinsic matters submitted
by the parties in disposing of the motion.”).

The New York rule compelling dismissal of these types of claims at the
pleading stage is not just mandated by the plain language and history of Section 51
and by the ample body of precedent. Dismissal also is sound policy, protecting the
rich tradition of cultural works that use real people for the creative purpose of
inspiring fictional characters. To cite just one current example of this rich
tradition, “Six Degrees of Separation” — the play held protected against a Section
51 claim in Hampton — has been nominated for a 2017 Tony Award for Best
Revival of a Play. It is promoted by the producers as being “[i]nspired by a true
story.”® The examples of cultural works that use real-world figures for creative

purposes are legion.*®

®  http://www.sixdegreesbroadway.com/ (last visited May 30, 2017); see also
Alex Witchel, The Life of Fakery and Delusion In John Guare's ‘Six Degrees’,
N.Y. TIMES (Jun. 21, 1990) (“[aJudiences leave wondering where the facts stop
and Mr. Guare’s imagination begins”), available at
http://www.nytimes.com/1990/06/21/theater/the-life-of-fakery-and-delusion-in-
john-guare-s-six-degrees.html.

10 See, e.g., Erin Blakemore, How Hearst Tried to Stop ‘Citizen Kane’,
SMITHSONIAN (Mar. 30, 2016) (legendary movie a “thinly veiled portrait” of
William Randolph Hearst), available at
http://www.smithsonianmag.com/smart-news/how-hearst-tried-stop-citizen-
kane-180958602/#kCkzicqu9rSYp9q5.99; Jason Hughes, ‘The Good Wife’
Creators Explain Inspiration Behind Pilot Slap on ‘The Writers’ Room’, The
Wrap (May 25, 2014) (popular television show inspired by multiple cases of
male politicians who brought their wives to press conferences where they
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Dismissal at the pleading stage not only protects these creative works, and
incentivizes their creation — it also spares content creators from costly and
unnecessary discovery. See CPLR 8§ 3214(b) (automatic stay of discovery while
motion to dismiss under CPLR § 3211 is pending). New York’s absolute

protection for creative works controls here, and rightly so.

I11. CONSTITUTIONAL FREE SPEECH VALUES SUPPORT THE STATUTORY
GROUNDS FOR DISMISSAL

Affirmance of the dismissal is fully supported on purely statutory grounds,
for the reasons discussed in sections | and Il above. Constitutional free speech
concerns provide strong additional support for this result.

The Legislature drafted Section 51 “with the First Amendment in mind,”
(Foster, 128 A.D.3d at 156), and courts have relied on this when granting motions
to dismiss claims against creative content in expressive works. Lohan, 924 F.
Supp. 2d at 454 (“Courts interpreting [Section 51] have concluded that ‘pure First
Amendment speech in the form of artistic expression . . . deserves full protection,

even against [another individual’s] statutorily-protected privacy interests” (citation

discussed their own personal misconduct), available at
http://www.thewrap.com/the-good-wife-creators-explain-inspiration-behind-
pilot-slap-on-the-writers-room-video/; Jeanie Riess, Ten Famed Literary
Figures Based on Real-Life People, SMITHSONIAN (Sep. 12, 2012) (noting real-
life referents for fictional characters including Robinson Crusoe and Dorian
Gray), available at http://www.smithsonianmag.com/arts-culture/ten-famed-
literary-figures-based-on-real-life-people-35379298/#i8s\VPDhpMJ5m8PZR.99.

26



omitted)); see also Altbach, 302 A.D.2d at 657 (affirming dismissal of a Section 51
claim because the works at issue were “artistic expressions — specifically a
caricature and parody of plaintiff in his public role as a town justice — that are
entitled to protection under the First Amendment and excepted from New York’s
privacy protections’); Hoepker, 200 F. Supp. 2d at 349 (“New York courts have
taken the position in the right of privacy context that art is speech, and,
accordingly, that art is entitled to First Amendment protection vis-a-vis the right of
privacy.”). This Court should do the same here.

These are the same First Amendment principles that long have underpinned
this Court’s jurisprudence on the “newsworthiness” exception to Section 51, which
recognizes that publications concerning newsworthy events or matters of public
interest are not for purposes of “advertising” or “trade.” As this Court has
explained, “[t]he exception reflects Federal and State constitutional concerns for
free dissemination of news and other matters of interest to the public.” Stephano v.
News Publ’n, 64 N.Y.2d 174, 184 (1984). The principles behind the
“newsworthiness” exception are not meant literally to protect works of journalism
(although those have indeed been held exempt). See Howell v. New York Post Co.,
Inc., 81 N.Y.2d 115 (N.Y. 1993). Rather, these principles extend to “many other

forms of First Amendment speech, protecting literary and artistic expression from
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the reach of the statutory tort of invasion of privacy.” Foster, 128 A.D. 3d at 156
(citing Notre Dame, 22 A.D.2d at 456).

First Amendment considerations thus strongly support affirmance of the
dismissal here. The GTAV creative content is part of an expressive work of fiction
— filled with dialogue, character, plot, music and other classic elements of
protected expression. As the U.S. Supreme Court has made clear, video games
generally fall within First Amendment protections because they communicate ideas
“[1]ike the protected books, plays, and movies that preceded them.” Brown, 564
U.S. at 790. The interactive character of the gameplay adds to its constitutionally
protected character. Id. (“features distinctive to the [video game] medium (such as
the player’s interaction with the virtual world)” add to video games’ First
Amendment protected status).

As Brown aptly further held, “whatever the challenges of applying the
Constitution to ever-advancing technology, the basic principles of freedom of
speech and the press, like the First Amendment’s command, do not vary when a
new and different medium for communication appears.” 1d. (internal citation and
quotation marks omitted). These First Amendment factors support dismissal
whether one agrees with the video game critics who have embraced GTAV,
MacDonald, supra 9 n.5, or one has other cultural preferences. Id. (“Under our

Constitution, esthetic and moral judgments about art and literature . . . are for the

28



individual to make, not for the Government to decree, even with the mandate or
approval of a majority.”) (internal citation and quotation marks omitted).

The New York State Constitution supports affirmance here at least as
strongly as the First Amendment. N.Y. Const. Art. I, § 8 (“Every citizen may
freely speak, write and publish his or her sentiments on all subjects, being
responsible for the abuse of that right; and no law shall be passed to restrain or
abridge the liberty of speech or of the press.”). New York, as

a cultural center for the Nation, has long provided a
hospitable climate for the free exchange of ideas. That
tradition is embodied in the free speech guarantee of the
New York State Constitution . . . [which] reflect[s] the
deliberate choice of the New York State Constitutional

Convention not to follow the language of the First
Amendment.

Immuno, A.G. v. Moor-Jankowski, 77 N.Y.2d 235, 249 (1991) (holding, in
defamation context, that the protections of Article I, Section 8 of New York State’s
constitution can exceed federal First Amendment protections).

To be clear, the Appellate Division here did not hold that the First
Amendment “bar[s] all right of privacy claims involving video games,” as Ms.
Gravano mistakenly contends (Gravano Br. at 21), and the Court need not reach
this issue to affirm. The record and the law, however, would fully support this
Court in relying on First Amendment considerations to confirm why the plain

language of Section 51 requires dismissal.
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For these reasons, constitutional free speech concerns provide powerful
support for the Appellate Division’s interpretation of Section 51 in this case. Both
the First Amendment and the New York Constitution support the statutory
limitation of “advertising purposes” and “trade” purposes to exclude expressive
works and their creative content, as well as the construction of “name, portrait,
picture or voice” to exclude digital “avatars” like the fictional character “Antonia

Bottino.”

IV. MS. GRAVANO CONCEDES THE LAW DOES NOT SUPPORT HER CLAIM

Eliminating all doubt that settled New York law compels affirmance, Ms.
Gravano explicitly requests “a change in the law.” Gravano Br. at 29, 31. To
support this request Ms. Gravano cites the U.S. Supreme Court’s progress from
Plessy v. Ferguson, 163 U.S. 537 (1896), to Brown v. Board of Education, 347
U.S. 483 (1954). No response to these citations seems necessary.

Ms. Gravano also cites the dissent in Toscani, ignoring that the majority
opinion in Toscani — protecting a creative work against a “hey, that’s me” Section
51 claim just like Ms. Gravano’s — has been cited with approval for more than 70
years. See Hampton v. Guare, No. 17869, 1992 WL 117448, at *3 (N.Y. Sup. Ct.
Apr. 29, 1992), aff’d, 195 A.D.2d 366 (1st Dep’t 1993); Wojtowicz, 58 A.D.2d at
47, aff’d, 43 N.Y.2d 858 (1978); Notre Dame, 22 A.D. 2d. at 455, aff’d., 15

N.Y.2d 940; Mother, 2013 WL 497173, at *2; People ex rel. Maggio v. Charles
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Scribner’s Sons, 205 Misc. 818, 821 (N.Y. City Ct. 1954). Toscani plainly and
accurately states the controlling law of this State.

This Court has declined past invitations similar to Ms. Gravano’s to change
the law. See, e.g., Hampton, 82 N.Y.2d 659 (1993) (denying motion for leave to

appeal). Simply put, “New York courts have repeatedly ruled that use of a

person’s likeness in movies or other entertainment media [. . .] does not constitute

use for advertising or purposes of trade, and [is] not actionable under section

51[.]1” Krupnick, 2010 WL 9013658, at *6 (emphasis added) (quoting Costanza,
279 A.D.2d 255, 255; Hampton, 195 A.D.2d 366). This Court should stay the
course.

Ms. Gravano’s remaining arguments are to no avail. No New York court
ever has applied a “predominance [sic] purpose test” (Gravano Br. at 18) to
determine whether the creative content of an expressive work constitutes an
“advertising” or “trade” purpose under Section 51. Even if there were some test of
predominance, GTAV would pass with flying colors as it is only a creative work
and has no advertising component.

Ms. Gravano cites Mastrovincenzo v. City of N.Y., 435 F.3d 78 (2d Cir.
2006) (Gravano Br. at 15), but that case involved a motion for a preliminary
injunction concerning the enforcement of a city ordinance against street vendors.

It had nothing to do with Section 51.
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The cases involving “invented biographies” to which Ms. Gravano cites in
passing are not relevant here. See Gravano Br. at 33-34, citing Binns v. Vitagraph
Co., 210 N.Y. 51 (1913); Spahn v. Messner, Inc., 18 N.Y.2d 324, 327 (1966);
Porco v. Lifetime Entm’t Servs., LLC, 147 A.D.3d 1253 (3d Dep’t 2017). Those
cases occupy a seldom-visited corner of right of publicity law involving the use of
the plaintiff’s real name in what are held out to be recitations of true events, but are
substantially fictionalized. Here, there is neither any use of Ms. Gravano’s name,
nor is there any suggestion to the public that real events are being depicted. GTAV
obviously is not a biography, nor does it claim to be.

The cases Ms. Gravano cites from the Third, Seventh, or Ninth Federal
Circuits (Gravano Br. at 25-31) arise under other states’ laws. Ms. Gravano
concedes that they carry no weight in New York. Id. at 31. These cases simply
reflect that other courts have adopted different tests than New York for assessing
right of publicity claims under very different facts (i.e., sports simulation games
that use real athletes playing their sports). See, e.g., Hart v. Electronic Arts, Inc.,
717 F.3d 141 (3d Cir. 2013) (applying the transformative use test under New
Jersey law to a sports simulation game without an expressive story); In re NCAA
Student-Athlete Name & Likeness Licensing Litig., 724 F.3d 1268 (9th Cir. 2013)
(applying the transformative use test under California law to a sports simulation

game without an expressive story); Parks v. LaFace Records, 329 F.3d 437 (6th
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Cir. 2003) (applying Rogers test under Michigan law to a song using Rosa Parks’

name). They provide no reason for New York to revisit its own rule.

CONCLUSION

For the foregoing reasons, this Court should affirm the dismissal of the

Amended Complaint, in its entirety and with prejudice.
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FAHEY, J.:

The primary questions on this appeal are whether an avatar (that is, a graphical
representation of a person, in a video game or like media) may constitute a “portrait” within
the meaning of Civil Rights Law 88§ 50 and 51 and, if so, whether the images in question
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in the video game central to this matter are recognizable as plaintiff. We conclude a
computer generated image may constitute a portrait within the meaning of that law. We
also conclude, however, that the subject images are not recognizable as plaintiff, and that
the amended complaint, which contains four causes of action for violation of privacy
pursuant to Civil Rights Law 88 50 and 51, was properly dismissed.

Facts?

Defendants develop, sell, market, and distribute video games, including the
commercially successful “Grand Theft Auto V” (GTAV) game. GTAV is an action-
adventure game that is set in a fictional state called “San Andreas” that, according to the
vice president for quality assurance of defendant Rockstar Games, Inc. (Rockstar), is
intended to evoke Southern California. GTAV’s plot occurs in and around a fictional city
called “Los Santos,” which in turn is intended to evoke Los Angeles. In addition to a 50-
hour principal storyline, GTAV contains approximately 100 hours of supplementary game
play containing “random events” that a player may choose to explore as he or she proceeds
through the game’s main plot.

One of those random events is relevant to this appeal. In what defendants
characterize as the “Escape Paparazzi” scene in GTAV, the player encounters a character

named “Lacey Jonas” hiding from paparazzi in an alley. To the extent the player chooses

! Inasmuch as this appeal arises from defendants’ motion to dismiss the amended

complaint, we must, among other things, “accept as true the facts alleged in the
[amended] complaint and any submissions in opposition to the dismissal [application]”
(511 W. 232nd Owners Corp. v Jennifer Realty Co., 98 NY2d 144, 151-152 [2002]).
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to help her escape those photographers, Jonas enters the player’s automobile before
describing herself as an “actress slash singer” and the “voice of a generation.” Jonas also
characterizes herself as “really famous,” and the player’s character recognizes “that Jonas
has starred in romantic comedies and in a dance-off movie.”

Before the GTAV storyline may proceed to any random events, including the
“Escape Paparazzi” scene, the player must view what defendants refer to as “transition
screens,” which “contain artwork that appears briefly on the user’s screen while the game
content [loads] into the game console’s memory.” Two “screens” from GTAV are relevant
to this appeal. One such screen contains an image (the “Stop and Frisk” image) of a blonde
woman who is clad in denim shorts, a fedora, necklaces, large sunglasses, and a white t-
shirt while being frisked by a female police officer. The second such screen contains an
image (the “Beach Weather” image) wherein the same blonde woman is depicted wearing
a red bikini and bracelets, taking a “selfie” with her cell phone, and displaying the peace
sign with one of her hands.

Defendants purportedly released GTAV for the PlayStation and Xbox 360 video
game consoles on or about September 17, 2013. Through that release, copies of GTAV
were distributed to and sold by numerous domestic and foreign retailers, including retailers
within New York State. To advertise the game prior to its release, defendants allegedly
used the “Stop and Frisk” and “Beach Weather” images on various promotional materials,
including billboards. Defendants also used the “Beach Weather” image on the packaging
for the GTAV, and both the “Beach Weather” and “Stop and Frisk™ images on video game

discs.
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According to plaintiff, who describes herself as a figure “recognized in social
media” and as “a celebrity actor[] who has been regularly depicted in television, tabloids,
blogs, movies, fashion related magazines, talk shows, and theatre for the past 15 . . . years,”
the Jonas character is her “look-a-like” and misappropriates her “portrait[] and voice.”
Plaintiff also believes that the “Stop and Frisk” and “Beach Weather” images each
cumulatively evoke her “images, portrait[,] and persona.”

Inasmuch as she did not provide written consent for the use of what she characterizes
as her portrait and her voice in GTAV, plaintiff commenced this action seeking, among
other things, compensatory and punitive damages for invasion of privacy in violation of
Civil Rights Law 88 50 and 51. In lieu of answering, defendants moved to dismiss the
amended complaint for failure to state a cause of action (see CPLR 3211 [a] [7]) and based
on, among other things, documentary evidence (see CPLR 3211 [a] [1]). Supreme Court
denied the part of the motion seeking dismissal of the amended complaint but, on appeal,
the Appellate Division modified that order and granted that application to the extent it
sought dismissal of the operative pleading (142 AD3d 776, 777 [1st Dept 2016]). We
subsequently granted plaintiff leave to appeal to this Court (28 NY3d 915 [2017]), and we
now affirm the Appellate Division order insofar as appealed from.

The Statutory Right of Privacy

“Historically, New York common law did not recognize a cause of action for

invasion of privacy” (Shields v Gross, 58 NY2d 338, 344 [1983]). That point was

articulated in Roberson v Rochester Folding Box Co. (171 NY 538 [1902]), which arose

from the unauthorized use of approximately 25,000 reproductions of a photograph of the
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infant plaintiff to promote the defendant’s flour (see id. at 542). In dismissing the
complaint in that matter, which sounded in the breach of a “so-called right of privacy” (id.
at 544), we “broadly denied the existence of such a cause of action under New York

common law” (Arrington v New York Times Co., 55 NY2d 433, 439 [1982]; see Roberson,

171 NY at 556).
In response to Roberson (171 NY 538), the legislature codified “a limited statutory

right of privacy” in article 5 of the Civil Rights Law (Messenger v Gruner + Jahr Print. &

Publ., 94 NY2d 436, 441 [2000], cert denied 531 US 818 [2000]). Civil Rights Law § 50
“makes it a misdemeanor to use a living person’s ‘name, portrait or picture’ for advertising
or trade purposes ‘without having first obtained the written consent of such person, or if a
minor of his or her parent or guardian’ ” (Messenger, 94 NY 2d at 441, quoting Civil Rights
Law § 50). Civil Rights Law § 51, as amended last in 1921 (L 1921, ch 501), “adds the
civil damages teeth” (Messenger, 94 NY2d at 449 [Bellacosa, J., dissenting]) and “makes
a violation of section 50 actionable in a civil suit” (Arrington, 55 NY2d at 438 n 1). As
relevant here, Civil Rights Law § 51 specifically provides that

“[a]ny person whose name, portrait, picture or voice is used

within this state for advertising purposes or for the purposes

of trade without the written consent first obtained as

[provided in Civil Rights Law 8§ 50] may maintain an

equitable action . . . to prevent and restrain the use thereof;

and may also sue and recover damages for any injuries

sustained by reason of such use . . ..”

In point of fact, Civil Rights Law §§ 50 and 51 “were drafted narrowly to encompass

only the commercial use of an individual’s name or likeness and no more” (Arrington, 55

NY2d at 439). Based on that slender legislative intent, courts determining questions of the

-5-
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application of Civil Rights Law § 51 have limited the remedial use of that statute. By way
of example, we have deemed non-commercial -- and therefore non-actionable -- the use of
a person’s likeness with respect to “newsworthy events or matters of public interest”

(Howell v New York Post Co., 81 NY2d 115, 123 [1993]; see Finger v Omni Publs. Intl.,

77 NY2d 138, 141-142 [1990]; Stephano v New Group Publs., 64 NY?2d 174, 184 [1984]),

and other courts have explicitly concluded that works of humor (see Onassis v Christian

Dior-New York, Inc., 122 Misc 3d 603, 614 [Sup Ct, New York County 1984], affd 110

AD2d 1095 [1st Dept 1985]), art (see Altbach v Kulon, 302 AD2d 655, 658 [2d Dept

2003]), fiction, and satire (see Hampton v Guare, 195 AD2d 366, 366 [1st Dept 1993], Iv

denied 82 NY2d 659 [1993]; see also University of Notre Dame Du Lac v Twentieth

Century-Fox Film Corp., 22 AD2d 452 [1st Dept 1965], affd on opn below 15 NY2d 940

[1965]) do not come within the ambit of section 51 (see generally Messenger, 94 NY2d at

446). Indeed, at bottom, courts have cabined section 51 “ ‘to avoid any conflict with the
free dissemination of thoughts, ideas, newsworthy events, and matters of public interest’

guaranteed by the First Amendment” (Ann-Margret v High Soc. Magazine, Inc., 498 F

Supp 401, 404 [SD NY 1980], quoting Time, Inc. v Hill, 385 US 374, 382 [1967]; see

Howell, 81 NY2d at 123) because “freedom of speech and the press . . . transcends the right

to privacy” (Namath v Sports Illustrated, 80 Misc 3d 531, 535 [Sup Ct, New York County

1975], affd 48 AD2d 487 [1st Dept 1975], affd 39 NY2d 897 [1976]).
Analysis
Turning to the merits, based on the language of the statute, “[t]o prevail on a . . .

right to privacy claim pursuant to [Civil Rights Law § 51], a plaintiff must prove: (1) use

-6 -
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of plaintiff’s name, portrait, picture or voice (2) for advertising purposes or for the purposes

of trade (3) without consent and (4) within the state of New York™” (Lohan v Perez, 924 F

Supp 2d 447, 454 [ED NY 2013] [internal quotation marks omitted]). Our review turns on
the “portrait” element of that statute and, as an initial matter, we conclude that an avatar
(that is, a graphical representation of a person, in a video game or like media) may
constitute a “portrait” within the meaning of article 5 of the Civil Rights Law.

The affirmative answer to that “avatar” inquiry requires us to proceed to the issue
whether the images in question in GTAV are recognizable as plaintiff. Applying the settled

rules applicable to this motion to dismiss (see Leon v Martinez, 84 NY2d 83, 87-88

[1994]), we conclude that the amended complaint was properly dismissed because the
artistic renderings are indistinct, satirical representations of the style, look, and persona of
a modern, beach-going young woman that are not reasonably identifiable as plaintiff (see

Cohen v Herbal Concepts, 63 NY2d 379, 384 [1984]). We address each of those

controversies separately for ease of review.
The Avatar Question
To be sure, “ ‘[t]he language of a statute is generally construed according to its
natural and most obvious sense . . . in accordance with its ordinary and accepted meaning,
unless the Legislature by definition or from the rest of the context of the statute provides a

special meaning’ ” (Samiento v World Yacht Inc., 10 NY3d 70, 77-78 [2008], quoting

McKinney’s Cons Law of NY, Book 1, Statutes § 94, at 191-194 [1971 ed]). Civil Rights
Law § 51 was enacted in 1903 (see L 1903, ch 132 § 2), at which time digital technology

was uninvented. To that end, a reasonable mind could question how the term “portrait,”

_7-
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as incorporated in the original and present forms of Civil Rights Law § 51, could embrace
the imagery in question.

The appropriate course, however, is to employ the theory of statutory construction
that general terms encompass future developments and technological advancements. In
the context of statutory construction, this Court has observed that “general legislative
enactments are mindful of the growth and increasing needs of society, and they should be
construed to encourage, rather than to embarrass, the inventive and progressive tendency

of the people” (Hudson Riv. Tel. Co. v Watervliet Turnpike & R. Co., 135 NY 393, 403-

404 [1892]; see McKinney’s Cons Laws of NY, Book 1, Statutes, § 93 [“statutes framed
in general terms ordinarily apply to cases and subjects within their terms subsequently
arising”’]).

Operating under that standard, we conclude that an avatar may constitute a “portrait”
within the meaning of Civil Rights Law article 5. We have held that the term “portrait”

embraces both photographic and artistic reproductions of a person’s likeness (see Cohen,

63 N'Y2d at 384; see also Binns v Vitagraph Co. of Am., 210 NY 51, 57 [1913] [“A picture
within the meaning of (Civil Rights Law article 5) is not necessarily a photograph of the

living person, but includes any representation of such person”]; see generally Young v

Greneker Studios, 175 Misc 1027, 1028 [Sup Ct, New York County 1941] [“The words

‘picture’ and ‘portrait’ are broad enough to include any representation, whether by
photograph, painting or sculpture”]). Federal courts share the view that “any recognizable

likeness, not just an actual photograph, may qualify as a ‘portrait or picture’ > (Burck v

Mars, Inc., 571 F Supp 2d 446, 451 [SD NY 2008], quoting Allen v National Video, Inc.,
-8-
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610 F Supp 612, 622 [SD NY 1985]), having ruled that a composite photograph and

drawing (Ali v Playqirl, Inc., 447 F Supp 723, 726 [SD NY 1978]) and a cartoon (Allen,

610 F Supp at 622) may trigger the protections of Civil Rights Law article 5. In view of
the proliferation of information technology and digital communication, we conclude that a
graphical representation in a video game or like media may constitute a “portrait” within
the meaning of the Civil Rights Law.
The Portrait Question
Even applying the deferential rules germane to a motion to dismiss, we nevertheless
conclude that the images in question do not constitute a “portrait” of plaintiff, and that the

amended complaint therefore was properly dismissed (see generally Leon, 84 NY2d at 87-

88).

“Manifestly, there can be no appropriation of [a] plaintiff’s [likeness] for
commercial purposes if he or she is not recognizable from the [image in question]” (Cohen,
63 NY2d at 384). It follows that “a privacy action [cannot] be sustained . . . because of the
nonconsensual use of a [representation]| without identifying features” (id.). Whether an
image or avatar is a “portrait” because it presents a “recognizable likeness” typically is
question for a trier of fact (id.). Nevertheless, before a factfinder can decide that question,
there must be a basis for it to conclude that the person depicted “is capable of being
identified from the advertisement alone” as plaintiff (id.). That legal determination will
depend on the court’s evaluation of the “quality and quantity of the identifiable

characteristics” present in the purported portrait (id.).
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Here, the Jonas character simply is not recognizable as plaintiff inasmuch as it
merely is a generic artistic depiction of a “twenty something” woman without any
particular identifying physical characteristics. The analysis with respect to the Beach
Weather and Stop and Frisk illustrations is the same. Those artistic renderings are
indistinct, satirical representations of the style, look, and persona of a modern, beach-going
young woman. It is undisputed that defendants did not refer to plaintiff in GTAV, did not
use her name in GTAV, and did not use a photograph of her in that game (see 142 AD3d

at 776, citing Costanza v Seinfeld, 279 AD2d 255, 255 [1st Dept 2001]). Moreover, the

ambiguous representations in question are nothing more than cultural comment that is not
recognizable as plaintiff and therefore is not actionable under Civil Rights Law article 5

(see generally Cohen, 63 NY2d at 384).2

In view of our determination, we do not address plaintiff’s remaining contention
with respect to the “advertising” and “trade” elements of Civil Rights Law § 51. We also
do not address the alternative contention of defendant Rockstar North in support of
dismissal of the amended complaint as against it.

Accordingly, the order of the Appellate Division, insofar as appealed from, should

be affirmed, with costs.

2 As noted, plaintiff also alleges in the amended complaint that, through the
dialogue of GTAV’s Jonas character, defendants have misappropriated her voice.
Defendants submitted an affidavit asserting that her voice was not used in GTAV. In
response, plaintiff did not dispute this fact but, rather, claimed that GTAV incorporated
her “voice resemblance and accent.” Before this Court, plaintiff again implicitly
concedes that GTAV did not use her “voice.” Accordingly, the amended complaint was
also properly dismissed with respect to that claim.

-10 -
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Order, insofar as appealed from, affirmed, with costs. Opinion by Judge Fahey. Chief
Judge DiFiore and Judges Rivera, Stein, Garcia and Feinman concur. Judge Wilson took
no part.

Decided March 29, 2018

-11 -
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QUESTIONS FOR REVIEW

Whether a celebrity plaintiff alleges a sustainable cause of action under New
York Civil Rights Law sections 50 and 51 when a defendant without consent uses
a reasonably recognizable still image digital drawing portrait within the video
game as a transition screen still image between game sets not subject to player
manipulation not to tell a fictional story but made intentionally and specifically for
use on the game’s packaging, promotional billboards and game transition screens
wholly for advertising or trade purposes.

In reversing the Supreme Court, the First Department ruled in the negative

which plaintiff-appellant contends was error.

JURISIDICTIONAL STATEMENT

The Court of Appeals has jurisdiction over thils appeal pursuant to CPLR §
5602(a)l1(i). The March 11, 2016 Supreme Court New York County Order
denying defendants’ pre-Answer dismissal motion is at R 5-6. The September 1,
2016 Appellate Division Order reversing the Supreme Court is at R 3a-7a. The
November 29, 2016 Appellate Division Order denying reargument and leave to

appeal is attached as Exhibit C to plaintiff-appellant’s Motion for Leave to Appeal

! This is the identical Question for Review submitted in plaintiff-appellant’s Motion for Leave to
Appeal to the Court of Appeals dated December 28, 2016 at pages 4-5, and is the basis for
plaintiff-appellant’s Opposition both in the Supreme Court (R 211-232) and in the First
Department as demonstrated by the First Department’s Order dated September 1, 2016 (R 3a-
7a).

1



to the Court of Appeals dated December 28, 2016. The Court of Appeals granted

leave to appeal on February 16, 2017. (R 2a).

STATEMENT OF THE CASE

This action was filed by plaintiff-appellant Lindsay Lohan for defendants-
appellants’ violation of her right of privacy under §§ 50 and 51 of the New York
Civil Rights Law. Ms. Lohan filed a Summons and Verified Complaint on July 1,
2014 (R 7-15) alleging that defendants-respondents Take-Two Interactive
Software, Inc., Rockstar Games, Inc. and Rockstar North are related entities
releasing the video game Grand Theft Auto V (hereafter GTAV) using her
recognizable celebrity image, portrait and persona (R 34-37, 38-46, 54-59) without
her consent for improper advertising or trade purposes of their video game GTAV
released to consumers on September 17, 2013. (R 38, 54). All the defendants-
respondents (hereafter GTAV) were properly served in or about July 18, 2014 to
July 22, 2014 and the Affidavits of Service are at R 239-246. An Amended
Complaint (R 17-59) was filed on October 8, 2014 pursuant to CPLR 3025(a).

The Amended Complaint alleges that GTAV knowingly misappropriated
Ms. Lohan’s image, portrait, voice and persona without her consent on the game
discs, websites, posters, and billboard advertising (R 17-18) purely for improper

commercial purposes in violation of New York Civil Rights Law §§ 50 and 51 (R



25). The Amended Complaint alleges that GTAV used three portraits in violation
of the statute. First is a still image arrest pose known as “Stop and Frisk” (R 23-
24, 34-37). Second is a still image bikini shot known as “Beach Weather” (R 25-
26, 38-43). Third is a video game avatar called “Lacey Jonas” in a game mission
called “Escape Paparazzi” (R 27-28) using a replica of Ms. Lohan’s voice copying
biographical references to actual events in Ms. Lohan’s life. “Stop and Frisk”
appears on game disc 2 (R 34), the back cover of the Game Guide (R 250), on
posters sold on GTAV’s website (R 248), and on a still transition screen while the
actual game components are loading (R 65, 73, 99). “Beach Weather” appears on
game disc 1 (R 38), billboards (R 54-58), the disc cover jacket (R 249), and on a
still transition screen while the actual game components are loading (R 65, 73).
The Amended Complaint also alleges that unrelated reputable media writers such
as Sarah Miller and others have reached out to Ms. Lohan believing the game
character images are her creating consumer confusion in the market place. (R 28,
44-47).

Rather than interpose an Answer, on November 12, 2014 GTAV moved to
dismiss the Amended Complaint pursuant to CPLR §§ 3211(a)(1) and (a)(7). On
March 11, 2016 the Supreme Court held in relevant part as follows. (R 5-6).

The application to dismiss, pursuant to CPLR 3211 (a)(1), is
denied. The “documents” relied upon by movants, to assert that

the images in question are not those of the plaintiff, is
vehemently and factually contested by the plaintiff. These

3



factual disputes requires a determination by the trier of the facts
and said documents cannot, at this juncture, support an
application to dismiss based on the self-serving statements that
the images are not those of the plaintiff’s. (R 5).

The application seeking dismissal for failure to state a cause
of action, pursuant to CPLR 3211i(a)(7), i1s denied. When
deciding whether or not a complaint should be dismissed
pursuant to CPLR 3211(a)(7), the complaint must be construed
in the light most favorable to the plaintiff, and all factual
allegations must be accepted as true, limiting the inquiry to
whether or not the complaint states, in some recognizable form,
any cause of action known to our law (see, World Wide
Adjustment Bureau et al., v. Edward S. Gordon Company, Inc.,
et al., 111 AD2d 98 [1* Dept, 1985]). In assessing the
sufficiency of the complaint, this court must also consider the
allegations made in both the complaint and the accompanying
affidavit, submitted in opposition to the motion, as true and
resolve all inferences which reasonably flow therefrom, in favor
of plaintiff (Joel v. Weber, 166 Ad2d 130, [1*' Dept, 1991]).

(R 35).

In this case, plaintiff has alleged cause(s) of action alleging a
violation of a right to privacy pursuant to New York Civil Rights
Law section 50 and 51. . . .(Ro6).

Accordingly, It is ORDERED that the within pre-answer
motion to dismiss, including the application for sanctions, is
denied; . . .(R6).

On March 16, 2016, GTAYV filed a Notice of Appeal quickly followed by its
opening Brief and Record improperly leaving out their Reply filed in the Supreme
Court which Ms. Lohan included in a Supplemental Record. Notably, in GTAV’s
Reply in the Supreme Court GTAV argued as follows. (R 267).

Similarly, there is no dispute that the Beach Weather and Stop
and Frisk artworks were released a year and eight month before

4



the original complaint was filed. /d. There 1s also no dispute that
they were widely used in many different formats related to
publicizing GTAYV, including posters and advertisements at least
twelve months before the original complaint was filed. (R 267).

On September 1, 2016, the Appellate Division First Department reversed (R
3a-7a) the Supreme Court and dismissed the Amended Complaint holding as
follows.

As to Lohan's claim that an avatar in the video game is she and
that her image i1s used in various images, defendants also never
referred to Lohan by name or used her actual name in the video
game, never used Lohan herself as an actor for the video game,
and never used a photograph of Lohan (see Costanza at 255).

Even if we accept plaintiffs' contentions that the video game
depictions are close enough to be considered representations of
the respective plaintiffs, plaintiffs' claims should be dismissed
because this video game does not fall under the statutory
definitions of “advertising” or “trade” (see Costanza at 255,
citing Hampton v Guare, 195 AD2d 366, 366 [1st Dept 1993/, Iv
denied 82 NY2d 659 [1993] [stating that “works of fiction and
satire do not fall within the narrow scope of the statutory phrases
'advertising' and 'trade"]; see generally Brown v Entertainment
Merchants Assn., 564 US 786, 790 [2011] [“(Dike the protected
books, plays, and movies that preceded them, video games
communicate ideas . . .” and deserve First Amendment
protection]). This video game's unique story, characters,
dialogue, and environment, combined with the player's ability to
choose how to proceed in the game, render it a work of fiction
and satire.

Further, Lohan's claim that her image was used in advertising
materials for the video game should also be dismissed. The
images are not of Lohan herself, but merely the avatar in the
game that Lohan claims is a depiction of her (see Costanza at
255 [the "use of the character in advertising was incidental or



ancillary to the permitted use[,]" and therefore was not
commerciall).

The First Department erred in holding that this video game does not fall
under the narrow scope of the statutory definitions of “advertising” and “trade”
simply because it is fiction and satire in that (1) Ms. Lohan reasonably alleges it is
her portrait and voice used without consent as an “advertisement in disguise” in
violation of the statute which GTAV has not demonstrated otherwise, (2) the
alleged celebrity portrait still image digital drawings (“Stop and Frisk” and “Beach
Weather”) are used only as a transition screens between game sets not subject to
player manipulation made intentionally and specifically for use on the game’s
packaging and billboards wholly for advertising or trade purposes, (3) “invented
fictional biographies that are nothing more than an attempt to trade on the persona”

are proscribed by the statute as explained in Messenger v. Gruner, 94 N.Y.2d 436,

446, 706 N.Y.S.2d 52, 58 (2000), and (4) parody/satire by definition require

comment on the original Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 580-

581, 114 S. Ct. 1164, 1172 (1994) which GTAYV specifically denies at R 104 that
the images and voice resemble or mimic Ms. Lohan thereby waiving such a

defense or exception.



ARGUMENT

On a motion to dismiss pursuant to CPLR 3211, the pleading is to be
afforded a liberal construction under CPLR 3026 and the facts as alleged in the
complaint must be accepted as true giving plaintiff the benefit of every possible
favorable inference to determine only whether the facts as alleged fit within any

cognizable legal theory. Sokol v. Leader, 74 A.D.3d 1180, 1181, 904 N.Y.S.2d

153, 155 (2™ Dept. 2010), Porco v. Lifetime Entertainment, 147 A.D.3d 1253, 47

N.Y.S.3d 768 (3" Dept. 2017). A motion to dismiss pursuant to CPLR 3211(a)(7)
must be denied unless it has been shown that a material fact as claimed by the

pleader to be one is not a fact at all and unless it can be said that no significant

dispute exists regarding it. Sokol v. Leader, 74 A.D.3d 1180, 1182, 904 N.Y.S.2d

153, 156 (2™ Dept. 2010), Porco v. Lifetime Entertainment, 147 A.D.3d 1253, 47

N.Y.S.3d 768 (3 Dept. 2017). Because Ms. Lohan’s Amended Complaint
reasonably and properly alleges (R 21-32) with additional though unnecessary
verification from independent third party sources (R 44-46) that the non-moving
and non-speaking portrait digital drawings (R 34-37, 38-46, 54-59, 248, 250, 44-
46) that GTAV uses for its internet (R 248) and billboard (R 54-57) “advertising”
and on the product itself for “trade” (R 34, 38) is Lindsay Lohan’s portrait (R 44-
46) and because the “Lacey Jonas” avatar (R 122) is an “invented fictional

biography nothing more than an attempt to trade on the persona” plainly proscribed



by the statute, the Supreme Court Order denying GTAV’s motion to dismiss the
Amended Complaint was correct and the First Department in reversing now
conflicts with the established precedent of this Court and the other Appellate

Division Departments.

POINT I
THE AMENDED COMPLAINT ALLEGES A SUSTAINABLE CAUSE OF
ACTION THAT GTAV’S UNAUTHORIZED DELIBERATE USE OF MS.
LOHAN’S RECOGNIZABLE IMAGE ON BILLBOARDS AND DISC
PACKAGING SOLELY TO ADVERTISE AND PROMOTE THEIR VIDEO
GAME VIOLATES NEW YORK CIVIL RIGHTS LAW § 51.

The First Department erred in reversing the Supreme Court and dismissing
the Amended Complaint because a defendant’s intent to use a celebrity still image
on billboards, posters and on the game packaging solely to advertise and promote
the video game violates New York Civil Rights Law §§ 50 and 51 because: (1)
“Beach Weather” and “Stop and Frisk are simply an “advertisement in disguise

having no “real relationship to the content” of playing the game as explained in

Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000) citing

Arrington v. New York Times, 55 N.Y.2d 433, 440, 449 N.Y.S.2d 941, 944 (1982)

as these still images appear only on transition screens and have nothing to do with
playing the video game because these two still images are not subject to player

manipulation (R 65, 73, 99); and (2) the digital avatar “Lacey Jonas”, voice



reproduction and story is an “invented fictional biography that is nothing more
than an attempt to trade on Ms. Lohan’s persona” specifically proscribed by the

statute as explained in Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d

52, 58 (2000) citing Binns v. Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v.

Messner, Inc., 18 N.Y.2d 324, 274 N.Y.S.2d 877 (1966) vacated 387 U.S. 239, 87

S. Ct. 1706 (1967) adhered to on remand and rearg 21 N.Y.2d 124, 286 N.Y.S.2d
832 (1967).

Otherwise, anybody can produce a video game or a novel with a portrait
drawing reasonably recognizable as Bill Gates on the cover and on billboards and
title it “White Collar Computer Theft Online” even if the work does not tell a real
biography story or make a satirical/parody comment. Portrait is defined in the
dictionary as painting, drawing, photograph or engraving and has been consistently
held since the statute’s enactment to include reasonable representations such as
drawings or actor impersonators in pictures. Pictures include photographs,
drawings and movies as picture is often used to describe movies- i.e. Oscar for
Best Picture. The First Department applying its “fictional character” Costanza

exception to this circumstance conflicts with Messenger v. Gruner, 94 N.Y.2d 436,

446, 706 N.Y.S.2d 52, 58 (2000) and its progeny because the two still images (R

65, 73, 99) cannot be manipulated by the player to have a “real relationship in



playing the game” and are an “advertisement in disguise” ? and the “Lacey Jonas”
avatar is an “invented fictional biography to trade on the persona” as explained in

Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000) citing

Arrington and Binns/Spahn. The First Department’s decision broadly applying its

“fiction and satire” exception to these very different facts also conflicts with the

Third Department’s recent decision in Porco v. Lifetime Entertainment, 147

A.D.3d 1253, 47 N.Y.S.3d 768 (3™ Dept. 2017).

As properly and reasonably alleged, GTAV’s deliberate unauthorized
appropriation of Ms. Lohan’s recognizable images on billboards, posters, buses,
bus stops, buildings, game packaging and on websites was exclusively for
“advertising or trade” to improperly promote the video game in violation of the
statute (R 54-58, 248, 249-250). The First Amendment does not shield GTAV’s
prohibited use of the recognizable celebrity images in this circumstance as the still
images are not protected speech regarding matters of fiction, news, public interest
or transformative parody/satire art, but rather are knowingly designed specifically
for advertising or trade purposes in violation of New York Civil Rights Law §§ 50

and 51.

2 GTAV has essentially waived any First Amendment defense under the newsworthy, public
interest and parody/satire exception to the statute as parody/satire by definition require comment
on the original Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 580-581, 114 S. Ct. 1164,
1172 (1994) which GTAV specifically denies at R 104 that the images, avatar and voice
resemble or mimic Ms. Lohan or that she is at least in part a target of any expressive content the
game may have.

10



New York Civil Rights Law §§ 50 and 51 provide in relevant part as
follows.
§ 50. Right of privacy

A person, firm or corporation that uses for advertising purposes,
or for the purposes of trade, the name, portrait or picture of any
living person without having first obtained the written consent of
such person, or if a minor of his or her parent or guardian, is
guilty of a misdemeanor.

§ 51. Action for injunction and for damages

Any person whose name, portrait, picture or voice is used within
this state for advertising purposes or for the purposes of trade
without the written consent first obtained as above provided may
maintain an equitable action in the supreme court of this state
against the person, firm or corporation so using his name,
portrait, picture or voice, to prevent and restrain the use thereof;
and may also sue and recover damages for any injuries sustained
by reason of such use and if the defendant shall have knowingly
used such person's name, portrait, picture or voice in such
manner as is forbidden or declared to be unlawful by section fifty
of this article, the jury, in its discretion, may award exemplary
damages.

Portrait, Picture or Voice
If defendant does not use plaintiff’s “name, portrait, picture or voice”,

clearly there is no sustainable claim under the statute. Wojtowicz v. Delacorte

Press, 58 A.D.2d 45, 46-47, 395 N.Y.S.2d 205, 206-207 (1% Dept. 1977) affd 43
N.Y.2d 858, 403 N.Y.S.2d 218 (1978). In Wojtowicz, defendant allegedly violated

the statute when defendant’s book and movie averred in a scene to the wife of the
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Al Pacino bank robber character in “Dog Day Afternoon”. Though the plaintiff
was identifiable as the character in the book through “sufficiently detailed accuracy
of physical characteristics and activities as to result in her effective identification”,
it was undisputed that plaintiff’s name, portrait or picture was not used in the book

or movie and there is no right of publicity in New York. Wojtowicz v. Delacorte

Press, 43 N.Y.2d 858, 860, 403 N.Y.S.2d 218, 219 (1978). In other words, though
the actor may or may not have looked like plaintiff, the statutory requirement was
not satisfied because defendant changed her name and plaintiff did not argue that
the actor looked like her sufficient to be a “recognizable likeness” of plaintiff to
satisfy the statutory requirement of “picture or portrait”.

It is well settled that the phrase “portrait or picture” as used in the statute is
not restricted to actual photographs of the actual plaintiff, but generally comprise
those representations which are a recognizable likeness of plaintiff. In Binns v.

Vitagraph Co., 210 N.Y. 51 (1913), plaintiff was a telegraphy operator on a

steamship that hit another steamship at sea where he used that then new technology
to call ashore and to another ship for help which defendant used actors and scenery
to replicate the events while photographs were taken of the actor impersonators to
create a series of picture films to be exhibited for profit in the then new moving
picture machines. All of the picture series taken of plaintiff’s impersonator were

related to the actual news story except the last series which had no connection to
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the actual news story, but were used to entertain by exaggerating plaintiff’s

movements which was no part of the actual news story. Binns v. Vitagraph Co.,

210 N.Y. 51, 57-58 (1913). The Court of Appeals, in holding that the last series of
pictures not relating to the actual news story violated the statute, specifically held
as follows.

A picture within the meaning of the statute is not necessarily a
photograph of the living person, but includes any representation
of such person. The picture represented by the defendant to be a
true picture of the plaintiff and exhibited to the public as such,
was intended to be, and it was, a representation of the plaintiff.
The defendant is in no position to say that the picture does not
represent the plaintiff or that it was an actual picture of a person
made up to look like and impersonate the plaintiff.

Similarly in Ali v. Playgirl, 447 F. Supp. 723, 726 (SDNY 1978) the

statutory definition of “portrait” is satisfied by a cartoon titled “Mystery Man”
depicting a nude black man seated in the corner of a boxing ring with the cartoon
making further reference using the phrase “the Greatest” in the cartoon notes. Ali
v. Playgirl, 447 F. Supp. 723, 726-727 (SDNY 1978). The Southern District citing
well established case law held that in order for the statute to be displaced, the
unauthorized use of the image must be in connection with an item of news or

otherwise be newsworthy as a matter of public interest. Ali v. Playgirl, 447 F.

Supp. 723, 727 (SDNY 1978).

Similarly, in Allen v. National Video, 610 F. Supp. 612, 617-618 (SDNY

1985) and Kennedy Onassis v. Christian Dior N.Y., 122 Misc. 2d 603, 604, 472
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N.Y.S.2d 254, 256 (Sup. NY 1984) look-a-like models of Woody Allen and
Jacqueline Kennedy Onassis were used to make photographs used for advertising
or trade purposes in magazines without consent. Both cases held that an exact
duplication of the subject is not required, but it is the overall impression that
counts, and such use of the likeness and image even in a sketch, cartoon or drawing
that serves no other purpose other than to represent the plaintiff must give rise to a
cause of action under the statute because it amounts to an appropriation of

another’s likeness for commercial advantage without consent. Allen v. National

Video, 610 F. Supp. 612, 622-623 (SDNY 1985), Kennedy Onassis v. Christian

Dior N.Y., 122 Misc. 2d 603, 614, 472 N.Y.S.2d 254, 262 (Sup. NY 1984), see

also Loftus v. Greenwich Lithographing Co., 192 A.D. 251, 182 N.Y.S. 428 (1*

Dept. 1920). Whether a portrait or picture presents a recognizable likeness is
ordinarily one for the jury, but may be decided as a matter of law if that conclusion

1s unavoidable. Allen v. National Video, 610 F. Supp. 612, 623-624 (SDNY 1985).

In Cohen v. Herbal Concepts, 62 N.Y.2d 379, 381-382, 482 N.Y.S.2d 457,

458 (1984), defendants in order to promote a cosmetic product in a magazine used
a picture of a mother and her child depicting their backs while standing naked in a
shallow stream in Woodstock where their faces and identities were not visible in
the photograph. The Court of Appeals held that “portrait or picture” within the

statute includes reproductions of plaintiff either artistically or by photograph used
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without consent for commercial purposes so long as the image presents a

recognizable likeness of the plaintiff. Cohen v. Herbal Concepts, 62 N.Y.2d 379,

384, 482 N.Y.S.2d 457, 459 (1984). Before a jury may be permitted to decide the
issue regarding a summary judgment motion, plaintiff must satisfy the court that
the person in the photograph is capable of being identified from the advertisement

alone and that plaintiff has been so identified. Cohen v. Herbal Concepts, 62

N.Y.2d 379, 384, 482 N.Y.S.2d 457, 459 (1984). As the faces were not visible in
the picture, the identifying features the Court of Appeals used were hair, bone
structure, body contours, stature and posture as well as an affidavit from the
mother’s husband that he recognized plaintiffs in the photograph while leafing

through a magazine. Cohen v. Herbal Concepts, 62 N.Y.2d 379, 385, 482 N.Y.S.2d

457, 460 (1984). The Cohen Court held that the photograph reveals sufficiently an
identifiable likeness to withstand defendants’ summary judgment motion as the

question is generally a jury question. Cohen v. Herbal Concepts, 62 N.Y.2d 379,

384, 482 N.Y.S.2d 457, 459 (1984).2
Regarding artistic reproductions of voice, though older cases do in fact hold

that voice imitation was not actionable under the statute (Maxwell v. N.W. Ayer,

159 Misc. 2d 454, 457, 605 N.Y.S.2d 174, 176 (Sup. NY 1993)), the statute was

3 To the extent the “Stop and Frisk” (R 34, 35, 65, 73, 79, 248, 250)” and “Beach Weather” (R
38, 39, 44-46, 65, 73, 75) digital drawing still images used only in the game in transition screens
and the “Lacey Jonas” avatar (R 27-28) are reasonably recognizable as Ms. Lohan in looks or in
voice respectively, they can be a “picture”, “portrait” or “voice” under the statute as they are here

as reasonably alleged in the Amended Complaint (R 17-60).
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specifically amended in 1995 to include “voice”. As “artistic reproductions” of
“portrait” or “picture” are actionable under the statute as held in all of the case law,
“artistic reproductions” of “voice” should be actionable under the statute if the
voice is a “recognizable likeness” under the Cohen and Binns analysis. Also, the
now sustainable “voice” sound alike claim under the 1995 amendment are
obviously probative on the other two still images and the avatar claims. Tin Pan

Apple v. Miller Brewing Co., 737 F. Supp. 826, 838 (SDNY 1990).

Advertising or Trade

The statute is to be narrowly construed strictly limited to nonconsensual
commercial appropriations as opposed to news, public interest matters and
transformative art such as parody/satire which are excluded from the statute’s

reach of prohibited “advertising” or “trade”. Messenger v. Gruner, 94 N.Y.2d 436,

441-442, 706 N.Y.S.2d 52, 55 (2000). In Arrington v. New York Times, 55

N.Y.2d 433, 449 N.Y.S.2d 941 (1982), defendant NY Times without plaintiff’s
consent was allowed to publish his photograph depicting him as a young black
male Wall Street financial analyst while walking down the street with an article
entitled “The Black Middle Class: Making It” arguing that “this group has been

growing more removed from its less fortunate brethren.” Arrington v. New York

Times, 55 N.Y.2d 433, 437-438, 449 N.Y.S.2d 941, 942 (1982). The Arrington
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Court in effectively outlining the history of the statute and describing it as “drafted
narrowly to encompass only the commercial use of an individual’s name or
likeness and no more” held as follows.

Moreover, this narrow reading of the statutory provisions has not
been without sensitivity to the potentially competing nature of
the values the Legislature, on the one hand, served by protecting
against the invasion of privacy for purposes of "advertising" or
"trade" and, on the other, the values our State and Federal
Constitutions bespeak in the area of free speech and free press.
Thus, we not too long ago reiterated that "'[a] picture illustrating
an article on a matter of public interest is not considered used for
the purposes of trade or advertising within the prohibition of the
statute unless it has no real relationship to the article or unless
the article is an advertisement in disguise'" (Murray v New York
Mag. Co., 27 NY2d 406, 409 [magazine cover photograph
illustrating a feature story], quoting from Dallesandro v Holt &
Co., 4 AD2d 470, 471, app dsmd 7 NY2d 735). Arrington v.
New York Times, 55 N.Y.2d 433, 440, 449 N.Y.S.2d 941, 944
(1982).

Because the article dealt with the circumstances and tensions regarding
mobility of a certain societal group, clearly it relates to “public interest” and is a
term to be “freely defined” and the author does not state that plaintiff adopted his
editorial views which was plaintiff’s problem with the article. Accordingly, the
Arrington Court held, “But this disagreement cannot extend the compass of
sections 50 and 51 for, in such matters, it would be unwise for us to essay the
dangerous task of passing on value judgments based on the subjective

happenstance of whether there is agreement with views expressed on a social
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issue.” Arrington v. New York Times, 55 N.Y.2d 433, 441, 449 N.Y.S.2d 941,

944-945 (1982). 1In other words, the article and the photograph are not used for
purposes of advertisement or trade as prohibited by the statute because they are not
an “advertisement in disguise”, but rather they are plainly opinion dealing with a
matter of public interest. Interestingly, the Arrington Court did sustain a cause of
action under the statute against both the defendant photographer Gorgoni snapping
the picture and his agent defendant named Contact for selling it to defendant NY
Times because both that sale was not connected with the article’s publishing
removing the “public interest” Free Speech immunity, and it commercialized the

photograph in furtherance of trade in violation of the statute. Arrington v. New

York Times, 55 N.Y.2d 433, 442-443, 449 N.Y.S.2d 941, 945-946 (1982). The
key distinction to determine whether it is Free Speech news, public interest or
transformative art such as parody is whether the work is meant to express
something or whether it is an “advertisement in disguise” having “no real
relationship” to expression used solely for the purposes of “advertising” or “trade”
in violation of the statute. It is worth noting that a recognizable celebrity image on
a billboard promoting a game product then printing the image on the discs and
momentarily flashing the still image on a transition screen having nothing to do
with actually playing the video game must heavily weigh in favor of “advertising

or trade purpose” in violation of the statute as opposed to the newsworthy and
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public interest exception. The key phrase in Arrington is “advertisement in
disguise” having “no real relationship”.

In addition to the newsworthy/public interest exception to the statute, New
York Courts have consistently held there is an exception for parody and satire

sometimes also called the fiction exception by the First Department. University of

Notre Dame v. Twentieth Century- Fox, 22 A.D.2d 452, 455, 256 N.Y.S.2d 301,

304-305 (1% Dept. 1965) affd 15 N.Y.2d 940, 259 N.Y.S.2d 832 (1965). In Notre
Dame the burlesque style novel and movie involved the mythical king of the
Moslem faith and ruler of the Arab country Fawzia who had a son that was denied
a roster spot on the football team and was determined to get even so he demanded
that the United States arrange a game between Notre Dame and his team in Fawzia
in exchange for the lease of an air base which game was eventually won by a
female player entering the game at the last minute carried across the goal line by an

oil gusher erupting on the field. University of Notre Dame v. Twentieth Century-

Fox, 22 A.D.2d 452, 454-455, 256 N.Y.S.2d 301, 303-305 (1 Dept. 1965) affd 15
N.Y.2d 940, 259 N.Y.S.2d 832 (1965). Because University president plaintiff
Father Hesburg’s name was only mentioned for a fleeting moment on 3 pages in
the book and not on its covers and because nobody could possibly be intended to
be deceived by the circumstances in which the names were used, the First

Department held this use to be parody and satire outside the reach of improper
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“advertising” or “trade”. University of Notre Dame v. Twentieth Century- Fox, 22

A.D.2d 452, 455-456, 256 N.Y.S.2d 301, 304-305 (1% Dept. 1965) affd 15 N.Y.2d
940, 259 N.Y.S.2d 832 (1965). This parody and satire exception to the statute has

later been called the “fiction and satire” exception by the First Department in

Hampton v. Guare, 195 A.D.2d 366, 600 N.Y.S.2d 57, 58 (1% Dept. 1993).

Isolated or fleeting and incidental uses of a person’s name or image in a work of
fiction even if unauthorized, are insufficient to establish an invasion of privacy

claim under University of Notre Dame v. Twentieth Century- Fox, 22 A.D.2d 452,

454,256 N.Y.S.2d 301, 304 (1*' Dept. 1965), but if defendant’s use of the image is
directly related to defendant’s primary purpose of commercialization, the

incidental or isolated exception does not apply. Schoeman v. Agon Sports, 816

N.Y.S.2d 701 (Sup. Nassau 2006).

Though fiction and satire are ordinarily not improper “advertising” or
“trade” under the statute, it is well settled that when “the substantially fictional
works at issue are nothing more than attempts to trade on the persona” of plaintiff,
such “invented biographies” do not fulfill the purposes of the newsworthy

exception. Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000)

citing Binns v. Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v. Messner, Inc., 18

N.Y.2d 324, 274 N.Y.S.2d 877 (1966) vacated 387 U.S. 239, 87 S. Ct. 1706 (1967)

adhered to on remand and rearg 21 N.Y.2d 124, 286 N.Y.S.2d 832 (1967). The
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Messenger Court explained the differences between the Arrington line of cases
where the image used is connected to newsworthiness?, as opposed to cases such as

Spahn and Binns where use of the image is nothing more than an attempt to trade

on plaintiff’s persona. Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52,

58 (2000). In Spahn v. Messner, Inc., 18 N.Y.2d 324, 328-329, 274 N.Y.S.2d 877,

879-880 (1966) vacated 387 U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand

and rearg 21 N.Y.2d 124, 286 N.Y.S.2d 832 (1967), the defendant’s publication

used a famous baseball player’s “persona” with dramatization, imagined dialogue,

manipulated chronologies and fictionalized events. This Court® held as follows.
That is not to say, however, that his “personality” may be
fictionalized and that, as fictionalized, it may be exploited for the
defendants’ commercial benefit through the medium of an
unauthorized biography.

In other words, though a novel or work of fiction may contain a fleeting
reference to an actual person and not violate the statute, if defendant’s primary
purpose in using plaintiff’s image is for commercial exploitation, the statute is
violated. For example, if manipulated facts about a celebrity like Madonna were

made that she was a Notre Dame graduate on those 3 pages in the book with

nothing further and her portrait drawing was put on that book cover, the fleeting

* The Arrington test of the newsworthiness/public interest exception is having a “having a real
relationship” and not “an advertisement in disguise”.

° Spahn v. Messner, Inc., 18 N.Y.2d 324, 328-329, 274 N.Y.S.2d 877, 879-880 (1966) vacated
387 U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21 N.Y.2d 124, 286
N.Y.S.2d 832 (1967).
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use, newsworthy or fiction/parody exceptions do not apply and the statute is
violated even though the entire book is a parody or satire as long as Madonna is
not a target of the parody or satire. In other words, use of her portrait on the book
cover 1s an advertisement in disguise having no real relationship to whatever point
the author is trying to make because it is Madonna- nothing more- and is just an
attempt to trade on her persona.®

When the courts define parody and satire, the underlying principal is that
plaintiff must be the target of the parody or satire in whole or in part such that the
image is not plaintiff any more, but is transformed into something else. In the

copyright infringement case Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569,

580-581, 114 S. Ct. 1164, 1172 (1994), 2 Live Crew’s song “Pretty Woman” using
literary and musical techniques is alleged to have infringed on the song “Oh, Pretty
Woman” sung by Roy Orbison. The Supreme Court held that parody needs to
mimic an original to make its point having some claim to use the creation of its
victim’s imagination, whereas satire can stand on its own and so it requires
justification for the very act of borrowing. In other words, to be a fair use the

parody must conjure up the original Campbell v. Acuff-Rose Music, Inc., 510 U.S.

at 588, 114 S. Ct. at 1176, and in the case of satire the original must at least be

6 Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000) citing Binns v.
Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v. Messner, Inc., 18 N.Y.2d 324, 274 N.Y.S.2d
877 (1966) vacated 387 U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21
N.Y.2d 124, 286 N.Y.S.2d 832 (1967).
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partly the target of the satire. Campbell v. Acuff-Rose Music, Inc., 510 U.S. at 597,

114 S. Ct. at 1180, see also People v. Golb, 102 A.D.3d 601, 602, 960 N.Y.S.2d

66, 67 (1* Dept. 2013) affd 23 N.Y.3d 455, 991 N.Y.S.2d 792 (2014) cert denied
135 S. Ct. 1009 (2015). Either way, the original is needed.’
The statutory exceptions for newsworthiness and matters of public interest

have developed in the lower courts to include artistic expression including parody

and satire. In Foster v. Svenson, 128 A.D.3d 150, 153-154, 7 N.Y.S.3d 96, 98-99

(1% Dept. 2015) a critically acclaimed photographer secretly took photographs of
non-famous people living without drapes in a glass facade NYC apartment
building creating a photographic exhibit called “The Neighbors” one of which was
an unknown topless little girl’s back dancing in her tiara looking like a cherub
which through media coverage the subjects learned that they were the people in the
photographs as the address in the building was revealed on the “Today Show” and
despite defendant’s professed efforts to obscure his subject’s identity the little girl
was identifiable in one of the photographs. Because the photographs conveyed
more than just an advertising or trade purpose the First Department affirmed that
the prohibitions of §§ 50 and 51 of the privacy statute do not apply to newsworthy

matters, public concern matters and matters of artistic expression because

T GTAV specifically denies at R 104 that the two still images and the avatar and voice resemble,
mimic or target Ms. Lohan thereby waiving a parody and satire defense as a permissible use
outside the reach of the statute.
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“dissemination or publication is not deemed strictly for the purpose of advertising
or trade within the meaning of the privacy statute” and such “exemption has been
applied to many types of artistic expressions, including literature, movies and
theater, it logically follows that it should be applied equally to other modes of

artistic expression.” Foster v. Svenson, 128 A.D.3d 150, 156-157, 7 N.Y.S.3d 96,

100-101 (1 Dept. 2015). In other words, Foster says the photographs of ordinary
people made by a renowned photographer for an art exhibition were behind the
reach of the statute because they were connected to an art exhibition and a public
interest newsworthy event as such matters of news, public interest and artistic
expression (including parody/satire and fiction that is not a disguised attempt to
trade on a persona) are not “strictly for the purpose of advertising or trade within

the meaning of the statute.” However, if the defendant in Foster also owned a flour

company and now put Foster’s picture on mass produced flour boxes, clearly the
statute is violated as improper use for the purposes of “advertising” or “trade”.
The distinction between a photograph made by a renowned photographer for an art
exhibition and a video game mass produced with a massive marketing plan to do
nothing other than make money is obvious.

The rules established from these cases are that (1) a portrait, picture or voice
under the New York statute include a digital drawing or other moving video avatar

image including a voice reproduction that don’t have to be exact depictions as long
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as they are a recognizable likeness of plaintiff, (2) whether the image is a
recognizable likeness of plaintiff is generally a jury question, and (3) the statutory
exceptions for news, public interest or artistic expression such as parody or satire
that are not considered “advertising” or “trade” do not apply when the alleged use
is an advertisement in disguise or merely an attempt to trade on a plaintiff’s
persona.®

It is worth noting that the starting point is considering whether a
recognizable celebrity image reasonably alleged to be plaintiff on billboards and
other advertising wholly promoting a video game product weighs in favor of
“advertising or trade purpose” in violation of the statute as opposed to Free Speech
news, public interest matters or transformative art such as parody or satire beyond

the teach of the statute.’ The key phrase in Arrington is “advertisement in

8 Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000) citing Binns v.
Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v. Messner, Inc., 18 N.Y.2d 324, 274 N.Y.S.2d
877 (1966) vacated 387 U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21
N.Y.2d 124, 286 N.Y.S.2d 832 (1967). The Messenger Court explained the differences between
the Arrington line of cases where the image used is connected to newsworthiness, as opposed to
cases such as Spahn and Binns where use of the image is nothing more than an attempt to trade
on plaintiff’s persona. Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000).

9 GTAV argued below that because a video game is media like a book it is absolutely protected
by the First Amendment to print whatever it wants. That is not the standard as the Supreme
Court has held, “Such First Amendment protection, of course, is not absolute. We have always
been careful to distinguish commercial speech from speech at the First Amendment's core.
mCommercial speech [enjoys] a limited measure of protection, commensurate with its
subordinate position in the scale of First Amendment values, and is subject to 'modes of
regulation that might be impermissible in the realm of noncommercial expression’””. Florida Bar
v. Went For It, 515 U.S. 618, 623, 115 S. Ct. 2371, 2375 (1995). The Supreme Court has also
held that advertisers cannot escape liability simply by including references to public issues
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disguise” and in Messenger “invented biographies nothing more than attempts to

trade on plaintiff’s persona.”

A. The First Department Erred in Holding that “Portrait™ or “Picture” Does Not
Include A Reasonably Recognizable Digital Image

The First Department erred as to what is a “portrait” or “picture” under the
statute 1n holding as follows. (R 5a-6a).
Lohan’s respective causes of action under Civil Rights Law § 51
“must fail because defendants did not use [plaintiffs’] ‘name,
portrait, or picture’” (see Costanza v Seinfeld, 279 AD2d 255,
255 [1% Dept 2001], citing Wojtowicz v Delacorte Press, 43
NY2d 858, 860 [1978]).

If defendant does not use plaintiff’s “name, portrait, picture or voice”,

clearly there is no sustainable claim under the statute. Wojtowicz v. Delacorte
Press, 58 A.D.2d 45, 46-47, 395 N.Y.S.2d 205, 206-207 (1% Dept. 1977) affd 43

N.Y.2d 858, 403 N.Y.S.2d 218 (1978). In Wojtowicz v. Delacorte Press, 43

N.Y.2d 858, 860, 403 N.Y.S.2d 218, 219 (1978), though the “Dog Day Afternoon”

actress may or may not have looked like plaintiff, the statutory requirement was

because advertisements referencing a product with an economic motive is strong support that the
speech is commercial speech notwithstanding the fact that the product is linked to a public
debate. Bolger v. Youngs Drug Products, 463 U.S. 60, 65-68, 103 S. Ct. 2875, 2879-2881
(1983). That being said, the Messenger Court’s analysis passes muster regarding “advertisement
in disguise” or “intentional fictional biography merely to trade on plaintiff’s persona” as the New
York statute was drafted with the First Amendment in mind which the newsworthy, public
interest and transformative art exceptions including parody and satire, keep the statute consistent
with the First Amendment. Foster v. Svenson, 128 A.D.3d 150, 155-157, 7 N.Y.S.3d 96, 100-
101 (1% Dept. 2015).
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not satisfied because defendant changed her name and she did not argue that the
actor looked like her sufficient to be a “recognizable likeness™ of her to satisfy the
statutory requirement of “picture or portrait”. It has been long well settled that the
phrase “portrait or picture” as used in the statute is not restricted to actual
photographs of the actual plaintiff, but generally comprise those representations

which are a recognizable likeness of plaintiff. Remember in Binns v. Vitagraph

Co., 210 N.Y. 51 (1913), defendant used actors and scenery to replicate the events
while photographs were taken of the actor impersonators to create a series of
picture films to be exhibited for profit in the then new moving picture machines.
The Court of Appeals in holding that the last series of pictures not relating to the
actual news story violated the statute specifically held as follows.

A picture within the meaning of the statute is not necessarily a
photograph of the living person, but includes any representation
of such person. The picture represented by the defendant to be a
true picture of the plaintiff and exhibited to the public as such,
was intended to be, and it was, a representation of the plaintiff.
The defendant is in no position to say that the picture does not
represent the plaintiff or that it was an actual picture of a person
made up to look like and impersonate the plaintiff.

Similarly, in Cohen v. Herbal Concepts, 62 N.Y.2d 379, 381-382, 482

N.Y.S.2d 457, 458 (1984), the Court of Appeals held that “portrait or picture”
within the statute includes reproductions of plaintiff either artistically or by
photograph used without consent for commercial purposes so long as the image

presents a recognizable likeness of the plaintiff which is generally a jury question.

27



Cohen v. Herbal Concepts, 62 N.Y.2d 379, 384, 482 N.Y.S.2d 457, 459 (1984).

1984). All of the case law is consistent that “portrait” or “picture” includes

drawings and other artistic representations recognizable as plaintiff. Ali v. Playgirl,

447 F. Supp. 723, 726-727 (SDNY 1978), Allen v. National Video, 610 F. Supp.

612, 617-623 (SDNY 1985), Kennedy Onassis v. Christian Dior N.Y., 122 Misc.

2d 603, 604-614, 472 N.Y.S.2d 254, 256-262 (Sup. NY 1984), Loftus v.

Greenwich Lithographing Co., 192 A.D. 251, 182 N.Y.S. 428 (1% Dept. 1920).

In the case at bar, the “Stop and Frisk” (R 34, 35, 65, 73, 79, 248, 250) and
“Beach Weather” (R 38, 39, 44-46, 65, 73, 75) digital drawing still images used
only in the game in transition screens and the “Lacey Jonas” avatar (R 27-28) are a
“recognizable likeness” of Ms. Lohan in looks or in voice respectively, and are a
“picture”, “portrait” or “voice” under the statute as alleged in the Amended
Complaint (R 17-60, 44-46, 251-252). As the First Department applied the
incorrect standard for “portrait” or “picture” and did not even address “voice”
under the current version of the statute and Ms. Lohan demonstrates that the
allegations in her Amended Complaint that GTAV knowingly used these images

and voice!® reproductions intending them to be depictions of her, she alleges a

10 Regarding artistic reproductions of voice, though older cases do in fact hold that voice
imitation was not actionable under the statute (Maxwell v. N.W. Ayer, 159 Misc. 2d 454, 457,
605 N.Y.S.2d 174, 176 (Sup. NY 1993)), the statute was specifically amended in 1995 to include
“voice”. As “artistic reproductions” of “portrait” or “picture” are actionable under the statute as
held in all of the case law, “artistic reproductions” of “voice” should be actionable under the
statute if the voice is a “recognizable likeness” under the Cohen and Binns analysis. Also, the
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sustainable cause of action under the statute regarding “portrait”, “picture” and
“voice” as there is at the very least a question of fact as to whether the image and
voice reproductions are a “recognizable likeness” of Ms. Lohan. Accordingly, the
First Department erred as a matter of law in holding that the two digital drawings

used on the discs and in advertising and the avatar in the video game cannot be a

3 (19

“portrait, picture or voice” under the statute.

B. The First Department Erred in Holding that the Depictions Do Not Fall Under

the Statutory Definition of “Advertising” or “Trade”.

The First Department erred in applying its Notre Dame fiction and satire

exception to the statute in this circumstance. The First Department held as follows.

(R 6a).

Even if we accept plaintiffs' contentions that the video game
depictions are close enough to be considered representations of
the respective plaintiffs, plaintiffs' claims should be dismissed
because this video game does not fall under the statutory
definitions of "advertising" or "trade" (see Costanza at 255,
citing Hampton v Guare, 195 AD2d 366, 366, 600 N.Y.S.2d 57
[1st Dept 1993], Iv denied 82 NY2d 659, 625 N.E.2d 590, 605
N.Y.S.2d 5 [1993] [stating that "works of fiction and satire do
not fall within the narrow scope of the statutory phrases
advertising' and trade"]; see generally Brown v Entertainment
Merchants Assn., 564 U.S. 786, 790, 131 S. Ct. 2729, 180 L. Ed.
2d 708 [2011] ["(Dike the protected books, plays, and movies
that preceded them, video games communicate ideas . . ." and

now sustainable “voice” sound alike claim under the 1995 amendment are obviously probative
on the other two still images and the avatar claims. Tin Pan Apple v. Miller Brewing Co., 737 F.

Supp. 826, 838 (SDNY 1990).
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deserve First Amendment protection]). This video game's unique
story, characters, dialogue, and environment, combined with the
player's ability to choose how to proceed in the game, render it a
work of fiction and satire.

Remember, because University president plaintiff Father Hesburg’s name
was only mentioned for a fleeting moment on 3 pages and not on the book covers
and because nobody could possibly be intended to be deceived by the
circumstances in which the names were used in that case, the First Department

held this use to be parody and satire outside the reach of improper “advertising” or

“trade”. University of Notre Dame v. Twentieth Century-Fox, 22 A.D.2d 452, 455-

456, 256 N.Y.S.2d 301, 304-305 (1°' Dept. 1965) affd 15 N.Y.2d 940, 259
N.Y.S.2d 832 (1965). This parody and satire exception to the statute has later been
called the “fiction and satire” exception by the First Department in Hampton v.
Guare, 195 A.D.2d 366, 600 N.Y.S.2d 57, 58 (1% Dept. 1993).

Though fiction and satire are ordinarily exempt from the statute, when “the
substantially fictional works at issue are nothing more than attempts to trade on the
persona” of plaintiff, such “invented biographies” do not fulfill the purposes of the

newsworthy exception. Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d

52, 58 (2000) citing Binns v. Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v.

Messner, Inc., 18 N.Y.2d 324, 274 N.Y.S.2d 877 (1966) vacated 387 U.S. 239, 87

S. Ct. 1706 (1967) adhered to on remand and rearg 21 N.Y.2d 124, 286 N.Y.S.2d

832 (1967). There are important differences between the Arrington line of cases
30



where the image used is connected to a Free Speech exception such as

newsworthiness, as opposed to cases such as Spahn and Binns where use of the

image is nothing more than an attempt to trade on plaintiff’s persona. Messenger v.

Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000). In Spahn v. Messner,

Inc., 18 N.Y.2d 324, 328-329, 274 N.Y.S.2d 877, 879-880 (1966) vacated 387
U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21 N.Y.2d 124,
286 N.Y.S.2d 832 (1967), this Court held that a defendant’s publication using a
baseball player’s “persona” with dramatization, imagined dialogue, manipulated
chronologies and fictionalized events in that circumstance did not fit in either the

newsworthy exception or the fiction exception to the statute. Spahn v. Messner,

Inc., 18 N.Y.2d 324, 328-329, 274 N.Y.S.2d 877, 879-880 (1966) vacated 387
U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21 N.Y.2d 124,
286 N.Y.S.2d 832 (1967).

Regarding the parody/satire exception to the statute which the First
Department also calls the “fiction and satire” exception, the Supreme Court has
held that to be a fair use the parody must conjure up the original Campbell v.

Acuff-Rose Music, Inc., 510 U.S. at 588, 114 S. Ct. at 1176, and in the case of

satire the original must at least be partly the target of the satire. Campbell v. Acuff-

Rose Music, Inc., 510 U.S. at 597, 114 S. Ct. at 1180, see also People v. Golb, 102

A.D.3d 601, 602, 960 N.Y.S.2d 66, 67 (1°" Dept. 2013) affd 23 N.Y.3d 455, 991
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N.Y.S.2d 792 (2014) cert denied 135 S. Ct. 1009 (2015) Either way, the original
is needed.

In the case at bar, GTAV specifically denies at R 104 that the two still
images (“Beach Weather and “Stop and Frisk™) and the avatar (“Lacey Jonas”) and
voice resemble, mimic or target Ms. Lohan thereby waiving a parody and satire
defense. Because GTAV has argued the images and voice are not meant to be Ms.
Lohan impersonations as there is “no resemblance” (R 104), GTAV has waived or
has at least not met their burden on any parody or satire exemption because they
argued Ms. Lohan was not the target of the images negating a required element for
a parody or satire under Campbell. As Ms. Lohan must be given the benefit of
every reasonable inference that can be drawn on this pre-Answer 3211(a)(7)

motion to dismiss (Porco v. Lifetime Entertainment, 147 A.D.3d 1253, 47

N.Y.S.3d 768 (3™ Dept. 2017)), the Amended Complaint alleges a sustainable
cause of action under the statute that GTAV is an “invented biography to trade on
plaintiff®s persona” or “an advertisement in disguise” outside the statutory

exceptions as articulated in the case law. Messenger v. Gruner, 94 N.Y.2d 436,

446, 706 N.Y.S.2d 52, 58 (2000) citing Binns v. Vitagraph Co., 210 N.Y. 51

(1913) and Spahn v. Messner, Inc., 18 N.Y.2d 324, 274 N.Y.S.2d 877 (1966)

vacated 387 U.S. 239, 87 S. Ct. 1706 (1967) adhered to on remand and rearg 21

N.Y.2d 124, 286 N.Y.S.2d 832 (1967). Because Ms. Lohan has reasonably alleged
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that these images were “knowingly used for advertising and trade and in violation
of the statute”, because GTAV cannot make a parody and satire of something they
argue is not meant to be Ms. Lohan, and because GTAV has submitted nothing let
alone met their burden in demonstrating that the game makers did not “knowingly
use these images only for the purposes of advertising or trade”, the First
Department erred in holding as a matter of law that the depictions do not fall under

the statutory definition of “advertising” or “trade”.

C. The First Department Erred in Holding that the Player's Ability to Choose How
to Proceed in the Game Is Relevant in Determining Whether GTAV is Fiction
and Satire.

The First Department’s reliance on the player's ability to choose how to
proceed in the game as a factor of whether the game fits within the First
Department’s work of “fiction and satire” exception to the statute is error as a
matter of law because what the consumer does with the game when it is taken
home is irrelevant as to whether the “portrait, picture or voice” is improper
“advertising” or “trade” in violation of the statute. In other words, any form of
media such as a book or digital video in any format can be changed at home by the
consumer. For example, a consumer can take a book home, draw or color on the

cover, take pages out and add new ones in changing the story, and if the book is in

a digital format Adobe Pro can edit text and pictures can be “Photo Shopped” to
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something clse. There is no end to what a consumer can do with any media in their
homes including “to choose how to proceed in the game” (R 7a) and it is simply
irrelevant to determine whether a defendant has violated the New York statute as
improper “advertising” or “trade”. The courts that have considered this issue in
terms of video games agree that the video game in its original form as purchased
should be controlling because when a consumer makes major changes to an item to
a point where it no longer is a “recognizable likeness” of plaintiff, plaintiff’s
likeness is not transformed into something else, it simply ceases to be no longer
qualifying as a use of plaintiff’s identity as it relates to how the defendant uses

plaintiff’s identity in producing and marketing its video game. Hart v. Electronic

Arts, 717 F.3d 141, 168-169 (3™ Cir. 2013).

In the casc at bar, the First Department’s reliance on the player's ability to
choose how to proceed in the game as a factor of whether the game fits within the
First Department’s work of “fiction and satire” exception to the statute is error as a
matter of law because what the consumer does with the game when it is taken
home is irrelevant as to whether defendant uses the “portrait, picture or voice” for
improper “advertising” or “trade” in violation of the statute. Both “Stop and Frisk”
and “Beach Weather” are still images which cannot be manipulated by the game
player and they have nothing to do with playing the video game as they appear

only as a still image transition screen while the game components are loading on
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the computer. “Beach Weather” (R 25-26, 38-39) appears on game disc 1 (R 38),
billboards (R 54-58), the disc cover jacket (R 249), and on a still transition screen
(R 65, 73, 99). “Stop and Frisk” (R 23-24, 34-37) appears on game disc 2 (R 34),
the back cover of the Game Guide (R 250), on posters sold on GTAV’s website (R
248), and on a still transition screen (R 65, 73, 99). The First Department using the
player’s ability to manipulate these two images is plain error in determining
“fiction and satire” as a matter of law because the player does not have an “ability
to choose how to proceed in the game” (R 7a) with “Stop and Frisk” and “Beach
Weather” because these are both still images and should be considered separately
from the avatar “Lacey Jonas”. In other words, “Beach Weather” and “Stop and
Frisk™ are an “advertisement in disguise having no real relationship” to playing the
game because they have nothing to do with playing the game. As it is alleged that
both of these still images have in fact been recognized as Ms. Lohan and that
GTAV knowingly used them in violation of the statute, GTAV’s pre-Answer
motion to dismiss the Amended Complaint regarding these two still images must

be denied as in Porco v. Lifetime Entertainment, 147 A.D.3d 1253, 47 N.Y.S.3d

768 (3 Dept. 2017) because Ms. Lohan must be given the benefit of every
reasonable inference.
Regarding the “Lacey Jonas” avatar which can be manipulated by the video

game player and is part of playing the video game, whether the player can tell the
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cab driver to make a left or a right or to go down a different street does nothing to
change the Binns/Spahn “invented biography to trade on plaintiff’s persona” to

force fit it into the First Department’s interpretation of the “fiction and satire”

exception. Messenger v. Gruner, 94 N.Y.2d 436, 446, 706 N.Y.S.2d 52, 58 (2000)

citing Binns v. Vitagraph Co., 210 N.Y. 51 (1913) and Spahn v. Messner, Inc., 18

N.Y.2d 324, 274 N.Y.S.2d 877 (1966) vacated 387 U.S. 239, 87 S. Ct. 1706 (1967)
adhered to on remand and rearg 21 N.Y.2d 124, 286 N.Y.S.2d 832 (1967). It is
irrelevant as to what the consumer does with GTAV in their home in determining
whether defendants’ use of the images in producing and marketing the product
violates the statute as improper “advertising” or “trade”. Moreover, the First
Department did not even consider the avatar’s voice which further demonstrates
error as the statute was amended in 1995 to include “voice” and “voice” is

probative on the other claims. Maxwell v. N.W. Ayer, 159 Misc. 2d 454, 457, 605

N.Y.S.2d 174, 176 (Sup. NY 1993), Tin Pan Apple v. Miller Brewing Co., 737 F.

Supp. 826, 838 (SDNY 1990). Finally, if there is no permitted use as argued
supra, the advertising using the images cannot be incidental or ancillary to a
permitted as the First Department erred in holding (R 7a).

It violates the statute to use Madonna’s portrait on the cover of the Notre
Dame book, it violates the statute to use a Bill Gates’ portrait on the cover of a

novel titled “White Collar Theft Online”, and it violates the statute to use Ms.
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Lohan’s digital portrait and voice in the two still images and in the avatar,
respectively. As it is reasonably alleged that this is nothing more than an

9% <6

“advertisement in disguise” “attempting to trade on Ms. Lohan’s persona” under
Messenger and giving Ms. Lohan the benefit of every reasonable inference as in
Porco, GTAV’s pre-Answer motion to dismiss the Amended Complaint is

meritless.
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Defendants-Respondents Take-Two Interactive Software, Inc. and its
subsidiaries, Rockstar Games, Inc. and Rockstar North Limited (together, “Take-
Two”), respectfully request that the Court affirm the decision below dismissing
this case. Plaintiff-Appellant Lindsay Lohan has sued for the purported violation
of her right of publicity under Section 51 of the New York Civil Rights Law
(“Section 51”°). The claim is based on Take-Two’s celebrated video game Grand
Theft Auto V (“GTAV”); Ms. Lohan claims that three distinct fictional characters
in GTAV are all “recognizable” as her. See, e.g., Lohan Br. at 1. The Appellate
Division properly dismissed the complaint for failure to state a cause of action
pursuant to CPLR § 3211(a)(7), and based on documentary evidence, pursuant to
CPLR 8 3211(a)(1).

This case comes before the Court in parallel with Gravano v. Take-Two
Interactive Software, Inc. et al., APL-2017-00027. Gravano raises nearly identical
issues regarding GTAV. To minimize the burden on the Court, Take-Two is
addressing the common issues principally in its separate brief in Gravano (“Take-
Two Gravano Br.”). This brief assumes familiarity with Take-Two’s arguments in
Gravano, includes cross-references to the arguments in Gravano that are

applicable here, and focuses on the issues unique to Ms. Lohan’s claim.?

1 Asacourtesy, Take-Two is serving on Ms. Lohan’s counsel a copy of its brief

in Gravano, a copy of the Gravano record, and a copy of Ms. Gravano’s brief.



PRELIMINARY STATEMENT

Ms. Lohan’s claim failed below for the same core reasons that the claim in

Gravano failed:

The statutory test is not “recognizability,” but whether a plaintiff’s
actual “name, portrait, picture or voice” have been used — which
plainly did not happen here. The fictional characters at issue are
“Lacey Jonas,” who appears in a gameplay sequence called “Escape
Paparazzi,” and two unnamed characters in a pair of visual artworks
called “Beach Weather” and “Stop and Frisk.” These characters
simply are not Ms. Lohan — that is, they do not use her “name,
portrait, picture or voice” as the plain language of Section 51 requires.

Section 51 only reaches “advertising purposes” or “trade” purposes
— not creative content in expressive works such as novels, books,
movies, television shows, songs, or, here, video games. Even if Ms.
Lohan’s name, portrait, picture or voice had been used in GTAV
(which they were not), such use in the creative content of an
expressive work is not “advertising” or “trade.” That is the plain
meaning of the statute. It also is the clear rule followed for decades
by the courts of New York in dismissing claims just like this one.

Constitutional free speech considerations strongly support affirming
the dismissal. The New York rule protecting creative content in
expressive works against right of publicity claims flows not just from
the words and purpose of Section 51, but from the First Amendment
and from New York’s own constitutional principles.

This case also presents three issues — and three grounds for dismissal — that

are not found in Gravano.

First, the claim regarding the artworks “Beach Weather” and “Stop and

Frisk” is untimely. These artworks originally were released separate and apart

from GTAV itself — 20 months before suit was filed —as a form of early promotion

for the game. The statute of limitations, however, is one year. CPLR § 215(3).
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Second, the promotional use of “Beach Weather” and “Stop and Frisk™ is
fully protected against Ms. Lohan’s Section 51 claim. It is well-settled that the use
of artistic content from a creative work to advertise that work enjoys full protection
against Section 51 claims, just like the work itself.

Third, with respect to Defendant-Respondent Rockstar North, dismissal also
should be affirmed based on the lack of personal jurisdiction. Rockstar North is a
company incorporated in the United Kingdom. It has its sole place of business in
Edinburgh, Scotland. It is not alleged to have any ties to New York or to the facts
of this case.

The unanimous decision below should be affirmed in full, and this case

should be dismissed with prejudice.



QUESTIONS PRESENTED

Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action be affirmed because Take-Two did not
use Ms. Lohan’s “name, portrait, picture or voice” as is required by Section
51 of the Civil Rights Law?

This Court should answer in the affirmative.

Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action be affirmed because creative content in
an expressive work, like the content in GTAV, is not as a matter of law a use
for purposes of “advertising” or “trade” under Section 51 of the Civil Rights
Law?

This Court should answer in the affirmative.

Should the Appellate Division’s order dismissing the Amended Complaint
for failure to state a cause of action also be affirmed on constitutional free
speech grounds?

The Appellate Division did not reach this question. This Court should
answer in the affirmative.

Should the Appellate Division’s order dismissing the Amended Complaint

be affirmed on the alternate ground that Ms. Lohan’s claim regarding the



advertising use of the “Beach Weather” and “Stop and Frisk” artworks is
time-barred?

The Appellate Division did not reach this question. This Court should
answer in the affirmative.

5. Should the Appellate Division’s order dismissing the Amended Complaint
be affirmed with respect to Defendant-Respondent Rockstar North on the
ground that the court lacked personal jurisdiction given that Rockstar North
Is a foreign corporation incorporated under the laws of the United Kingdom
with its principal place of business in Edinburgh, Scotland and given that
Rockstar North has no alleged ties to New York or to this case?

The Appellate Division did not reach this question. This Court should
answer in the affirmative.

BACKGROUND

l. THE CREATIVE WORK AT ISSUE: GRAND THEFT AUTO V
A.  The Plot Of The “Escape Paparazzi” Random Event

GTAV allows players to experience over 100 hours of on-screen gameplay
in and around “Los Santos,” a fictionalized version of Los Angeles and Southern
California. In addition to 80 main story missions, the game includes over 60
“random events” — brief optional missions, with plots, animated action, dialogue,
sound and visual effects, that players can choose to engage in or ignore. Take-Two

Gravano Br. at 4-7.



Ms. Lohan is suing over the animated character “Lacey Jonas,” a fictional
actress and singer who appears in a “random event” in GTAV called “Escape
Paparazzi.”? 1f the player drives through a particular alleyway in “Los Santos,” he
or she may come across a spot where the animated character of a young woman is
hiding. The woman — “Lacey Jonas™ — will ask the player to drive to her home
while evading a group of chasing paparazzi that are trying to take a picture of her.
Rosa Aff. | 8 (R. 64).

If the player chooses to drive “Lacey Jonas,” she gets in the car and makes a
string of comments that satirize both the cultural cliché of the self-absorbed
Hollywood celebrity and the media that celebrates them. She tells her rescuer that
the paparazzi are following her because she is “really famous” — the “third most
bankable actress slash singer in Vinewood,” which is the “Los Santos” version of
Hollywood. Id. & Ex. 2 (R. 69) (video captures of “Escape Paparazzi”). The

“Jonas” character frets about being photographed because she is not wearing

2 Exhibit 3 to the Affidavit of Jeff Rosa (Nov. 11, 2014) (“Rosa Aff.”) (R. 70) is
a book-length guide to GTAV, which makes it possible to review the game
content without electronic means. The guide “provides a detailed written
description of various aspects of GTAV [and] accurately describes the content
of GTAV.” Rosa Aff. 14 (R. 63). The record also contains the actual video
game on a disk, id. Ex. 1 (R. 68) and a DVD of the “Escape Paparazzi”
gameplay sequence at issue here. Id. Ex. 2 (R. 69). Take-Two is loaning a
gaming console to the Clerk’s Office, to facilitate the Court’s review of the
game disk exhibit.



makeup and has gained weight. She expresses surprise that the driver does not
recognize her: “Come on, are you serious? ’m Lacey Jonas! How out of touch
are you?” Id. Ex. 2 (R. 69). If the player is controlling Franklin, for example, he
will respond: “Oh! Oh [expletive], [ heard of you. Romantic comedies and
cheerleading dance-off movies. Right?” 1d.3

If the player successfully evades the paparazzi, the drive ends with “Lacey
Jonas” being dropped off safely at her house in the “Vinewood Hills” section of
Los Santos. See id. Ex. 3 (R. 70) at 282. “Escape Paparazzi” lasts approximately
five minutes. 1d. 18 (R. 64).

The screenshot on the next page at left shows the player’s character being
asked by “Lacey Jonas” to drive her home at the start of the random event.
Subtitles in the screenshots reproduce dialogue from the game. At left “Lacey
Jonas” greets the driver by saying: “Can you give me a ride past them? I’m hardly
wearing any make-up!” The screenshot at right shows the paparazzi in pursuit on a

motorcycle calling out “Just one picture!”

“There are four different version of the “Escape Paparazzi” random event
depending on whether the player is controlling Michael, Franklin, or Trevor,
but the content of the random event is essentially the same in all four.” Rosa
Aff. 17 (R. 64).



(Rosa Aff. Ex. 2) (R. 69) (Rosa Aff. Ex. 2) (R. 69)

The “Escape Paparazzi” random event is one of many experiences in the
GTAV parody world. As one critic has put it, GTAV

both gives you tremendous freedom to explore an astonishingly well-
realised world and tells a story that’s gripping, thrilling, and darkly

comic. [. . . GTAV] is not only a preposterously enjoyable video
game, but also an intelligent and sharp-tongued satire of contemporary
America.*

The Amended Complaint alleged, in purely conclusory terms, that the
Escape Paparazzi random event uses “a Lindsay Lohan avatar” and uses Ms.
Lohan’s “portraits” and “voice and accent.” Am. Compl. § 58 (R. 27). The
Amended Complaint also alleged, again in conclusory terms, that GTAV uses

“identical events to [Ms. Lohan’s] life.” Id. { 65 (R. 28).

4 Keza MacDonald, Grand Theft Auto V Review: Grand in Every Sense, IGN
(Sept. 6, 2013), available at http://www.ign.com/articles/2013/09/16/grand-
theft-auto-v-review.



B. The “Beach Weather” and “Stop and Frisk” Artworks

Ms. Lohan claims that her publicity rights also were violated by two visual
artworks entitled “Beach Weather” and “Stop and Frisk.” These artworks
originally were released well ahead of GTAYV itself to promote the game; just as a
movie studio releases posters and trailers with movie imagery before releasing the
movie, Take-Two did that for GTAV. Both of the artworks first were published on
or about November 1, 2012 — a year and eight months before this lawsuit was filed.
See Rosa Aff. Ex. 8 (R. 75); Affirmation of Jared I. Kagan (Nov. 12, 2014)
(“Kagan Aff.”) Ex. 9 (R. 124-126).

“Beach Weather” and “Stop and Frisk (shown on the next page) are
digitally created paintings. Each one depicts a different, unnamed fictional blond
woman:

e In “Beach Weather,” an unnamed woman in a bikini holds up her
index and middle fingers in the familiar “V” sign (here, a reference to
this being Grand Theft Auto V, the fifth edition in a series, as noted in
the logo at lower left). She is taking a selfie with her cell phone, with
the logo of GTAV’s Apple parody brand “iFruit” logo visible on the
back of the phone. The Los Santos skyline appears in the background,
along with Del Perro Pier, where many events in the game take place.
See, e.g., Rosa Aff. Ex. 3 (R. 70) at 294 (“Hotel Assassination”
Mission).

e In “Stop and Frisk,” an unnamed woman — wearing a concert t-shirt
for the fictional in-game band Love Fist, aviator sunglasses, shorts
and a fedora — is frisked by a severe-looking female police officer.
Artwork depicting the city of Los Santos makes up the background,
and the game’s Cognoscenti Cabrio car (id. (R. 70) at 33) is in the
foreground.



(Rosa Aff. Ex. 7) (R. 74) (Rosa Aff. Ex. 9) (R. 79)

Within the game, “Beach Weather” and “Stop and Frisk” are displayed to
players as transition screen artworks, which are the first thing that a player
experiences when loading the game disk into a game console. Approximately ten
transition screen artworks — including “Beach Weather” and “Stop and Frisk” —
float across the screen like a movie title sequence while the game code is loading
into the console’s memory. See Rosa Aff. 110 & Ex. 5 (R. 65, 72). The transition
screens introduce players to the visual world of GTAV, much like the scenes that
unfold behind the opening credits of a movie. See id. Exs. 1,5 (R. 68, 72).

Both “Beach Weather” and “Stop and Frisk” bear the hallmarks of GTAV’s
distinctive visual style: they use color and detail to create an immersive satirical
world and they portray images from Los Santos that “evoke[ ] and satirize[ ] the
anxieties of 21st-century life” — in these cases, selfie culture and the trope of the

reckless party-girl. See Kagan Aff. Ex. 5 (R. 113-16).
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These transition screen artworks are not displayed in isolation but are
displayed to users along with a variety of gameplay information. For example, the
image below shows the “Stop and Frisk™ transition screen with a note on the left
side that informs players to “[g]o to any ATM [in Los Santos] to check your bank
balance” — a feature that is vital to success in the game. The image on the next
page shows the “Beach Weather” transition screen, in this instance including
information on how players can change the appearance of their character’s bullet-
proof vest. The transition screen artworks thus are part and parcel of the

interactive GTAV gameplay experience.

(Rosa Aff. Ex. 5) (R. 72)

11



(Rosa Aff. Ex. 5) (R. 72)

In addition to “Beach Weather” and “Stop and Frisk,” GTAV includes
numerous other transition screen artworks. These include images of various
GTAV characters and their homes or places of business, city streets, beach and
desert landscapes, and other notable locations in Los Santos. ld. Examples of
additional transition screen artworks from the game are shown below. See Rosa

Aff. Ex. 1 (R. 68).
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The Amended Complaint alleged in conclusory terms that “Beach Weather”

and “Stop and Frisk” incorporated Ms. Lohan’s “likeness, image and portrait by
using Plaintiff’s Fedora, Sunglasses, Jeans, White Shirt, and Jewelry” and by using

“suggestive references” to Ms. Lohan, i.e., “by prominently displaying the letter

‘L’ and a skull-shaped letter ‘O’, on the White T-shirt of the image in the
foreground of the shirt overtly and subliminally suggesting ‘LO’ for Ms. Lohan.”

Am. Compl. 11 30-31 (R. 23). Ms. Lohan also alleged that the “Beach Weather”

14



and “Stop and Frisk” artworks were used on the physical game discs, on the
packaging for the game (like a DVD case) and in advertising and promotion for
GTAV. Id. 1128, 74, 82-83 (R. 23, 29, 30). Ms. Lohan further alleged, but later
withdrew the allegation, that Take-Two used these two artworks on certain

merchandise. Id. {82 (R. 30).°

1. THE APPELLATE DIVISION’S DISMISSAL OF THIS CASE
A.  The Supreme Court’s Order

The procedural history of this case parallels the Gravano case. Both cases
were assigned to the Supreme Court, New York County (Kenney, J.). Take-Two
moved to dismiss both cases on essentially the same grounds — i.e., that creative
content in expressive works is not an “advertising” or “trade” purpose, and that
GTAV did not use either plaintiffs’ “name, portrait, picture or voice.” In its
motion in Lohan, Take-Two also raised the statute of limitations and personal
jurisdiction points that are unique to this case.

In a pair of cursory orders issued on the same day, the Supreme Court denied

the motions in both cases. See Mar. 11, 2016 Order (R. 5-6) (Lohan); Mar. 11,

> Take-Two did not sell such merchandise (Rosa Aff. § 14 (R. 66)), and Ms.
Lohan conceded in her brief to the Appellate Division that the merchandise
referenced in the Amended Complaint “is pirated un-authentic merchandise
from unrelated sources” that was not produced by Take-Two. Br. for Plaintiff-
Appellant to App. Div. at 38 (Apr. 26, 2016). Ms. Lohan’s present appeal is
not directed to any merchandise.

15



2016 Order (Gravano R. 6-7). The orders did not even mention or discuss the New
York rule that expressive works and their creative content are absolutely protected
against Section 51 claims. Instead, the Supreme Court mistakenly held that the
degree of resemblance between the plaintiffs and the fictional characters was an
issue of fact. Id.

The Supreme Court acknowledged that Ms. Lohan’s claims were filed
outside of the limitations period, but refused to dismiss them — holding that Take-
Two did not “prove” that a limited exception to the statute of limitations known as
the “republication exception” was “not applicable to this case.” Order at 2 (R. 6).
The Supreme Court also denied Take-Two’s motion for lack of personal
jurisdiction with respect to Rockstar North, because Ms. Lohan provided a
webpage that listed offices “located in the United Kingdom, Canada, and the

United States, including New York.” 1d.°

B. The Appellate Division’s Order

The Appellate Division heard argument in Lohan and Gravano on the same

day and disposed of both cases in a single, unanimous order. The five-justice

6 Justice Kenney recently was reassigned from the Supreme Court to the Civil
Court. See Stephen Rex Brown, Manhattan judge who called Newser
‘wiseass’ hit with demotion, N.Y. DAILY NEWS (May 15, 2017), available at
http://www.nydailynews.com/new-york/manhattan/manhattan-judge-called-
newser-wiseass-hit-demotion-article-1.3168855.

16



panel held that both Ms. Lohan’s and Ms. Gravano’s Section 51 claims failed for
two independent statutory reasons. Lohan v. Take-Two Interactive Software, Inc.,
142 A.D.3d 776 (1st Dep’t 2016).
First, the panel held that Ms. Lohan’s claim “must fail because defendants
did not use [plaintiff’s] ‘name, portrait, or picture,’” as Section 51 requires. Id. at
777 (quoting Costanza v. Seinfeld, 279 A.D.2d 255, 255 (1st Dep’t 2001))
(alteration in original). The panel further held that, “[a]s to Lohan’s claim that an
avatar in the video game is she and that her image is used in various images [i.e.,
the transition screen artworks], defendants also never referred to Lohan by name or
used her actual name in the video game, never used Lohan herself as an actor for
the video game, and never used a photograph of Lohan.” Id.
Second, the panel held:
Even if we accept plaintiffs’ contentions that the video
game depictions are close enough to be considered
representations of the respective plaintiffs, plaintiffs’
claims should be dismissed because this video game does

not fall under the statutory definitions of “advertising”
or “trade.”

Id. at 777 (emphasis added). The panel noted that GTAV’s “unique story,
characters, dialogue, and environment, combined with the player’s ability to
choose how to proceed in the game, render[ed] it a work of fiction and satire,” and
thus GTAV was absolutely protected against Ms. Lohan’s Section 51 claim. Id.

The panel also held that the use of GTAV content (i.e., the “Beach Weather” and
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“Stop and Frisk™ artworks) in advertising or promotion of GTAV is protected
against Section 51 claims, just as the game itself is protected. Id. at 778.

The panel did not reach the limitations or jurisdiction issues, stating that
“[i]n view of the foregoing, it is unnecessary to address defendants’ remaining
grounds for dismissal.” Id.

ARGUMENT

l. MS. LOHAN’S CLAIM REGARDING THE TRANSITION SCREEN ARTWORKS IS
TIME-BARRED

As an initial matter, the Court need not even reach the merits of Ms. Lohan’s
claim regarding the transition screen artworks because the claim is untimely. The
applicable statute of limitations is one year. See CPLR 8§ 215(3). The transition
screen artworks first were published, and extensively distributed, ahead of GTAV
itself to promote the game “Beach Weather” was published on or about October
30, 2012, and “Stop and Frisk” was published on or about November 1, 2012. See
Rosa Aff. Ex. 8 (R. 75); Kagan Aff. Ex. 9 (R. 124). The original complaint in this
matter, however, was not filed until July 1, 2014 — over one year later. Summons
& Compl. (R. 7-15).

There is no merit to Ms. Lohan’s theory that the limitations clock re-started
when the two artworks later were “re-published,” as part of the GTAV game itself,

on September 17, 2013. See Am. Compl. | 74-75 (R. 29).
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Initially, it should be noted that the Supreme Court incorrectly shifted to
Take-Two the burden to prove that the republication exception does not apply.
Given that Take-Two made a proper evidentiary submission showing the claim to
be untimely (R. 6), the burden sits with Ms. Lohan:

[A defendant’s] burden does not include an obligation . . .
to negate any or all exceptions that might apply to the
statutory period. Instead, the burden shifts to [the

plaintiff] to aver evidentiary facts establishing that the
case at hand falls within such exceptions.

Hoosac Valley Farmers Exch., Inc. v. AG Assets, Inc., 168 A.D.2d 822, 823 (3d
Dep’t 1990).

In any event, the grounds for the republication exception clearly are not
satisfied here. New York follows the “single publication” rule for right of
publicity claims. See Nussenzweig v. diCorcia, 9 N.Y.3d 184, 188 (2007). This
means that a right of publicity claim accrues on the date the challenged material is
first published — in this case, October 30, 2012 for “Beach Weather” and
November 1, 2012 for “Stop and Frisk”. Under the republication exception, a
subsequent publication of the challenged material only re-starts the limitations
clock if it “(1) 1s intended for and reaches a new audience, or (2) materially
changes or modifies the original.” Bondar v. LASplash Cosmetics, No. 12 Civ.

1417(SAS), 2012 WL 6150859, at *8 (S.D.N.Y. 2012) (Section 51 claim dismissed
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as time-barred when only “minor alterations” were made; granting judgment on the
pleadings) (internal quotations and citation omitted).

The Amended Complaint includes no allegations that could support either
prong of the republication exception. As for the “new audience” prong, the entire
thrust of the complaint is that “Beach Weather” and “Stop and Frisk” were
originally released for the express purpose of promoting GTAV to the very same
people who would later play it. See, e.g., Am. Compl. § 83 (R. 30). As for the
“material change” prong, there undisputedly were no material changes to the
content of “Beach Weather” or “Stop and Frisk” from their first release as stand-
alone artworks through their release as part of GTAV. See Rosa Aff. Exs. 5-9
(R.72-79); Kagan Aff. Ex. 9 (R. 124). The Amended Complaint did not allege
otherwise.

Accordingly, dismissal of the Amended Complaint as to “Beach Weather”
and “Stop and Frisk” should be affirmed on the additional grounds that Ms.
Lohan’s claims are time-barred. Dismissal on limitations grounds is appropriate
even though the Appellate Division chose not to reach this issue. See 5 N.Y. JuRr.
2D Appellate Review § 791 (“The court of appeals, like any appellate court in New
York is not confined to the grounds stated by the court below for its decision but
may sustain a judgment or order on grounds other than those assigned by the lower

court.”); see, e.g., Ryan v. Feeney & Sheehan Bldg. Co., 238 N.Y. 43, 44 (1924)
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(“While the judgment in this case must be affirmed, we prefer to place our decision
on other grounds than those stated by the Appellate Division.”). Dismissal on
limitations grounds thus is expressly permitted at this stage without discovery.
CPLR § 3211(a)(5); Costanza, 255-56 (dismissing Section 51 claim as time-barred

at the pleading stage).

II.  GTAV DOES NOT USE MS. LOHAN’S “NAME, PORTRAIT, PICTURE OR
VOICE” AS THE STATUTE REQUIRES

The Appellate Division correctly dismissed this case on the ground that, as a
matter of law, Take-Two did not use Ms. Lohan’s “name, portrait, picture or
voice” as the plain language of Section 51 requires. Lohan, 142 A.D.2d at 777; see
also Lohan Br. at 11 (“If defendant does not use plaintiff’s ‘name, portrait, picture
or voice’, clearly there is no sustainable claim under the statute.”). This is
confirmed by a simple review of the game content. This Court can and should
affirm on the same basis.

Ms. Lohan herself concedes that these three distinct characters are not literal
depictions of her. Lohan Br. at 24. In any event, whatever elements of
commonality Ms. Lohan may see between herself and the fictional characters are
legally irrelevant. As a matter of law, Take-Two simply did not use any of the
statutorily protected elements: “name, portrait, picture or voice.” “Lacey Jonas” is

an animated fictional character; the character is not named Lindsay Lohan, nor is it
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a “portrait” or “picture” of Ms. Lohan. The same is true of the two different
women in “Beach Weather” and “Stop and Frisk.” As for “voice,” the characters
in “Beach Weather” and “Stop and Frisk” do not speak at all. The “Lacey Jonas”
character does speak, but undisputedly does not use Ms. Lohan’s voice. See Rosa
Aff. 115 (R. 66).

In short, the complaint here simply does not describe a statutory violation.
Even when generously read, all the complaint alleged was that the fictional GTAV
characters evoked Ms. Lohan. But it has long been the law of this State that
evocation or suggestion is not enough, as this Court and others have made clear.
There can be no Section 51 claim absent an actual use of “name, portrait, picture or
voice.” See Wojtowicz v. Delacorte Press, 58 A.D.2d 45, 47 (1st Dep’t 1977)
(fictional characters in the movie Dog Day Afternoon, a popular movie inspired by
a real-life bank robbery, could not give rise to a cause of action under Section 51
where statutory elements not used in movie), aff’d, 43 N.Y.2d 858 (1978).

This is so even if the Court assumes that audiences, in their minds, draw a
straight line from the fictional characters to the real-world plaintiffs on whom the

characters allegedly are based. Id. (dismissing Section 51 claim where statutory

" The conclusory allegation of the complaint is that the character uses Ms.
Lohan’s “voice and accent,” Am. Compl. § 38 (R. 24) —i.e., that “Lacey Jonas”
sounds like Ms. Lohan, not that Ms. Lohan literally spoke the character’s
dialogue.
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elements were not used, even if it were “clear that the plaintiffs were actually being
depicted therein™); Toscani v. Hersey, 271 A.D. 445, 448 (1st Dep’t 1946) (Section
51 “was not intended to give a living person a cause of action for damages based
on the mere portrayal of acts and events concerning a person designated fictitiously
in a novel or play merely because the actual experiences of the living person had
been similar to the acts and events so narrated”).
In Wojtowicz, this Court credited the allegations that the book and movie at

issue

do not purport to be historical or documentary accounts

of newsworthy interest but which are nonetheless

represented as true and accurate stories [and that]

defendants for commercial advantage have portrayed

plaintiffs in sufficiently detailed accuracy of physical

characteristics and activities as to result in their effective
identification.

43 N.Y.2d at 860. The Court still affirmed dismissal of the complaint because
none of the statutorily protected elements were used.

Ms. Lohan’s claim similarly fails, and it cannot be saved by allegations that
these fictional characters act, look, dress or sound like her. Many Hollywood
figures do. Take-Two is legally entitled to poke fun at them all.

The New York state cases on which Ms. Lohan relies have no application

here. She relies on cases that upheld Section 51 claims against advertisements that

were simply that — i.e., commercial promotions unrelated to an expressive work.
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Those cases also confirm that reproduction of a plaintiff’s actual identity, not an

evocation or suggestion, is the correct legal test. See Cohen v. Herbal Concepts,
Inc., 63 N.Y.2d 379 (1984) (magazine advertisement for Au Naturel — a product

used to fight cellulite — used actual photographs of the plaintiffs); Onassis v.

Christian Dior-NY Inc., 122 Misc. 2d 603, 612-13 (Sup. Ct. N.Y. Cnty. 1984)
(magazine advertising campaign for Christian Dior clothing line used a look-alike
model to create the “illusion” that the plaintiff had actually posed for, and agreed
to appear in, the challenged ad); Loftus v. Greenwich Lithographing Co., 192 A.D.
251 (1st Dep’t 1920) (defendant advertised a movie with an actual photograph of
the plaintiff that was unrelated to the film being advertised).

The federal district court decisions in Allen v. Nat’l Video, Inc., 610 F. Supp.
612 (S.D.N.Y. 1985) and Ali v. Playgirl, Inc., 447 F. Supp. 723 (S.D.N.Y. 1978)
also do not support Ms. Lohan’s position. In Allen, actor Woody Allen asserted a
Section 51 claim based on the use of a look-alike actor in what was undisputedly
an advertisement rather than a creative work. The court ultimately did not rule on
the Section 51 claim and resolved the case on Lanham Act grounds. In Ali, the
court sustained a Section 51 claim based on a pornographic magazine’s publication
of a realistic, “full frontal nude drawing” of boxer Muhammad Ali with
exaggerated genitalia. 447 F. Supp. at 729. The court did not even consider the

threshold question of whether the drawing was an expressive work. Id. at 727. Ali
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is recognized as an “aberration” that was wrongly decided. 3 SMOLLA & NIMMER
ON FREEDOM OF SPEECH 8 24:4 n.23 and accompanying text (2009). Ali never has
been cited by any New York court to uphold a Section 51 claim against a creative
work of fiction and satire.

A Dbill recently introduced in the New York Senate to amend Section 51
confirms just how narrow the current statute is. See S05857, Reg. Sess. 2017-2018
(N.Y. 2017). The proposed amendment is backed by the actors’ union and would
extend Section 51 protection to “persona,” “image,” “likeness,” “distinctive
appearance,” “gestures,” and “mannerisms.” These are the very elements Ms.
Lohan alleged Take-Two used here. There could be no plainer recognition that the
elements on which Ms. Lohan relies are not protected under the current statute.

Because Ms. Lohan’s name, portrait, picture or voice are not found in

GTAYV, dismissal should be affirmed.

I11. CREATIVE CONTENT IN EXPRESSIVE WORKS LIKE GTAYV IS ABSOLUTELY
PROTECTED, BECAUSE IT IS NOT FOR PURPOSES OF “ADVERTISING” OR
“TRADE” AS THE STATUTE REQUIRES

The Appellate Division also correctly dismissed Ms. Lohan’s complaint
because GTAYV is an expressive work and its creative content is not “advertising”
or “trade.” Works such as GTAV simply are not covered by the statute, as a matter
of law. Take-Two’s Gravano brief describes the history of Section 51 and how

narrowly courts have construed it for decades. Take-Two Gravano Br. at 10-12.
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The highly creative character of GTAV’s world of satire, parody, action and
adventure is beyond question. See Take-Two Gravano Br. at 4-7 (describing game
content as a whole). The “Escape Paparazzi” gameplay sequence exemplifies the
game’s creative character. See pp. 5-8, supra (describing Escape Paparazzi). So
too do the “Beach Weather” and “Stop and Frisk” transition screen artworks. See
pp. 9-12, supra (describing same). The determination of the game content’s
creative character is an entirely proper function for the Court, as a matter of law, at

the pleading stage.

A.  Expressive Works Like GTAV Are Absolutely Protected, Even
When the Works Allegedly Depict Or Evoke Real People

As described in Take-Two’s Gravano brief, complaints like Ms. Lohan’s
long have failed as a matter of law at the motion to dismiss stage. See Take-Two
Gravano Br. at 17-20. This one properly was dismissed too.

In addition to the cases cited in Take-Two’s Gravano brief at pp. 18-20,
another illustrative decision rejecting a Section 51 claim against an expressive
work arose from a case brought by Ms. Lohan herself. See Lohan v. Perez, 924 F.
Supp. 2d 447 (E.D.N.Y. 2013). Ms. Lohan sued the rapper Pitbull over a song

lyric that used her actual name: “So I’m tiptoen’, to keep flowin’/I got it locked up
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like Lindsay Lohan.” Id. at 451.%2 The song, “Give Me Everything,” was a
“popular song of an international reputation and exert[ed] a great influence
throughout [the] United States, and other countries, and in the television,
entertainment business and field of communication as well.” 1d. The court took it
as a given that the song was “created and distributed for the purpose of making a
profit[.]” Yet the court dismissed Ms. Lohan’s claim at the pleading stage for the
same reason that the Appellate Division dismissed her claim here: because
creative content in expressive works simply does not fall within the statutory
definitions of “advertising purposes” or “trade” purposes. Id. at 455.

As described in Take-Two’s Gravano brief, the New York rule is clear: a
plaintiff’s allegation that fictional characters resemble or evoke her simply does
not state a claim in New York. See Take-Two Gravano Br. at 20. Even accepting
Ms. Lohan’s strained suggestion that each of the three very different fictional
characters at issue here somehow evoke her, her claim still fails as a matter of law,

no matter how close the similarities.

8  The lyric referred to multiple incidents in which Ms. Lohan has been arrested.
See Josh Grossberg, Lindsay Lohan: A Timeline of All Her Arrests (and Boy,
There Are a Lot of ‘Em), E! NEws (Nov. 29, 2012), available at
http://www.eonline.com/news/367020/lindsay-lohan-a-timeline-of-all-her-
arrests-and-boy-there-are-a-lot-of-em.
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B. The Content of GTAV Fits Squarely Within The New York Rule
Of Absolute Protection

The absolute legal protection for expressive works and their creative content
against Section 51 claims has been consistent from movies to novels, plays,
television shows, songs, paintings and photographs. See Take-Two Gravano Br. at
21-22. Video games simply take their place in line as the latest form of expressive
content to come under New York’s umbrella of absolute legal protection.

All but admitting that the creative content in “Escape Paparazzi” is
absolutely protected, Ms. Lohan tries to carve out the transition screen artworks by
suggesting that the applicable test is whether a character or image is “subject to
player manipulation.” Lohan Br. at 8. That proposed test is made from whole
cloth; nothing in the case law supports it. It also ignores that the transition screen
artworks are an essential part of the overall creative experience of playing GTAV.
See pp. 11-14, supra (describing how transition screens introduce the player to the
visual world of Los Santos and provide important gameplay information).

Moreover, the transition screen artworks are creative works in and of
themselves and fully protected on that separate basis. See pp. 9-10, supra. Visual
artworks that were not subject to manipulation by their audiences have been
protected without hesitation by New York courts. See Foster v. Svenson, 128
A.D.3d 150 (2015); Altbach v. Kulon, 302 A.D.2d 655 (3d. Dep’t. 2003); Hoepker

v. Kruger, 200 F. Supp. 2d 340 (S.D.N.Y. 2013) (each granting a motion to
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dismiss a Section 51 claim against a visual artwork). “Beach Weather” and “Stop
and Frisk” thus would be exempt from Section 51 claims as independent works of
art even if they had no connection to GTAV.

For all these reasons, “Beach Weather” and “Stop and Frisk” are fully

protected, just as “Escape Paparazzi” is fully protected.

C. The Use Of GTAV’s Creative Content To Promote The Work
Itself Also Is Absolutely Protected

Ms. Lohan concedes that creative works of fiction are not “advertising” or
“trade” under Section 51. See Lohan Br. at 20 (“fiction and satire are ordinarily
not improper ‘advertising’ or ‘trade’ under the statute”); id. at 30 (“fiction and
satire are ordinarily exempt from the statute”). Moreover, Ms. Lohan cannot
credibly deny that the content about which she complains is creative and is part of
an expressive work, and she does not do so. Instead, she argues that the
commercial promotion of GTAYV falls outside the exemption. Id. at 18, 25. The
argument lacks any merit, and should be rejected.

The alleged use of “Beach Weather” and “Stop and Frisk™ outside of the
gameplay context, whether on game packaging, on billboards, or even on the
game disk itself, also is entirely protected. It is well-settled that the use of creative
content from an expressive work to promote that work is itself fully protected. See

Foster, 128 A.D.3d at 160 (affirming dismissal of Section 51 claim: “Since the
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Images themselves constitute the work of art, and art work is protected by the First
Amendment, any advertising undertaken in connection with the promotion of the
art work was permitted.”); Costanza, 279 A.D. 2d at 255 (affirming dismissal of
Section 51 claim where “[t]he alleged ‘commercial’ use of the [fictional] character
in advertising was incidental or ancillary to the permitted use [in the creative work
being advertised]” (internal citations omitted)).

Hoepker, 200 F. Supp. at 340, confirms that the advertising usage of the
transition screen artworks here cannot support a Section 51 claim. In Hoepker, the
defendant used images of the plaintiff without his consent in an art exhibit and also
used those images to advertise the exhibit in brochures, newsletters and billboards
— some of the same forms of advertising usage alleged here. The court held that all
uses of the plaintiff’s images, including the advertisements, were protected from
Section 51 claims. Even though the purpose of the advertisements was “to
increase patronage of the museum and the exhibit,” those uses were fully protected
because they were “related to the protected exhibition of [the artwork] itself.” Id.
at 351. That principle is equally applicable here and protects the alleged uses of
GTAV content for promotional purposes.

The protection for advertising uses of creative content is not just settled law

but good sense. Advertising is central to business success, and for-profit works
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come squarely within New York’s rule of protection for expressive works under
Section 51. As this Court has explained,

[a] contrary rule [i.e., excluding for-profit creative works

from the rule that creative works are protected] would

unreasonably and unrealistically limit the exception to
nonprofit or purely altruistic organizations.

Stephano v. News Publ’n, 64 N.Y.2d 174, 185 (1984); see also 3 SMOLLA &
NIMMER ON FREEDOM OF SPEECH § 24:4 (2009) (“courts generally acknowledge
that commercial exploitation [in violation of the right of publicity] means
something other than the mere gain that comes from selling more issues of the
publication”). New York courts have not hesitated to protect creative works that
have enjoyed enormous commercial success such as the Seinfeld television show,
against Section 51 claims. See Costanza, 279 A.D.2d 255; David K. Li, $einfeld
rakes in $2.7 bil, N.Y PosT (June 7, 2010) (show earned $2.7 billion in its first 12
years of reruns, making it “the most profitable 30 minutes in TV history”).®

Ms. Lohan further argues that the concept of an “advertisement in disguise”
somehow saves her claim (Lohan Br. at 32), but the argument fails for two reasons.

First and foremost, nothing here was disguised or is alleged to have been
disguised. There is no allegation that GTAV actually is a promotion for something

else. The game as a whole is plainly an actual creative work; each of “Escape

®  Available at http://nypost.com/2010/06/07/einfeld-rakes-in-2-7-bil/.
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Paparazzi,” “Beach Weather” and “Stop and Frisk” plainly are creative elements of
the game. See pp. 5-11, supra (describing creative character of game and of these
elements).

Second, the cases that address “advertisements in disguise” involved, as Ms.
Lohan herself admits, “invented biographies” of the plaintiffs (id. at 20) — that is,
works that held themselves out as realistic factual depictions, not as creative works
of fiction. These cases — Spahn v. Messner, Inc., 18 N.Y.2d 324, 327 (1966) and
Binns v. Vitagraph Co., 210 N.Y. 51 (1913) — occupy a seldom-visited corner of
right of publicity law. Since Binns and Spahn were decided, this Court never has
cited them to uphold a Section 51 claim against an expressive work.

There is no basis for extending Binns and Spahn to this very different case.
Each case involved the use of the plaintiff’s real name in apparent factual
recitations of true events. As this Court confirmed in Messenger v. Gruner + Jahr
Print. & Publ’g, 94 N.Y.2d 436, 446 (2000), Spahn and Binns applied where
“defendants invented biographies of plaintiffs’ lives,” so that “the substantially
fictional works at issue were nothing more than attempts to trade on the persona of

Warren Spahn or John Binns.” Id. Here, there was no use of Ms. Lohan’s name,
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nor was there any suggestion to the public that real events are being depicted.
GTAV obviously is not a biography, nor does it claim to be.°

Ms. Lohan’s invocation of Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569
(1994) — a copyright case that addressed the affirmative defense of fair use — is
entirely irrelevant to Section 51. It has never been relied upon by a New York
court in a Section 51 case, and Ms. Lohan’s argument that GTAV cannot be
defended as parody based on Campbell (Lohan Br. at 10 n.2, 32) makes little
sense. A simple review of GTAV’s overall content confirms that both the game as
a whole and the particular elements challenged here are a form of commentary
poking fun at many aspects of modern life and popular culture. See Kagan Aff.
Ex. 4 (R. 112) (quoting a review of GTAV stating that GTAV is “a game that is
able to make a sublime parody of today’s society, taking advantage of all the

excesses and insanities to which the world is slowly getting used.”).

IVV. CONSTITUTIONAL FREE SPEECH VALUES SUPPORT THE STATUTORY
GROUNDS FOR DISMISSAL

For the same reasons discussed in Take-Two’s Gravano brief, constitutional
free speech concerns provide strong additional support for this result. See Take-

Two Gravano Br. at 26-30. Although the Appellate Division here did not reach

10 Likewise, the recent decision in Porco v. Lifetime Entm’t Servs., LLC, 147
A.D.3d 1253, 1253, 1255 (3d Dep’t 2017), involving an allegedly fictionalized
biographical film, falls into the same inapplicable corner of the law.

33



any holding with respect to the First Amendment, constitutional free speech
concerns provide powerful support for the Appellate Division’s interpretation of
Section 51 in this case. Both the First Amendment of the Federal Constitution and
Atrticle I, Section 8 of the New York Constitution apply. Id. Both support the
statutory limitation of “advertising purposes” and “trade” purposes to exclude
expressive works and their creative content, as well as the construction of “name,
portrait, picture or voice” to exclude digital avatars like the fictional character

“Lacey Jonas” and the “Beach Weather” and “Stop and Frisk” artworks.

V. ROCKSTAR NORTH IS NOT SUBJECT TO PERSONAL JURISDICTION

Defendant-Respondent Rockstar North is a foreign corporation incorporated
under the laws of the United Kingdom with its principal place of business in
Edinburgh, Scotland. Rosa Aff. 16 (R. 66). It is not authorized to do business in
New York, does not do business in New York and does not have an office in New
York. Id. Rockstar North has not “purposefully avail[ed] itself of the privilege of
conducting activities within [New York],” and the claims in this case do not arise
from any such activities by it. Ehrenfeld v. Bin Mahfouz, 9 N.Y.3d 501, 508
(2007) (alteration in original) (internal quotation and citations omitted); McGowan
v. Smith, 52 N.Y.2d 268, 272 (1981). Accordingly, the claims against Rockstar
North independently may be dismissed for lack of in personam jurisdiction. See

CPLR § 302(a)(1).
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The Amended Complaint does not include a single non-conclusory factual
allegation that Rockstar North conducts business in New York or that Rockstar
North has any connection to this case. In the courts below, Ms. Lohan submitted a
corporate webpage that refers to offices in the United Kingdom, Canada and the
United States. Opp. Aff. Ex. G (R. 253). It is evident, however, from even a
cursory review of the webpage that those offices belong to separate and distinct
entities in the Rockstar Games corporate family (e.g., Rockstar NYC in New York
City, Rockstar San Diego in San Diego, California, etc.), while Rockstar North’s
own presence is limited to Scotland. Id. (Rockstar North is “[p]art of the Rockstar
family since 1999 and [is] based out of modern, spacious, purpose-built studios in
the heart of Edinburgh [. . .].”). There are no factual allegations or evidence in the
record to the contrary.

Ms. Lohan’s suggestion below that jurisdictional discovery should be
granted is baseless. She provides no reason to believe that discovery will yield any
evidence to support jurisdiction. See Benefits by Design Corp. v. Contractor
Mgmt. Servs., 75 A.D.3d 826, 830 (3d Dep’t 2010) (“to obtain [jurisdictional
discovery] plaintiffs are required to demonstrate that they have made a sufficient
start, and shown their position not to be frivolous™ (citation and quotation marks
omitted)); see also Leonard v. Gateway Il, LLC, 68 A.D.3d 408, 410 (1st Dept.

2009) (“Plaintiff’s assertion that discovery is necessary in order to oppose
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defendants’ motion is based on nothing more than unsubstantiated hope of
discovering something relevant to her claims, and is an insufficient reason to deny
the motion.”). Fishing expeditions to support jurisdiction are disfavored, id., and
none is justified here.

CONCLUSION

For the foregoing reasons, this Court should affirm the Appellate Division,
First Department’s dismissal of the Amended Complaint in its entirety, with
prejudice.

Dated: May 31, 2017
New York, New York
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McCarthy, J.P.

Appeal from an order of the Supreme Court (Muller, J.),
entered April 20, 2015 in Clinton County, which granted
defendant's motion to dismiss the complaint.

In 2006, plaintiff was convicted of the murder of his
father and the attempted murder of his mother (see generally
People v Porco, 71 AD3d 791, 792 [2010], affd 17 NY3d 877
[2011]). In December 2012, plaintiff discovered that defendant
intended to broadcast a film entitled "Romeo Killer: The
Christopher Porco Story" (hereinafter the film). On January 29,
2013, plaintiff commenced this action pursuant to Civil Rights
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Law §§ 50 and 51, seeking a preliminary injunction to prevent the
airing of the film. Plaintiff's subsequent motion for a
temporary restraining order to prevent the film's broadcast
pending a decision on his motion for a preliminary injunction was
granted by Supreme Court. Defendant appealed and this Court
granted emergency relief to defendant by vacating the temporary
restraining order pending an appeal on the merits and, as
planned, the film was nationally televised on March 23, 2013.
Supreme Court's order was ultimately reversed and vacated by this
Court (116 AD3d 1264 [2014]). Thereafter, Supreme Court granted
defendant's motion to dismiss the complaint for failure to state
a cause of action. Plaintiff now appeals, and we reverse.

On a motion pursuant to CPLR 3211 (a) (7) to dismiss a
complaint for failure to state a cause of action, this Court
"must afford the complaint a liberal construction, accept as true
the allegations contained therein, accord the plaintiff the
benefit of every favorable inference and determine only whether
the facts alleged fit within any cognizable legal theory" (He v
Realty USA, 121 AD3d 1336, 1339 [2014] [internal quotation marks
and citations omitted], lv dismissed and denied 25 NY3d 1018
[2015]). New York provides a limited statutory right of privacy.
Pursuant to Civil Rights Law § 50, it is a misdemeanor when a
firm or corporation "uses for advertising purposes, or for the
purposes of trade, the name, portrait or picture of any living
person without having first obtained the written consent of such
a person" (Civil Rights Law § 50). Similarly, Civil Rights Law §
51 allows a plaintiff to "maintain an equitable action in the
supreme court of this state against the [firm or corporation] so
using his [or her] name, portrait, picture or voice, to prevent
and restrain the use thereof; and may also sue and recover
damages for any injuries sustained by reason of such use" (Civil
Rights Law § 51). The Legislature intended for this statutory
protection of privacy to be "strictly limited to nonconsensual
commercial appropriations of the name, portrait or picture of a
living person" (Finger v Omni Publs. Intl., 77 NY2d 138, 141
[1990]), and these statutory provisions "do not apply to reports
of newsworthy events or matters of public interest" (Messenger v
Gruner + Jahr Print. & Publ., 94 NY2d 436, 441 [2000], cert
denied 531 US 818 [2000]).
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The scope of the newsworthiness exception to liability,
however, must be construed in accordance with binding Court of
Appeals precedent. The Court of Appeals has held that statutory
liability applies to a materially and "substantially fictitious
biography" (Spahn v Julian Messner, Inc., 18 NY2d 324, 329
[1966], vacated 387 US 239 [1967], adhered to on remand and rearg
21 NY2d 124 [1967], appeal dismissed 393 US 1046 [1969]) where a
"knowing fictionalization" amounts to an "all-pervasive" use of
imaginary incidents (Spahn v Julian Messner, Inc., 21 NY2d 124
127-129 [1967], appeal dismissed 393 US 1046 [1969]) and a
biography that is "nothing more than [an] attempt[] to trade on
the persona" of the plaintiff (Messenger v Gruner + Jahr Print. &
Publ., 94 NY2d at 446; see generally Lerman v Flynt Distributing
Co., Inc., 745 F2d 123, 131-132 [2d Cir 1984]). When it most
recently addressed the aforementioned principles, the Court of
Appeals explained that a work "may be so infected with fiction,
dramatization or embellishment that it cannot be said to fulfill
the purpose of the newsworthiness exception" (Messenger v Gruner
+ Jahr Print. & Publ., 94 NY2d at 446). As further binding Court
of Appeals precedent makes clear, the fact that a film revolves
around a "true occurrence" (id. at 445), such as a rescue of
passengers from a shipwreck, does not invoke the newsworthiness
exception in the event that the entire account remains "mainly a
product of the imagination" (Binns v Vitagraph Co. of Am., 210 NY
51, 56 [1913]). Finally, the Court of Appeals has directly
passed on the issue of whether extending liability in the
aforementioned manner violated constitutional protections of
freedom of speech and has found no such violation (see Spahn v
Julian Messner, Inc., 21 NY2d at 129).

Thus, the issue before this Court is whether plaintiff's
complaint, when given the benefit of every favorable inference,
alleges facts suggesting that defendant knowingly produced a
materially and substantially fictitious biography that violates
the statutory right of privacy.' Turning to the record,

1

The Court of Appeals has made clear that the
aforementioned line of cases dealing with "invented biographies
of plaintiffs' lives" relate to "strikingly different" scenarios

from those cases where the Court has addressed "the unauthorized,
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plaintiff alleges that the film is a "knowing and substantially
fictionalized account" about plaintiff "and the events that led
to his incarceration," and that it appropriates his name without
his consent "for purposes of profit." In support of this claim,
plaintiff offered a letter written by a producer associated with
the film to his mother before the film's release. The producer
indicated that she was involved in the production of a
documentary intended to accompany the film that the producer

"hope[d] . . . [would] provide the platform for [the mother's]
family to state their position in a non-fictional program after
the [film] airs." Viewing the producer's correspondence in the

light most favorable to plaintiff and according plaintiff the
benefit of every favorable inference, it is reasonable to infer
that the producer indicated that the film was considered to be a
fictitious program. Considering the foregoing and the standard
of review on a motion to dismiss, we cannot say that plaintiff
has failed to sufficiently allege the same degree of
fictionalization or the same degree of defendant's knowledge of
such fictionalization as that which has been found to violate the
statutory right to privacy without running afoul of
constitutional protections of speech (see Spahn v Julian Messner,
Inc., 21 NY2d at 129; see also Binns v Vitagraph Co. of Am., 210
NY at 56).? Accordingly, defendant's motion to dismiss for

and allegedly false and damaging, use of plaintiffs' photographs
to illustrate newsworthy articles" (Messenger v Gruner + Jahr
Print. & Publ., 94 NY2d at 446). The Court of Appeals has also
offered the guidance that courts, in addressing alleged
violations of the statutory right of privacy, ought to resort to
precedent "directly on point" for the governing rules, which,
here, are cases such as Spahn v Julian Messner, Inc. (21 NY2d 124
[1967], supra) and Binns v Vitagraph Co. of Am. (supra) that
regard biographies (Messenger v Gruner + Jahr Print. & Publ., 94
NY2d at 446).

> We emphasize that, at this procedural stage, the film is

not before this Court, and "[w]hether an item is newsworthy
depends solely on [its] content" (Messenger v Gruner + Jahr
Print. & Publ., 94 NY2d at 442 [internal quotation marks and
citation omitted]).
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failure to state a cause of action should have been denied.

Garry, Lynch, Devine and Mulvey, JdJ., concur.

ORDERED that the order is reversed, on the law, with costs,
and motion denied.

ENTER:

Rebut dMagbgn

Robert D. Mayberger
Clerk of the Court
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OPINION

WILLHITE, J.—

INTRODUCTION

The rock band No Doubt brought suit against the video game publisher Activision Publishing, Inc. (Activision), based on Activision's release of the Band
Hero video game featuring computer-generated images of the members of No Doubt. No Doubt licensed the likenesses of its members for use in Band
Hero, but contends that Activision used them in objectionable ways outside the scope of the parties' licensing agreement. Activision filed a special
motion to strike under Code of Civil Procedure section 425.16, contending that No Doubt cannot demonstrate a probability of prevailing on its claims for
violation of the right of publicity (Civ. Code, § 3344 and common law) and unfair competition (Bus. & Prof. Code, § 17200) because its use of the No
Doubt likenesses is protected by the First Amendment. Activision appeals from the trial court's denial of its motion. Applying the transformative use
test first adopted in Comedy III Productions, Inc. v. Gary Saderup, Inc. (2001) 25_Cal.4th 387 [106 Cal.Rptr.2d 126, 21 P.3d 797], we conclude that the
creative elements of the Band Hero video game do not transform the images of No Doubt's band members into anything more than literal, fungible
reproductions of their likenesses. Therefore, we reject Activision's contention that No Doubt's right of publicity claim is barred by the First Amendment.
In addition, we disagree with Activision's contention that No Doubt must demonstrate that Activision used the likenesses of the band members in an
"explicitly misleading' way in order to prevail on its unfair competition claim. Accordingly, we affirm the trial court's judgment.

FACTUAL AND PROCEDURAL BACKGROUND

Band Hero Dispute

Defendant Activision is a leading international video game distributor and the creator and owner of the interactive Band Hero video game. Band Hero is
[192 Cal.App.4th 1023]
a version of Activision's Guitar Hero franchise that has sold over 40 million units. ! The game allows players to simulate performing in a rock band in
time with popular songs. By choosing from a number of playable characters, known as "avatars," players can "be" a guitarist, a singer, or a drummer.
Some of the available avatars are fictional characters created and designed by Activision while others are digital representations of real-life rock stars.
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venues in Paris and Madrid, a rock show at a shopping mall, and even outer space.

In addition to allowing players to perform over 60 popular songs, Band Hero permits players to create their own music and then play their compositions
using an avatar. As with all the Guitar Hero video games, as players advance in the Band Hero game, they can "unlock" characters and use them to play
songs of the players' choosing, including songs the players have composed as well as songs made famous by other artists.

Plaintiff No Doubt is an internationally recognized rock band featuring Gwen Stefani as its lead singer. No Doubt entered into a professional services and
character licensing agreement (Agreement) with Activision permitting Activision to include No Doubt as one of the rock bands featured in Band Hero.

The pertinent language of the Agreement is as follows: "This Agreement sets out the terms upon which Artist [(No Doubt)] has agreed to grant to
Activision certain rights to utilize Artist's name(s), likeness(es), logo(s), and associated trademark(s) and other related intellectual property rights (the
“Licensed Property') and to provide Activision certain production and marketing services in connection with Activision's ‘Band Hero' video game (the
‘Game')." The Agreement specifically provides that "Artists grant to Activision the non-exclusive, worldwide right and license to use the Licensed
Property (including Artist's likeness as provided by or approved by Artist) solely in the one (1) Game for all gaming platforms and formats, on the
packaging for the Game, and in advertising, marketing, promotional and PR materials for the Game." In a section entitled "Approval Rights," the
Agreement states that "Artist's likeness as implemented in the Game (the "Character Likeness'), any use of Artist's name and/or likeness other than in a
“billing block' fashion on the back of the packaging for the Game, and the b-roll and photography or other representation of the Services or of Artist,
shall be subject to Artist's prior written approval. [1] Activision shall submit each of the above (i.e., the Character Likeness, name uses, and b-roll and
photography or other representation) to Artist for review and Artist shall have

[192 Cal.App.4th 1024]
ten (10) business days to either approve or disapprove. . .. [1] Activision shall not be required to submit for approval uses of previously approved assets,
provided such uses fall within the rights granted herein (e.g., using a previously approved Character Likeness depiction in multiple advertising
materials)."

As part of the Agreement, Activision agreed to license no more than three No Doubt songs for use in Band Hero, subject to No Doubt's approval over the
song choice. (Ultimately, the game included two No Doubt songs.) No Doubt agreed to participate in one day of game production services "for the
purposes of photographing and scanning Artist's likeness, and capturing Artist's motion-capture data."

Pursuant to the Agreement, the members of No Doubt participated in a full-day motion capture photography session at Activision's studios so that the
band members' Band Hero avatars would accurately reflect their appearances, movements, and sounds. No Doubt then closely reviewed the motion
capture photography and the details related to the appearance and features of their avatars to ensure the representations would meet their approval.
The end results are avatars that closely match the appearance of each of the No Doubt band members.

Approximately two weeks prior to the release of Band Hero, No Doubt became aware of the "unlocking" feature of the game that would permit players to
use No Doubt's avatars to perform any of the songs included in the game, including songs that No Doubt maintains it never would have performed. Two
of No Doubt's members could be unlocked at the seventh level of the game, and the remaining members could be unlocked at level nine. The band also
learned that female lead singer Gwen Stefani's avatar could be made to sing in a male voice, and the male band members' avatars could be manipulated
to sing songs in female voices. The individual band member avatars could be made to perform solo, without their band members, as well as with
members of other groups. No Doubt contends that in the numerous communications with No Doubt, Activision never communicated its intention to
permit such manipulations of the No Doubt avatars. Rather, No Doubt insists, Activision represented that No Doubt's likenesses within Band Hero
would be used only in conjunction with the selected No Doubt songs.

When No Doubt complained about the additional exploitation of their likenesses, Activision admitted that it had hired actors to impersonate No Doubt
in order to create the representations of the band members' performances of the additional musical works other than the No Doubt songs licensed for
the game. No Doubt demanded that Activision remove the "unlocking" feature for No Doubt's avatars, but Activision refused. Activision

[192 Cal.App.4th 1025]
contends that No Doubt's request came only after the programming had been finalized and the manufacturers had approved the game for manufacture.

Procedural History

No Doubt filed a complaint against Activision in superior court, seeking injunctive relief and damages for Activision's allegedly unauthorized
exploitation of No Doubt's name, performances and likenesses. No Doubt alleged six causes of action: (1) fraudulent inducement; (2) violation of
statutory and common law right of publicity; (3) breach of contract; (4) unfair business practices in violation of Business and Professions Code section
17200; (5) injunctive relief; and (6) rescission. 2

Activision filed a special motion to strike pursuant to Code of Civil Procedure section 425.16 (section 425.16) specifically with respect to No Doubt's
claims for violation of the right of publicity and unfair competition. The superior court denied the anti-SLAPP (strategic lawsuit against public
participation) motion, holding that Activision failed to meet the required threshold showing that the challenged causes of action arose from protected
activity in furtherance of free speech rights, and that Activision's literal reproductions of the images of the No Doubt members did not constitute a
"transformative" use sufficient to bring them within the protection of the First Amendment. The court found that even if Activision had satisfied its
initial burden, No Doubt had demonstrated a probability of prevailing on its claims because it convincingly argued that Activision had contracted away
any First Amendment right to exploit the images of the No Doubt members except as provided by the agreement between the parties. As such, the court
held, Activision had "waived the anti-SLAPP protections."

This timely appeal followed.

DISCUSSION

I. Anti-SLAPP Motion Procedure
https://www.leagle.com/decision/incaco20110215018 2/10
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(1) Section 425.16 provides, in pertinent part, that ""[a] cause of action against a person arising from any act of that person in furtherance of the

[192 Cal.App.4th 1026]
person's right of petition or free speech under the United States Constitution or the California Constitution in connection with a public issue shall be
subject to a special motion to strike, unless the court determines that the plaintiff has established that there is a probability that the plaintiff will prevail
on the claim." (8§ 425.16, subd. (b)(1).) The purpose of the statute is "to provide a procedural remedy to dispose of lawsuits that are brought to chill the

The provisions of section 425.16 must be "construed broadly" to effectuate the statute's purpose. (8 425.16, subd. (a).)

(2) A special motion to strike under section 425.16 entails a two-step process. (Navellier v. Sletten (2002) 29 Cal.4th 82, 88 [124 Cal.Rptr.2d 530, 52 P.3d
703] (Navellier).) First, the defendant must make a threshold showing that the challenged cause of action arises from protected activity. (Rusheen v.
Cohen, supra, 37 Cal.4th at p. 1056.) If the defendant makes this showing, the burden shifts to the plaintiff to demonstrate a probability of prevailing on
the merits of the claim. (/bid.) The plaintiff must state and substantiate a legally sufficient claim: '""[p]ut another way, the plaintiff "must demonstrate
that the complaint is both legally sufficient and supported by a sufficient prima facie showing of facts to sustain a favorable judgment if the evidence
submitted by the plaintiff is credited." [Citations.]'" (Ibid.) For purposes of this inquiry, "the trial court considers the pleadings and evidentiary
submissions of both the plaintiff and the defendant [citation] .. .." (Wilson v. Parker, Covert & Chidester (2002) 28 Cal.4th 811, 821 [123 Cal.Rptr.2d 19,
50 P.3d 733]; see § 425.16 subd. (b)(2).) However, '“the court does not weigh the evidence or make credibility determinations. [Citations.]'" (Ross v. Kish
(2006) 145 Cal.App.4th 188,197 [51 Cal.Rptr.3d 484].) In addition to considering the substantive merits of the plaintiff's claims, the trial court must also

[13_Cal.Rptr.3d 353].)

"Only a cause of action that satisfies both prongs of the anti-SLAPP statute—i.e., that arises from protected speech or petitioning and lacks even
minimal merit—is a SLAPP, subject to being stricken under the statute." (Navellier, supra, 29 Cal.4th at p. 89.) We review de novo whether the trial
court should have granted Activision's special motion to strike, conducting an independent review of the entire record. (Soukup v. Law Offices of
Herbert Hafif (2006) 39 Cal.4th 260, 269, fn. 3 [46 Cal.Rptr.3d 638, 139 P.3d 30].)

Il. No Doubt's Claims Arose from Protected Activity

(3) A defendant satisfies its initial burden under section 425.16 by demonstrating that the act underlying the challenged claims fits one of the

[192 Cal.App.4th 1027]
categories described in section 425.16, subdivision (e). (Navellier, supra, 29 Cal.4th at p. 88.) One of these categories is "conduct in furtherance of the
exercise of the constitutional right of petition or the constitutional right of free speech in connection with a public issue or an issue of public interest."
(8 425.16, subd. (e)(4).)

(4) Video games generally are considered "expressive works" subject to First Amendment protections. (Kirby v. Sega of America, Inc. (2006) 14/

First Amendment protection'].) Further, Activision's use of No Doubt's likenesses in Band Hero is a matter of public interest because of the widespread
fame No Doubt has achieved; "*"there is a public interest which attaches to people who, by their accomplishments, mode of living, professional
standing or calling, create a legitimate and widespread attention to their activities ... ." [Citation.]' [Citation.]" (Stewart v. Rolling Stone LLC (2010) 181

use of No Doubt's likenesses in the Band Hero video game meets the first requirement of the anti-SLAPP statute. 3

(5) No Doubt contends that Activision cannot satisfy the threshold showing under section 425.16 because a contract issue, not Activision's right to free
speech, is at the heart of the parties' dispute. However, in Navellier, our Supreme Court responded to a similar argument from the plaintiffs who were
suing based on the defendants' alleged breach of an agreement to release claims. The court held that the plaintiffs had set up a "false dichotomy"
between actions that target the performance of contractual obligations and those that target the exercise of free speech and petition rights, because
"conduct alleged to constitute breach of contract may also come within

[192 Cal App.4th 1028]
constitutionally protected speech or petitioning." (Navellier, supra, 29 Cal.4th at p. 92.) Thus, contrary to No Doubt's contention, cases that center on a
contractual dispute are not categorically excluded from the protection of the anti-SLAPP statute.

No Doubt relies on Duncan v. Cohen (N.D.Cal., July 22, 2008, No. C 08-2243 BZ) 2008 WL 2891065, but that case is distinguishable. There, the plaintiff
brought numerous claims against the defendants based on the defendants' attempt to make a film based on the plaintiff's novel, The River Why. The
district court denied the defendants' anti-SLAPP motion, finding that the claims did not arise out of protected activity: "The [defendants] are not
claiming their rights to use material from The River Why are based on free speech. Rather they contend their rights are based on a contract. . . . This
action centers on copyright and contract claims, not protected activity, and the anti-SLAPP statute does not apply." (Id. at p. *2.) By contrast, Activision
asserts that it has a First Amendment right to exploit the likenesses of No Doubt in Band Hero, separate and apart from its argument that the license
from No Doubt permitted Activision's use.

Having concluded that Activision met its burden to show that the challenged claims arose out of protected activity, we discuss below the second prong
of section 425.16.

I1l. No Doubt's Probabhility of Success on the Merits of the Claims

A. Right of Publicity Claim
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(6) No Doubt has alleged a claim for violation of the right of publicity under Civil Code section 3344 (section 3344) as well as under common law. Section
3344 provides in pertinent part: "Any person who knowingly uses another's name, voice, signature, photograph, or likeness, in any manner, on or in
products, merchandise, or goods, or for purposes of advertising or selling, or soliciting purchases of, products, merchandise, goods or services, without
such person's prior consent . . . shall be liable for any damages sustained by the person or persons injured as a result thereof." (8 3344, subd. (a).) The
common law claim for misappropriation of the right of publicity is similar, except there is no requirement that the misappropriation have been done
knowingly. (Kirby, supra, 144 Cal.App.4th at p. 55.)

(7) Generally, "plaintiffs' burden in opposing an anti-SLAPP motion [is] to substantiate each element of their cause of action, and not merely to counter
defendant's affirmative defenses." (Balzaga v. Fox News Network, LLC (2009) 173_Cal.App.4th 1325, 1337 [93 Cal.Rptr.3d 782].) Because one of the
elements of both the statutory and common law claim for violation of

[192 Cal App.4th 1029]
the right of publicity is a lack of prior consent on No Doubt's part, No Doubt's claim would fail if Activision were found to hold a valid license to use No
[dismissing plaintiff's claims of misappropriation "because the use in question was clearly licensed"].) However, Activision argued below that for
purposes of ruling on the anti-SLAPP motion, the trial court did not need to resolve the issue whether the challenged use of the No Doubt avatars was
outside the parties' license agreement. Rather than contesting No Doubt's ability to support the "lack of consent" element or any other substantive
element of its right of publicity claim, for purposes of its section 425.16 motion Activision asserted below, and contends here, only that the First
Amendment provides a complete defense to the claim. Thus, we limit our analysis to the strength of that First Amendment defense. 4

1. "Transformative Use" Defense

Activision contends that its use of No Doubt's likenesses in Band Hero constitutes "protected First Amendment activity involving an artistic work," and
thus No Doubt's right of publicity claim is completely barred. As discussed above, "[v]ideo games are expressive works entitled to as much First
Amendment protection as the most profound literature." (Kirby, supra, 144 Cal.App.4th at p. 58.) However, Activision's First Amendment right of free
expression is in tension with the rights of No Doubt to control the commercial exploitation of its members' likenesses.

In Comedy III Productions, Inc. v. Gary Saderup, Inc., supra, 25_Cal.4th 387, 391 (Comedy III), our Supreme Court directly confronted this tension. The
court recognized that the right of publicity has a ""potential for frustrating

(192 Cal.App.4th 1030]
the fulfillment" of both purposes of the First Amendment: "First, “"to preserve an uninhibited marketplace of ideas" and to repel efforts to limit the
"“uninhibited, robust and wide-open' debate on public issues."' [Citation.] Second, to foster a ‘fundamental respect for individual development and
self-realization. .. .' [Citations.]" (Comedy III, supra, 25 Cal.4th at pp. 396-397.) "Because celebrities take on public meaning, the appropriation of their
likenesses may have important uses in uninhibited debate on public issues, particularly debates about culture and values. And because celebrities take
on personal meanings to many individuals in the society, the creative appropriation of celebrity images can be an important avenue of individual
expression. . . . [11] ... [Tlhe very importance of celebrities in society means that the right of publicity has the potential of censoring significant
expression by suppressing alternative versions of celebrity images that are iconoclastic, irreverent, or otherwise attempt to redefine the celebrity's
meaning." (Id. at p. 397.)

(8) But, the court concluded, not all expression with respect to celebrities is insulated by the First Amendment. "The right of publicity, like copyright,
protects a form of intellectual property that society deems to have some social utility. ‘Often considerable money, time and energy are needed to develop
one's prominence in a particular field. Years of labor may be required before one's skill, reputation, notoriety or virtues are sufficiently developed to
permit an economic return through some medium of commercial promotion. [Citations.] For some, the investment may eventually create considerable
commercial value in one's identity.' [Citation.]" (Comedy III, supra, 25 Cal.4th at p. 399.) "[T]he state's interest in preventing the outright
misappropriation of such intellectual property by others is not automatically trumped by the interest in free expression or dissemination of information
...."(Id atp. 401.)

(9) The court in Comedy III articulated "what is essentially a balancing test between the First Amendment and the right of publicity based on whether
the work in question adds significant creative elements so as to be transformed into something more than a mere celebrity likeness or imitation."
(Comedy I1I, supra, 25 Cal.4th at p. 391.) Thus, "[w]hen artistic expression takes the form of a literal depiction or imitation of a celebrity for commercial
gain, directly trespassing on the right of publicity without adding significant expression beyond that trespass, the state law interest in protecting the
fruits of artistic labor outweighs the expressive interests of the imitative artist." (Id. at p. 405, fn. omitted.) A celebrity may enforce "the right to
monopolize the production of conventional, more or less fungible, images" of that celebrity. (Ibid.) On the other hand, a work claimed to violate a
celebrity's right of publicity is entitled to First Amendment protection where "added creative elements significantly transform the celebrity depiction ..
..""(25 Cal.4th at p. 405, fn. 10.) ""Another way of stating the inquiry is whether the celebrity

[192 Cal.App.4th 1031]
likeness is one of the ‘raw materials' from which an original work is synthesized, or whether the depiction or imitation of the celebrity is the very sum
and substance of the work in question. We ask, in other words, whether a product containing a celebrity's likeness is so transformed that it has become
primarily the defendant's own expression rather than the celebrity's likeness." (Id. at p. 406.) The inquiry boils down to "whether the literal and
imitative or the creative elements predominate in the work." (Id. at p. 407.)

The court then applied its newly minted "transformative use" test to the facts before it. The plaintiff was the owner of the rights to the comedy act
known as The Three Stooges. The defendant was an artist who sold lithographs and T-shirts bearing a likeness of The Three Stooges reproduced from a
charcoal drawing the artist had created. (Comedy III, supra, 25 Cal.4th at p. 393.) The owner sued for violation of the right of publicity under Civil Code
section 3344.1, the companion statute to section 3344 that extends the right of publicity to the heirs and assignees of deceased personalities. 5

The court rejected the artist's contention that the plaintiff's claim was barred by the First Amendment. The court could "discern no significant
transformative or creative contribution" in the artist's literal reproduction of the likenesses of The Three Stooges in its charcoal drawing. (Comedy III,
supra, 25 Cal.4th at p. 409.) The artist's "undeniable skill is manifestly subordinated to the overall goal of creating literal, conventional depictions of
The Three Stooges so as to exploit their fame." (Ibid.)

The court was careful to note that, in some circumstances, literal reproductions of celebrity portraits may be protected by the First Amendment. The
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court used the example of silk screens created by artist Andy Warhol using images of celebrities such as Marilyn Monroe, Elizabeth Taylor, and Elvis
Presley. "Through distortion and the careful manipulation of context, Warhol was able to convey a message that went beyond the commercial
exploitation of celebrity images and became a form of ironic social comment on the dehumanization of celebrity itself." (Comedy III, supra, 25 Cal.4th
at pp. 408-409.)

The Supreme Court again addressed the balance between the First Amendment and celebrities' rights of publicity in Winter, in which the defendant was
sued for misappropriation under section 3344 after publishing a series of comic books featuring two villainous half-worm, half-human characters
named the "Autumn brothers." (Winter, supra, 30 Cal.4th at p. 886.) The characters were quite obviously based on the musician brothers Edgar and
Johnny Winter, sharing their same long white hair and albino features. (Ibid.)

[192 Cal.App.4th 1032]
Applying the "transformative use" test set forth in Comedy III, the court held that the Winter brothers' claim was barred by the First Amendment as a
matter of law. The court found that the comic depictions at issue were '"not just conventional depictions of plaintiffs but contain significant expressive
content other than plaintiffs' mere likenesses. Although the fictional characters Johnny and Edgar Autumn are less-than-subtle evocations of Johnny
and Edgar Winter, the books do not depict plaintiffs literally. Instead, plaintiffs are merely part of the raw materials from which the comic books were
synthesized. To the extent the drawings of the Autumn brothers resemble plaintiffs at all, they are distorted for purposes of lampoon, parody, or
caricature. And the Autumn brothers are but cartoon characters—half-human and half-worm—in a larger story, which is itself quite expressive."
(Winter, supra, 30 Cal.4th at p. 890.) The comic books featured "fanciful, creative characters, not pictures of the Winter brothers," in stark contrast to
Comedy III, where the artist "essentially sold, and devoted fans bought, pictures of The Three Stooges, not transformed expressive works by the artist."
(Id. atp. 892.)

In Kirby, the Court of Appeal applied the "transformative use'" test in a case involving the alleged use of a celebrity's likeness in a video game. The
plaintiff, Kierin Kirby, achieved fame as the lead singer of the musical group Deee-Lite which was popular in the early 1990's. Kirby alleged that video
game distributor Sega violated her common law and statutory rights of publicity when it released the video game Space Channel 5 (SC5) that included as
its main character a computer-generated woman named "Ulala" allegedly based on Kirby. (Kirby, supra, 144 Cal.App.4th at p. 51.)

SCs is set in outer space, in the 25th century, and Ulala is a reporter who is sent to "investigate an invasion of Earth by dance-loving aliens who shoot
earthlings with ray guns, causing them to dance uncontrollably." (Kirby, supra, 144 Cal.App.4th at p. 52.) To advance in the game, players attempt to
have Ulala match the dance moves of various aliens and competitor reporters. (/bid.) A Japanese choreographer and dancer created Ulala's six main
dance moves. (Id. at p. 51.)

Kirby contended that Sega misappropriated her likeness by giving Ulala similar facial features to her own as well as by borrowing her distinctive look
that combines retro and futuristic elements, including red or pink hair, platform shoes, brightly colored formfitting clothes, and short skirts. (Kirby,
supra, 144 Cal.App.4th at pp. 51, 55-56.) In addition, Ulala's name is a phonetic variation of "ooh la la," which Kirby alleged was her "signature" lyrical
expression included in three of her songs. (Ibid.)

The Court of Appeal concluded that there was a question of fact as to whether Sega had misappropriated Kirby's likeness in creating the character

[192 Cal.App.4th 1033]
Ulala. (Kirby, supra, 144 Cal.App.4th at pp. 55-56.) However, the court found that even assuming Sega used Kirby's likeness, the First Amendment
provided a complete defense. "[N]otwithstanding certain similarities, Ulala is more than a mere likeness or literal depiction of Kirby," as Ulala's
physique, primary hairstyle and costumes, and dance moves differed from Kirby's. (144 Cal.App.4th at p. 59.) "Moreover, the setting for the game that
features Ulala—as a space-age reporter in the 25th century—is unlike any public depiction of Kirby. . . . Taken together, these differences demonstrate
Ulala is “transformative,' and respondents added creative elements to create a new expression" such that the First Amendment barred Kirby's claim.
(144 Cal.App.4th at p. 59.) Ulala was not merely "an imitative character contrived of “minor digital enhancements and manipulations'" (id. at p. 60), and
unlike the use of the likenesses of The Three Stooges in Comedy III, any imitation of Kirby's likeness was not "the sum and substance" of Ulala's
character (id. at p. 61). Rather, like the ""Autumn brothers'" comic book characters in Winter, '"Ulala is a "fanciful, creative character" who exists in the
context of a unique and expressive video game."" (Ibid.)

With these cases as a backdrop, we now turn to Activision's use of No Doubt's likenesses in Band Hero.

2. Use of No Doubt's Likenesses in Band Hero Is Not "Transformative”

Activision does not dispute that the avatars of No Doubt are computer-generated recreations of the real band members, painstakingly designed to
mimic their likenesses. Indeed, as part of the licensing agreement between Activision and No Doubt, No Doubt posed for motion-capture photography
to enable Activision to reproduce their likenesses, movements, and sounds with precision. Activision intentionally used these literal reproductions so
that players could choose to ""be" the No Doubt rock stars. The game does not permit players to alter the No Doubt avatars in any respect; they remain at
all times immutable images of the real celebrity musicians, in stark contrast to the "fanciful, creative characters" in Winter and Kirby. (Winter, supra,
30 Cal.4th at p. 892; see Kirby, supra, 144 Cal.App.4th at p. 61.)

(10) No Doubt asserts that such realistic depictions categorically disqualify their Band Hero avatars from First Amendment protection. However, as
Comedy IIT held, even literal reproductions of celebrities can be "transformed" into expressive works based on the context into which the celebrity
image is placed. (Comedy III, supra, 25 Cal.4th at p. 409 [noting, for instance, the Warhol silk screens featuring celebrity portraits, through "careful
manipulation of context," convey an ironic message about the "dehumanization of celebrity" through reproductions of celebrity images]; see also ETW

[192 Cal.App.4th 1034]
Corp. v. Jireh Publishing, Inc. (6th Cir. 2003) 332 F.3d 915, 918, 936, 938 (ETW) [a painting featuring three literal likenesses of Tiger Woods in different
poses in the foreground, with the Augusta National Clubhouse behind him and the likenesses of other famous golfing champions looking down on him,
found worthy of First Amendment protection because it was a ""panorama" of Woods's historic 1997 victory at the world-famous Masters Tournament
and conveyed a message about the significance of Woods's achievement through images suggesting that Woods would eventually join the ranks of the
world's best golfers].) Thus, when the context into which a literal celebrity depiction is placed creates ""something new, with a further purpose or
different character, altering the first [likeness] with new expression, meaning, or message,'" the depiction is protected by the First Amendment.
(Comedy III, supra, 25 Cal.4th at p. 404, see also id. at p. 405, fn. 10 [work is insulated by 1st Amend. only where "added creative elements significantly
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transform the celebrity depiction . .." (italics added)].)

Nonetheless, although context may create protected expression in the use of a celebrity's literal likeness, the context in which Activision uses the literal
likenesses of No Doubt's members does not qualify the use of the likenesses for First Amendment protection. Activision contends that as in Kirby, where
Sega used Kirby's likeness in a unique and expressive video game, Activision's use of No Doubt's likenesses in Band Hero is transformative because the
video game shows the No Doubt avatars "surrounded by unique, creative elements, including in fanciful venues such as outer space . . . and performing
songs that No Doubt avowedly would never perform in real life." Indeed, according to Activision, No Doubt's objection that the band can be made to
perform songs it would never perform demonstrates that the use of the No Doubt avatars is transformative.

However, that the members of No Doubt object to being shown performing certain songs is irrelevant to whether that element of Band Hero combined
with others transforms the literal depictions of No Doubt's members into expression that is more Activision's than pure mimicry. In that inquiry, it is
the differences between Kirby and the instant case, not the similarities, which are determinative. In Kirby, the pop singer was portrayed as an entirely
new character—the space-age news reporter Ulala. In Band Hero, by contrast, no matter what else occurs in the game during the depiction of the No
Doubt avatars, the avatars perform rock songs, the same activity by which the band achieved and maintains its fame. Moreover, the avatars perform
those songs as literal recreations of the band members. That the avatars can be manipulated to perform at fanciful venues including outer space or to
sing songs the real band would object to singing, or that the avatars appear in the context of a video game that contains many other creative elements,
does not transform the avatars into anything other than exact depictions of No Doubt's members doing exactly what they do as celebrities. (Hilton v.
Hallmark Cards (9th Cir.

(192 Cal.App.4th 1035]
2010) 599 F.3d 894, 911 (Hilton) [Hallmark card featuring Paris Hilton's head on a cartoon waitress's body was not a "transformative use" as in Kirby
because, despite some differences, the 'basic setting' was the same as an episode of Hilton's television show in which she is depicted as "born to
privilege, working as a waitress"]; ¢ Keller v. Elec. Arts, Inc. (N.D.Cal., Feb. 8, 2010, No. C 09-1967 CW) 2010 U.S.Dist. Lexis 10719, app. pending [NCAA
Football video game literally depicting college football player held not "transformative" where player was represented as exactly what he was—the
starting quarterback for Arizona State University—and game's setting—a football field—was "identical to where the public found [plaintiff] during his
collegiate career"].)

Moreover, Activision's use of lifelike depictions of No Doubt performing songs is motivated by the commercial interest in using the band's fame to
market Band Hero, because it encourages the band's sizeable fan base to purchase the game so as to perform as, or alongside, the members of No Doubt.
Thus, insofar as the depiction of No Doubt is concerned, the graphics and other background content of the game are secondary, and the expressive
elements of the game remain "manifestly subordinated to the overall goal of creating a conventional portrait of [No Doubt] so as to commercially
exploit [its] fame." (Comedy III, supra, 25 Cal.4th at p. 408.) In other words, nothing in the creative elements of Band Hero elevates the depictions of No
Doubt to something more than "conventional, more or less fungible, images" of its members that No Doubt should have the right to control and exploit.
(Comedy III, supra, 25 Cal.4th at p. 405.) Thus, the trial court did not err in denying Activision's motion to strike the right of publicity claim based on
Activision's assertion of a First Amendment defense. 7

[192 Cal.App.4th 1036]

B. Unfair Competition Claim

(11) To state a claim for unfair competition under Business and Professions Code section 17200 (section 17200), a plaintiff must show that "“members of
the public are likely to be deceived'" by a particular business practice. (Bank of the West v. Superior Court (1992) 2 Cal.4th 1254, 1267 [10 Cal.Rptr.2d 538,
833 P.2d 545]; see In re Tobacco II Cases (2009) 46 Cal.4th 298, 324 [93 Cal.Rptr.3d 559, 207 P.3d 20] [California's unfair competition law protects the
public from fraud, deceit and unlawful conduct].) No Doubt alleges that Activision violated section 17200 by deceiving the public into believing that No
Doubt authorized the use of its name and likeness for the unlocking feature of Band Hero and that ""No Doubt approves and endorses the appearance of
its members individually performing songs that are wholly inappropriate and out of character for No Doubt."

Activision makes the novel argument that we should construe section 17200 to require No Doubt to prove that Activision's challenged use of No Doubt's
avatars "explicitly misleads the public," i.e., that Activision overtly represented that No Doubt approved the unlocking feature as well as all the songs
their avatars can be made to sing. Activision derives this heightened standard from federal cases construing the Lanham Act (15 U.S.C. § 1051 et seq.) in
[192 Cal.App.4th 1037]
the context of alleged trademark infringement by artistic works deserving of First Amendment protection. For the reasons discussed below, we hold
that No Doubt is not obligated to prove that the use of its avatars in Band Hero is "explicitly misleading" in order to prevail on its section 17200 claim.

(12) To provide context for Activision's argument, we begin with a brief discussion of how federal courts have applied the Lanham Act to artistic works
alleged to infringe trademarks. The purpose of the Lanham Act, 15 United States Code section 1051 et seq., "is to ‘avoid confusion in the marketplace' by
allowing a trademark owner to ‘prevent[] others from duping consumers into buying a product they mistakenly believe is sponsored by the trademark
owner." [Citation.] Trademark law aims to protect trademark owners from a false perception that they are associated with or endorse a product.
[Citation.] Generally, to assess whether a defendant has infringed on a plaintiff's trademark, we apply a "likelihood of confusion' test that asks whether
use of the plaintiff's trademark by the defendant is ‘likely to cause confusion or to cause mistake, or to deceive as to the affiliation, connection, or
association' of the two products. [Citation.]" (Mattel, Inc. v. Walking Mountain Productions (9th Cir. 2003) 353F.3d 792, 806-807; see Franklin Mint Co.

When the challenged use of a trademark appears in an artistic work that implicates First Amendment protections, some courts have concluded that the
standard "likelihood of confusion" test under the Lanham Act is inadequate to address First Amendment concerns. The seminal case is Rogers v.
Grimaldi (2d Cir. 1989) 875 F.2d 994 (Rogers), in which the Second Circuit developed an alternative to the "likelihood of confusion" test to be used for
titles of artistic works that borrow names protected by trademark.

In Rogers, the actress Ginger Rogers sued under the Lanham Act, contending that the title of a movie, Ginger and Fred (Metro-Goldwyn-Mayer 1986),
which told the story of two fictional Italian cabaret performers who imitated Rogers and Fred Astaire in their cabaret act, created the false impression
that Rogers was associated with the film or that the film was about her. The trial court held that the Lanham Act did not apply to any movie title "“within
the realm of artistic expression.'" (Rogers, supra, 875 F.2d at p. 997.) The Second Circuit found that while the trial court's approach correctly took into
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account First Amendment concerns, it "unduly narrows the scope of the [Lanham] Act," because it would insulate from liability titles that were truly
deceptive about their source or sponsorship. (875 F.2d at p. 997.)

The Second Circuit struck a different balance, holding that "in general the Act should be construed to apply to artistic works only where the public

[192 Cal.App.4th 1038]
interest in avoiding consumer confusion outweighs the public interest in free expression. In the context of allegedly misleading titles using a celebrity's
name, that balance will normally not support application of the Act unless the title has no artistic relevance to the underlying work whatsoever, or, if it
has some artistic relevance, unless the title explicitly misleads as to the source or the content of the work." (Rogers, supra, 875 F.2d at p. 999.) Under
this test, for instance, a defendant is liable under the Lanham Act if he uses a celebrity name in a book title when the name bears no relation at all to the
content of the book, thereby confusing the public into thinking otherwise—a situation in which the use of the name has no artistic relevance to the
work. (875 F.2d at p. 999.) And even if the celebrity name does bear some relevance to the content of the book (that is, has some artistic relevance to the
work), the title cannot explicitly deceive the public as to its source or content, such as by claiming that it is an "“authorized biography'" of the celebrity
when it is not (an explicit misrepresentation as to the source or content). (Ibid.)

Applying this test in Rogers, the Second Circuit concluded that the Lanham Act claim failed. The title, Ginger and Fred, had genuine relevance to the
film's story—the characters in the film imitated Rogers and Astaire in the characters' cabaret act. Further, nothing about the film title overtly suggested
that Rogers was involved with or was the subject of the film, and the risk that some members of the public would reach either of these erroneous
conclusions was outweighed by the interests in the film's artistic expression, which contrasted the "elegance and class" Rogers and Astaire embodied
with the "gaudiness and banality of contemporary television." (Rogers, supra, 875 F.2d at p. 1001.)

trademark holder's Lanham Act claim over a song entitled Barbie Girl, an expressive work poking fun at the values Barbie represented. (Id. at p. 902.)
The Ninth Circuit, along with several other federal circuit courts, has since extended the Rogers test beyond titles of artistic works to artistic works in
general. (See, e.g., E.S.S. Entertainment 2000 v. Rock Star Videos (9th Cir. 2008) 547 F.3d 1095, 1099 (E.S.S.) [finding Rogers test could be applied to the
use of a trademark in the body of the work]; ETW, supra, 332 F.3d at p. 928, fn. 11 [holding the rule of Rogers is generally applicable to all Lanham Act
cases involving artistic works where the defendant "has articulated a colorable claim" that the work is protected by the 1st Amend.]; Cliffs Notes v.
Bantam Doubleday Dell Publishing Group (2d Cir. 1989) 886 F.2d 490, 495.)

Activision contends that we should construe section 17200 to incorporate the Rogers standard as an element of No Doubt's unfair competition claim,
because the claim is ""substantially congruent'" to a trademark infringement

[192 Cal.App.4th 1039]
claim under the Lanham Act, given that for both "the *"ultimate test"' is *"whether the public is likely to be deceived or confused by the similarity of the
[same likelihood of confusion test applies to Lanham Act claim and state law claim for unfair competition].) In other words, just as a defendant's artistic
expression that infringes upon a trademark generally will only be actionable under the Lanham Act if it is "explicitly misleading," Activision contends
its use of No Doubt's likenesses should not be actionable under section 17200 unless that use was "explicitly misleading."

Even if the Rogers "explicitly misleading" test might be applied to some section 17200 claims involving the unauthorized use of a celebrity's likeness (a
conclusion we do not reach), & the test does not apply to No Doubt's section 17200 claim. Activision overlooks the overarching conclusion in Rogers that
the public interest in avoiding consumer confusion must be balanced against the public interest in free expression. (Rogers, supra, 875 F.2d at p. 999.)
The "explicitly misleading" standard comes into play only after a determination has been made that a challenged use of a trademark is worthy of
heightened First Amendment protection. (ETW, supra, 332 F.3d at p. 926 [Rogers test applies to Lanham Act "false endorsement" claim only where the
defendant "has articulated a colorable claim that the use of a celebrity's identity is protected by the First Amendment"]; Facenda v. N.F.L. Films, Inc. (3d
Cir. 2008) 542 F.3d 1007, 1015 [before considering whether Rogers test applies,

[192 Cal.App.4th 1040]
court must determine whether allegedly infringing work is a work of artistic expression entitled to heightened 1st Amend. protection].)

(13) Here, we have already concluded that Activision's use of No Doubt's avatars is not "transformative'" because the avatars are simply precise
computer-generated reproductions of the band members that do not meld with the other elements of Band Hero to become, in essence, Activision's
own artistic expression. In the case of such a "nontransformative" use of celebrity likenesses, '"the public interest in avoiding consumer confusion
outweighs the public interest in free expression" (Rogers, supra, 875 F.2d at p. 999), and it would make little sense to require No Doubt to make the
almost impossible showing that Activision's nontransformative use of the No Doubt avatars was "explicitly misleading." Of course, to prevail on its
section 17200 claim, No Doubt will still have to demonstrate that members of the public are likely to be deceived by Activision's use of the likenesses.

In sum, the trial court did not err in denying Activision's motion to strike No Doubt's section 17200 claim based on Activision's contention that its
challenged use of the No Doubt avatars was not explicitly misleading.

DISPOSITION

The judgment is affirmed. No Doubt shall recover its costs and attorneys fees on appeal.
Suzukawa, J., concurred.
EPSTEIN, P.]., Concurring in part and concurring in the judgment.—

The majority opinion in this case affirms the decision of the trial court, which denied Activision's special motion to strike under Code of Civil Procedure
section 425.16 (the anti-SLAPP (strategic lawsuit against public participation) law). I agree with that result, and concur in the judgment. In its analysis,
the majority decides, first, that appellant's claims arose from First Amendment-protected activity, and hence satisfy the first prong of the test for
motions under the anti-SLAPP statute. I agree with the majority's reasoning and conclusion on that issue. (See Navellier v. Sletten (2002) 29 Cal.4th 82,
88 [124 Cal.Rptr.2d 530, 52 P.3d 703].)

The majority then discusses the second prong of the test: whether No Doubt made a prima facie showing of probability that it would prevail on the
https://www.leagle.com/decision/incaco20110215018 7110


https://www.leagle.com/cite/296%20F.3d%20894
https://www.leagle.com/cite/547%20F.3d%201095
https://www.leagle.com/cite/886%20F.2d%20490
https://www.leagle.com/cite/944%20F.2d%201446
https://www.leagle.com/cite/542%20F.3d%201007
https://www.leagle.com/cite/29%20Cal.4th%2082
https://www.leagle.com/cite/124%20Cal.Rptr.2d%20530
https://www.leagle.com/cite/52%20P.3d%20703

5/14/2018 NO DOUBT v. ACTIVISION PU | 192 Cal.App.4th 1018... | 20110215018| Leagle.com

merits of its lawsuit. It does so on a First Amendment basis, finding that the challenge to Activision Publishing, Inc.'s use of No Doubt characters and
likenesses in its video game does not satisfy the "transformative use" doctrine of Comedy III Productions, Inc. v. Gary Saderup, Inc. (2001) 25_Cal.4th
387,

[192 Cal.App.4th 1041]
391 [106 Cal.Rptr.2d 126, 21 P.3d 797] (Comedy III). Because of that conclusion, it does not reach No Doubt's claim that Activision had no such right in
light of its contract with No Doubt. (Maj. opn., ante, at pp. 1035-1036, fn. 7.)

Iwould decide the case the other way around: I would conclude that, under the facts of this case, the contract between the parties precludes Activision's
1012, 1043 [65_Cal.Rptr.3d 326] [a fundamental principle of constitutional adjudication is that court will not decide constitutional questions unless
absolutely required to do so in order to dispose of matter before it], and authority cited.) That said, I do not dispute the majority's reasoning on that
issue.

The majority opinion fairly and accurately sets out the factual and procedural history of the case, as well as the principal authorities for reviewing trial
court decisions under the anti-SLAPP law. There is no need to reprise that discussion here.

What is central in this case (and not involved in Comedy III and other cases cited) is that Activision's entire right to formulate avatars taken from No
Doubt performers is based on its license agreement with No Doubt. In that document (written on Activision letterhead) No Doubt licensed the use by
Activision of "certain rights" as to the No Doubt name, likenesses, logos and associated trademarks, and related intellectual property (the "Licensed
Property'") in a Band Hero video game. No Doubt (styled "Artist" in the agreement) agreed to participate in a performance session which Activision
could photograph and scan for the creation of avatars based on the No Doubt characters and performance. The agreement subordinated Activision's
right to use avatars based on No Doubt "Licensed Property" upon approval by No Doubt "over the songs to be used," which approval was not to be
unreasonably withheld. The "Approval Rights" section of the contract reserved to No Doubt (with exceptions not germane here) the right of prior
approval of any use of the character likenesses (and set out a system for obtaining such approval, including a provision that a failure by No Doubt to
approve or disapprove after specified notification may be deemed approval), and of "the songs to be used," which approval was not to be '""'unreasonably
withheld."

In sum, this was a commercial agreement that granted a limited license to Activision for use of No Doubt's character likenesses in songs, all subject to
No Doubt's prior approval. Activision's exploitation of the intellectual property was subject to the terms of the agreement. Having agreed to its terms,
Activision cannot be heard to claim that its use of the property in ways expressly prohibited by the agreement is protected by the First Amendment.

(192 Cal.App.4th 1042]
Activision was not acting as a lampooner or commentator, nor in any context other than as a licensee of No Doubt's intellectual property. It proceeded to
include in its Band Hero game No Doubt intellectual property, avatars, and sound depictions in a manner which No Doubt did not approve, had no
opportunity to approve, and would not have approved. Since its rights to use this property in a video game were governed by the license agreement,
Activision is precluded from relying on the "transformative use" doctrine to defend this breach of the agreement. Stated another way, the license
agreement is antithetical to a First Amendment claim that it had a right to exploit No Doubt's intellectual property in breach of the license agreement.

Iwould affirm the trial court's ruling on this basis.

FootNotes

1. The parties submitted DVD's depicting the game, which we have reviewed.

2. Activision initially removed the case to federal court, contending that No Doubt's claims were preempted by the federal Digital Millenium Copyright
Act (Pub.L. No. 105-304 (Oct. 28,1998) 112 Stat. 2860). Activision then answered the complaint and filed cross-claims for breach of contract and unjust
enrichment based on No Doubt's alleged failure to provide marketing and promotional services as the band had contracted to do. The federal district
court remanded the case to state court, finding that No Doubt's claims as alleged were not preempted by the copyright act. (No Doubt v. Activision
Publishing, Inc. (C.D.Cal. 2010) 702 F.Supp.2d 1139.)

3. As Activision observes, in concluding that the challenged claims did not satisfy the first prong, the trial court erred in focusing on whether the First
Amendment provided a complete bar to No Doubt's claim. '"The Legislature did not intend that in order to invoke the special motion to strike the
defendant must first establish her actions are constitutionally protected under the First Amendment as a matter of law. .. .' [Citations.]" (Navellier,
supra, 29 Cal.4th at pp. 94-95.) '"Instead, under the statutory scheme, a court must generally presume the validity of the claimed constitutional right in
the first step of the anti-SLAPP analysis, and then permit the parties to address the issue in the second step of the analysis, if necessary. [Citation.]
Otherwise, the second step would become superfluous in almost every case, resulting in an improper shifting of the burdens.' [Citations.]" (City of Los
Angeles v. Animal Defense League (2006) 135 Cal.App.4th 606, 621 [37 Cal.Rptr.3d 632].)

4. We have previously held that ""[a]lthough section 425.16 places on the plaintiff the burden of substantiating its claims, a defendant that advances an
affirmative defense to such claims properly bears the burden of proof on the defense. [Citation.]' [Citation.]" (Premier Medical Management Systems,

[106 Cal.Rptr.3d 290].) Other courts have suggested, however, that the burden remains on the plaintiff to overcome the affirmative defenses by
demonstrating that the """ defenses are not applicable to the case as a matter of law orby a prima facie showing of facts which, if accepted by the trier of
fact, would negate such defenses."'" (Birkner v. Lam (2007) 156 Cal.App.4th 275, 285 [67 Cal.Rptr.3d 190], quoting Paul for Council v. Hanyecz (2001) 85
Cal.App.4th 1356, 1367 [102 Cal.Rptr.2d 864 ], disapproved on another ground in Equilon Enterprises v. Consumer Cause, Inc. (2002) 29 Cal.4th 53, 68,
fn. 5 [124 Cal.Rptr.2d 507, 52 P.3d 685].) It makes no difference here which party bears the burden on the affirmative defenses, because, as discussed
further below, we conclude that Activision's First Amendment defense fails as a matter of law. (See Winter v. DC Comics (2003) 30 Cal.4th 881, 888 [134.
Cal.Rptr.2d 634, 69 P.3d 473] (Winter) [holding that courts can often resolve as a matter of law whether a claim is barred by the 1st Amend.].)
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6. An earlier Ninth Circuit decision, Hoffman v. Capital Cities/ABC, Inc. (9th Cir. 2001) 255 F.3d 1180, arguably reached a different conclusion on facts
somewhat similar to those in Hilton. In Hoffman, the court found that the First Amendment barred Dustin Hoffman's claim that Los Angeles Magazine
(LAM) had violated his right of publicity when it published an article that included a photographic image of the head of Hoffman in his "Tootsie"
character superimposed on the body of a cartoon male who was wearing an evening gown and high heels. (Hoffman, supra, 255 F.3d at p. 1183.) The
court only briefly addressed the transformative use defense, finding that "[e]ven if we were to consider LAM an “artist' and the altered ‘Tootsie'
photograph "artistic expression' subject to the Comedy III decision, there is no question that LAM's publication of the "Tootsie' photograph contained
‘significant transformative elements'" because ""Hoffman's body was eliminated and a new, differently clothed body was substituted in its place." (Id. at
p. 1184, fn. 2.) In Hilton, the Ninth Circuit noted that Hoffman had not addressed the transformative use defense in great depth because the Supreme
Court decided Comedy III only after oral argument in the Hoffman case had taken place. Thus, Hilton concluded that Hoffman was not controlling Ninth
Circuit authority on the issue of the transformative use defense. ( Hilton, supra, 599 F.3d at p. 912, fn. 15.) We similarly do not find Hoffman's brief
discussion or application of the transformative use defense compelling.

7. Because we hold that Activision's use of No Doubt's likenesses is not protected by the First Amendment, we need not consider No Doubt's argument
that Activision waived its First Amendment rights by entering a licensing agreement that allegedly limits its rights to use the likenesses. The concurring
opinion would affirm the trial court's judgment on the basis of the licensing agreement, interpreting it as a waiver by Activision of any First
Amendment rights it may have had. The concurrence suggests that we should not reach the question of the validity of Activision's First Amendment
defense because of the principle of judicial restraint that counsels against unnecessarily addressing constitutional questions. (Department of Alcoholic
Beverage Control v. Alcoholic Beverage Control Appeals Bd. (2006) 40 Cal.4th 1,17, fn. 13 [50 Cal.Rptr.3d 585, 145 P.3d 462].) This principle of
constitutional adjudication is most often relied upon as the justification for refraining from deciding the constitutionality of a statute when the matter

1198] [where plaintiff's complaint asserted both statutory and constitutional grounds for invalidating prison regulation, court would address the
statutory issue first]; Santa Clara County Local Transportation Authority v. Guardino (1995) 11 Cal.4th 220, 230-231[45_Cal.Rptr.2d 207, 902 P.2d 225]
[where tax was challenged under state statute and state Constitution, it was proper to begin with statutory challenge].) Here, however, we are not being
called upon to pass on the constitutionality of legislation, but rather to consider a First Amendment defense to a right of publicity claim in the context of
a suit between private citizens. Moreover, while the principle of restraint in deciding constitutional issues has broader application, we are also mindful
that courts must """ closely scrutinize waivers of constitutional rights'"" and """ "indulge every reasonable presumption against a waiver"'""" of First
Amendment rights, which """ ""may only be made by a ‘clear and compelling' relinquishment of them.""" (Sanchez v. County of San Bernardino (2009)

circumstances, we believe the best path is to decide this case based upon what we view as a relatively straightforward application of the "transformative
use' doctrine, and not on an interpretation of the licensing agreement, an issue on which we express no opinion.

8. Although the "explicitly misleading" requirement of the Rogers test makes obvious sense when the title of an artistic work is at issue, and thus
conventional "speech" is involved, we question whether it should apply when the actionable wrong is the misappropriation of a celebrity's likeness in a
video game. In any event, no California court has interpreted section 17200 to require a showing that the defendant's actionable conduct was "explicitly
misleading" when the First Amendment is implicated. In arguing that such a showing is required under California law, Activision relies solely on E.S.S.,
in which the Ninth Circuit concluded that the First Amendment defense based on the Rogers test "applies equally to ESS's state law claims," which
necessarily included its section 17200 claim. (E.S.S., supra, 547 F.3d at p. 1101.) Of course, we are not bound by the Ninth Circuit's interpretation that the
Rogers test applies to section 17200 claims. (Myers Building Industries, Ltd. v. Interface Technology, Inc. (1993) 13 Cal.App.4th 949, 971, fn. 19 [17
Cal.Rptr.2d 242].) Moreover, E.S.S. contains no analysis supporting its conclusion that the Rogers test should apply to section 17200 claims, because the
plaintiff conceded that the Rogers test applied, and the Ninth Circuit thus had no cause to discuss the issue. (E.S.S., supra, 547 F.3d at pp. 1099-1100.)
Further, E.S.S. did not concern the literal reproduction of a celebrity's likeness, but rather alleged trademark and trade dress infringement by a virtual
depiction of a strip club that shared certain characteristics with a real strip club. (Id. at pp. 1097-1098.)

We note that in Kirby, in considering a section 17200 claim based on Sega's use of Kirby's likeness, the Court of Appeal did not apply the Rogers test.
Rather, the court used the transformative use test of Comedy III. The court found under that test that the First Amendment barred both the plaintiff's
right of publicity claim andher section 17200 claim. (Kirby, supra, 144 Cal.App.4th at p. 61.)
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2 DAVIS V. ELECTRONIC ARTS

SUMMARY"

First Amendment / California Anti-SLAPP Statute

The panel affirmed the district court’s denial of Electronic
Arts Inc.’s motion to strike a complaint, brought by former
professional football players alleging unauthorized use of
their likenesses in the video game series Madden NFL, as a
strategic lawsuit against public participation (SLAPP) under
California’s anti-SLAPP statute.

The panel rejected Electronic Arts’s argument that its use
of former players’ likenesses was protected under the First
Amendment as “incidental use.” The panel held that
Electronic Arts’s use of the former players’ likenesses was
not incidental because it was central to Electronic Arts’s main
commercial purpose: to create a realistic virtual simulation of
football games involving current and former National
Football League teams.

The panel held that the district court properly denied
Electronic Arts’s motion to strike under the anti-SLAPP
statute because it had not shown a probability of prevailing on
its incidental use defense, and its other defenses (the
transformative use defense, the public interest defense, and
the test formulated by Rogers v. Grimaldi, 875 F.2d 994 (2d
Cir. 1989)) were effectively precluded by the court’s prior
decision in Keller v. Elec. Arts (In re NCAA Student-Athlete
Name & Likeness Licensing Litig.), 724 F.3d 1268 (9th Cir.
2013).

* This summary constitutes no part of the opinion of the court. It has
been prepared by court staff for the convenience of the reader.
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OPINION
FISHER, Circuit Judge:

We are called upon to balance the right of publicity of
former professional football players against Electronic Arts’
(EA) First Amendment right to use their likenesses in its
Madden NFL series of video games. We previously held
EA’s unauthorized use of a former college football player’s
likeness in the NCAA Football series of video games was not,
as a matter of law, protected by the First Amendment. See
Keller v. Elec. Arts (In re NCAA Student-Athlete Name &
Likeness Licensing Litig.), 724 F.3d 1268 (9th Cir. 2013). In
Keller, we rejected several of the First Amendment defenses
EA raises here on materially indistinguishable grounds. EA
advances one additional argument in this appeal — its use of
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former players’ likenesses is protected under the First
Amendment as “incidental use.” We disagree. We hold EA’s
use of the former players’ likenesses is not incidental,
because it is central to EA’s main commercial purpose — to
create a realistic virtual simulation of football games
involving current and former NFL teams.

I. Background

EA is a developer and publisher of video games,
including Madden NFL, which EA publishes annually.
Madden NFL allows users to play virtual football games
between National Football League (NFL) teams by
controlling virtual players, or avatars. EA’s graphic artists
and programmers create the avatars, as well as virtual
stadiums, coaches, referees, fans and other audio and visual
elements that allow users to experience a realistic simulation
of an NFL game. Users control the movements of the avatars
and the outcome of the game through the users’ inputs to the
game system.

Each annual version of Madden NFL includes all current
players for all 32 NFL teams, along with accurate player
names, team logos, colors and uniforms. EA has paid
National Football Players Inc. — the licensing arm of the
National Football League Players Association — annual
licensing fees in the millions of dollars to use current players’
likenesses.

From 2001 through 2009, Madden NFL also included
certain particularly successful or popular “historic teams.”
EA did not obtain a license to use the likenesses of the former
players on these historic teams. Although the players on the
historic teams are not identified by name or photograph, each



DAVIS V. ELECTRONIC ARTS 5

is described by his position, years in the NFL, height, weight,
skin tone and relative skill level in different aspects of the
sport.! For example, Madden NFL includes as a historic team
the 1979 Los Angeles Rams that played in that year’s Super
Bowl. Vince Ferragamo, a plaintiff in this action, was a
quarterback on the 1979 Rams. He is Caucasian and was
listed in the 1979 Rams media guide as a 26 year-old, six-foot
three-inch, 207-pound third-year NFL player. Madden NFL
depicts an avatar who is a quarterback for the 1979 Rams and
has identical physical characteristics. Madden NFL also
includes the 1984 Los Angeles Rams, for which Ferragamo
was again a quarterback. The 1984 Rams media guide lists
Ferragamo as a 30-year-old, six-foot three-inch, 212-pound
seventh-year NFL player. Madden NFL depicts an avatar on
the 1984 Rams with identical physical characteristics.

The plaintiffs alleged that Madden NFL similarly
includes, without authorization, accurate likenesses of
plaintiffs Michael Davis and Billy Joe Dupree, as well as
roughly 6,000 other former NFL players who appear on more
than 100 historic teams in various editions of Madden NFL.
The plaintiffs asserted claims for right of publicity under
California Civil Code § 3344 and California common law,
conversion, trespass to chattels and unjust enrichment on
behalf of themselves and all former NFL players depicted in
Madden NFL. EA moved to strike the complaint as a
strategic lawsuit against public participation (SLAPP) under
California’s anti-SLAPP statute, California Code of Civil
Procedure § 425.16. The district court denied the motion.
We have jurisdiction over EA’s appeal pursuant to 28 U.S.C.
§ 1291. We affirm.

! For purposes of this appeal, EA concedes the Madden NFL series uses
the plaintiffs’ likenesses.
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II. Standard of Review

We review de novo the denial of a motion to strike under
California’s anti-SLAPP statute. See Keller, 724 F.3d at 1272
n.3.

III. Discussion
A. Anti-SLAPP motion

California’s anti-SLAPP statute is “designed to allow
courts ‘to promptly expose and dismiss meritless and
harassing claims seeking to chill protected expression.””
Mindys Cosmetics, Inc. v. Dakar, 611 F.3d 590, 595 (9th Cir.
2010) (quoting Bosley Med. Inst., Inc. v. Kremer, 403 F.3d
672,682 (9th Cir. 2005)). Under the statute, “a party may file
a motion to strike a cause of action against it if the complaint
‘aris[es] from any act of that person in furtherance of the
person’s right of petition or free speech under the United
States Constitution or the California Constitution in
connection with a public issue.”” Id. (alteration in original)
(quoting Cal. Civ. Proc. Code § 425.16(b)(1)). To defeat a
motion to strike, a plaintiff must “establish[] that there is a
probability that the plaintiff will prevail on the claim.” Cal.
Civ. Proc. Code § 425.16(b)(1).

The plaintiffs concede that their suit arises from an act by
EA in furtherance of its right of free speech under the First
Amendment. Indeed, “[v]ideo games are entitled to the full
protections of the First Amendment, because ‘[l]ike the
protected books, plays, and movies that preceded them, video
games communicate ideas — and even social messages.’”
Keller, 724 F.3d at 1270-71 (quoting Brown v. Entm’t
Merchs. Ass’n, 131 S. Ct. 2729, 2733 (2011)).



DAVIS V. ELECTRONIC ARTS 7

The district court denied EA’s motion, however,
concluding that the plaintiffs established a reasonable
probability they will prevail on their claims. “‘Reasonable
probability’ . . . requires only a ‘minimum level of legal
sufficiency and triability.”” Mindys Cosmetics, 611 F.3d at
598 (quoting Linder v. Thrifty Oil Co.,2 P.3d 27,33 n.5 (Cal.
2000)). A plaintiff must “state and substantiate a legally
sufficient claim,” id. at 598-99, based on “the pleadings, and
supporting and opposing affidavits stating the facts upon
which the liability or defense is based,” Cal. Civ. Proc. Code
§ 425.16(b)(2). “‘Put another way, the plaintiff must
demonstrate that the complaint is both legally sufficient and
supported by a sufficient prima facie showing of facts to
sustain a favorable judgment if the evidence submitted by the
plaintiff is credited.”” Mindys Cosmetics, 611 F.3d at 599
(quoting Wilson v. Parker, Covert & Chidester, 50 P.3d 733,
739 (Cal. 2002)). “[T]he required probability that [the
plaintiffs] will prevail need not be high.” Hilton v. Hallmark
Cards, 599 F.3d 894, 908 (9th Cir. 2010).

EA does not challenge the plaintiffs’ ability to state or
support any substantive element of their claims. Instead, EA
argues it is not reasonably probable the plaintiffs will prevail,
because their claims are barred by five affirmative defenses
under the First Amendment — the transformative use defense,
the public interest defense, the public affairs exemption of
California Civil Code § 3344(d), the Rogers test and the
incidental use defense. Although the anti-SLAPP statute
“places on the plaintiff the burden of substantiating its claims,
a defendant that advances an affirmative defense to such
claims properly bears the burden of proof on the defense.”
Peregrine Funding, Inc. v. Sheppard Mullin Richter &
Hampton LLP, 35 Cal. Rptr. 3d 31, 44 (Ct. App. 2005). EA
has the burden of establishing the transformative use defense
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as a matter of law. See Keller, 724 F.3d at 1274. On its other
affirmative defenses, EA has the burden of establishing “a
probability of prevailing.” Premier Med. Mgmt. Sys., Inc. v.
Cal. Ins. Guarantee Ass ’'n, 39 Cal. Rptr. 3d 43, 53 (Ct. App.
2006). For the reasons set forth below, EA has not shown a
probability of prevailing on its incidental use defense, and its
other defenses are effectively precluded by our decision in
Keller? Because EA has not met its burden as to any of its
affirmative defenses, the district court properly denied EA’s
motion to strike.

B. Transformative use

EA contends the plaintiffs’ claims are barred by the
transformative use defense formulated by the California
Supreme Court in Comedy IIl Productions, Inc. v. Gary
Saderup, Inc., 21 P.3d 797 (Cal. 2001). “The defense is ‘a
balancing test between the First Amendment and the right of
publicity based on whether the work in question adds
significant creative elements so as to be transformed into
something more than a mere celebrity likeness or imitation.’”
Keller, 724 F.3d at 1273 (quoting Comedy III, 21 P.3d at
799).

In Keller, we rejected EA’s transformative use defense.
We held the use of college athletes’ likenesses in the NCAA4
Football video game series was not, as a matter of law,
transformative use. See id. at 1277-79. We relied primarily
on No Doubt v. Activision Publishing, Inc., 122 Cal. Rptr. 3d.
397, 411 (Ct. App. 2011), in which the California Court of

2 EA does not seek to distinguish this case from Keller. Instead, EA
states it “raises these arguments here to preserve them for en banc review
in this Circuit and/or United States Supreme Court review.”
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Appeal rejected a video game maker’s transformative use
defense because its video game contained “literal recreations”
of members of the band “No Doubt” doing “the same activity
by which the band achieved and maintains its fame.” In No
Doubt, the court of appeal held, “that the avatars appear in the
context of a videogame that contains many other creative
elements[] does not transform the avatars into anything other
than exact depictions of No Doubt’s members doing exactly
what they do as celebrities.” Id. The court concluded the
“graphics and other background content of the game are
secondary, and the expressive elements of the game remain
manifestly subordinated to the overall goal of creating a
conventional portrait of No Doubt so as to commercially
exploit its fame.” Id. (alterations and internal quotation
marks omitted).

Keller concluded No Doubt “offers a persuasive precedent
that cannot be materially distinguished from Keller’s case.”
724 F.3d at 1277. As in No Doubt, the NCAA Football game
“replicated Keller’s physical characteristics” and allowed
“users [to] manipulate [him] in the performance of the same
activity for which [he is] known in real life”” in “[t]he context
in which the activity occurs.” Id. at 1276. Consequently,
“[gliven that NCAA Football realistically portrays college
football players in the context of college football games, the
district court was correct in concluding that EA cannot
prevail as a matter of law based on the transformative use
defense at the anti-SLAPP stage.” Id. at 1279.

The same is true here. Like NCAA Football, Madden
NFL replicates players’ physical characteristics and allows
users to manipulate them in the performance of the same
activity for which they are known in real life — playing
football for an NFL team. Neither the individual players’
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likenesses nor the graphics and other background content are
transformed more in Madden NFL than they were in NCAA
Football. Indeed, EA does not attempt to distinguish Madden
NFL from NCAA Football. Instead, EA contends the court
erred in Keller by focusing on whether the individual avatars
were transformed, rather than whether the work as a whole
was transformative. Absent “intervening higher authority,”
however, we are bound by the factually indistinguishable
holding in Keller. Miller v. Gammie, 335 F.3d 889, 893 (9th
Cir. 2003) (en banc).> Thus, EA has not shown that the
transformative use defense applies to the plaintiffs’ claims.*

C. The public interest defense

EA next contends the plaintiffs’ common law right of
publicity claim is barred by the public interest defense, and
their statutory right of publicity claim is barred by the “public
affairs” exemption of California Civil Code § 3344(d). Under
the common law public interest defense, “no cause of action
will lie for the publication of matters in the public interest,
which rests on the right of the public to know and the
freedom of the press to tell it.” Hilton, 599 F.3d at 912
(quoting Montana v. San Jose Mercury News, Inc., 40 Cal.
Rptr. 2d 639, 640 (Ct. App. 1995)). Under the statutory
“public affairs” exemption, the right of publicity recognized
in California Civil Code § 3344(a) does not apply to the “use

3 Further, the court expressly stated in Keller that, like the Third Circuit
in Hart v. Electronic Arts, Inc., 717 F.3d 141 (3d Cir. 2013), it
“considered the potentially transformative nature of the game as a whole.”
724 F.3d at 1278.

4 Because we are bound by Keller, we do not reach EA’s argument that
Keller improperly failed to apply strict constitutional scrutiny to the
plaintiffs’ right-of-publicity claims.
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of a name, voice, signature, photograph, or likeness in
connection with any news, public affairs, or sports broadcast
or account.” Cal. Civ. Code § 3344(d).

Although California courts typically analyze the statutory
and common law defenses separately, both defenses “protect
only the act of publishing or reporting.” Keller, 724 F.3d at
1282. In Keller, we rejected EA’s reliance on these defenses,
explaining that, unlike the cases on which EA relied,
involving a documentary, a newspaper photograph and a
game program, EA was “not publishing or reporting factual
data.” Id. at 1283. See Dora v. Frontline Video, Inc., 18 Cal.
Rptr.2d 790, 791-92 (Ct. App. 1993) (holding a documentary
on surfing featuring a well-known surfer was “a fair comment
on real life events”); Montana, 40 Cal. Rptr. 2d at 64041
(holding posters containing previously published newspaper
images portraying Joe Montana’s football victories were “a
form of public interest presentation to which [First
Amendment] protection must be extended”); Gionfriddo v.
Major League Baseball, 114 Cal. Rptr. 2d 307, 314-15 (Ct.
App. 2001) (holding “factual data concerning the players,
their performance statistics . . . and video depictions” were a
“recitation and discussion of factual data” protected by the
First Amendment). “Put simply, EA’s interactive game is not
a publication of facts about college football; it is a game, not
areference source.” Keller, 724 F.3d at 1283. It “is a means
by which users can play their own virtual football games, not
a means for obtaining information about real-world football
games.” Id.

Madden NFL is indistinguishable in this regard from
NCAA Football. Like NCAA Football, although Madden
NFL contains some factual data about current and former
NFL teams and players, it is “a game, not a reference source”
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or a “publication of facts” about professional football. /d.
Again, in the absence of intervening higher authority, our
holding in Keller controls. See Miller, 335 F.3d at 899.
Thus, EA has not established a probability of prevailing on
either the common law public interest defense or the “public
affairs” exemption of California Civil Code § 3344(d).

D. The Rogers test

EA next contends Madden NFL is entitled to First
Amendment protection under the test formulated by the
Second Circuit in Rogers v. Grimaldi, 875 F.2d 994 (2d Cir.
1989). Rogers held that a literary title does not violate the
Lanham Act “unless the title has no artistic relevance to the
underlying work whatsoever, or, if it has some artistic
relevance, unless the title explicitly misleads as to the source
or the content of the work.” Id. at 999. In Keller, we rejected
EA’s argument that the Rogers test should be extended to
right-of-publicity claims. See 724 F.3d at 1279-82. We
explained that the Rogers test “was designed to protect
consumers from the risk of consumer confusion — the
hallmark element of a Lanham Act claim.” Id. at 1280. In
contrast, the right of publicity “does not primarily seek to
prevent consumer confusion.” Id. “Rather, it primarily
‘protects a form of intellectual property [in one’s person] that
society deems to have some social utility.”” Id. (alteration in
original) (quoting Comedy III, 21 P.3d at 804). Thus, the
Rogers test does not apply to the plaintiffs’ right-of-publicity
claims.

E. The incidental use defense

Finally, EA contends the plaintiffs’ claims are barred by
the incidental use defense. EA did not assert this defense in
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the district court. “We apply a general rule against
entertaining arguments on appeal that were not presented or
developed before the district court.” In re Mercury
Interactive Corp. Sec. Litig., 618 F.3d 988, 992 (9th Cir.
2010) (internal quotation marks omitted). That rule,
however, is “discretionary, not jurisdictional.” Id. We have
recognized three circumstances in which we have discretion
to reach waived issues, including “‘when the issue presented
is purely one of law and either does not depend on the factual
record developed below, or the pertinent record has been fully
developed.” Id. (quoting Bolker v. Comm’r, 760 F.2d 1039,
1042 (9th Cir. 1985)). Under the circumstances of this case,
whether EA has established a probability of prevailing on its
incidental use defense is a question of law that we can
address on the existing record. We therefore exercise our
discretion to address the issue.

The parties agree that the incidental use defense exists
under California law. We therefore assume, for purposes of
this opinion, that it does.® The parties also rely on the same
cases and treatises to define the scope of the defense. Under

5 Although California courts have not yet held that the incidental use
defense applies to right-of-publicity claims, the defense is widely
recognized. See 1 J. Thomas McCarthy, Rights of Publicity and Privacy
§ 6:31 (2d ed. 2014) (citing “the general rule that an insignificant or
fleeting use of plaintiff’s identity is not an infringement”); Stayart v.
Google Inc., 710 F.3d 719, 723 (7th Cir. 2013) (recognizing the incidental
use as a defense to right-of-publicity claims under Wisconsin common law
and statute); Lohan v. Perez, 924 F. Supp. 2d 447, 455 (E.D.N.Y. 2013)
(applying the incidental use defense to a right-of-publicity claim under
New York law); Hill v. Nat'l Collegiate Athletic Ass 'n, 865 P.2d 633, 648
n.6 (Cal. 1994) (en banc) (citing favorably the Restatement Second of
Torts for the proposition that “mere incidental use [is] not actionable” as
“appropriation of [the] commercial or other value of [a] name or
likeness™).
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those authorities, “[a] number of factors are relevant,” such
as “(1) whether the use has a unique quality or value that
would result in commercial profit to the defendant;
(2) whether the use contributes something of significance;
(3) the relationship between the reference to the plaintiff and
the purpose and subject of the work; and (4) the duration,
prominence or repetition of the name or likeness relative to
the rest of the publication.” Aligo v. Time-Life Books, Inc.,
No. C94-20707 JW, 1994 WL 715605, at *3 (N.D. Cal. Dec.
19, 1994) (internal citations omitted). See also 5 J. Thomas
McCarthy, McCarthy on Trademarks and Unfair Competition
§ 28:7.50 (4th ed. 2014) (“The mere trivial or fleeting use of
aperson’s name or image in an advertisement will not trigger
liability when such a usage will have only a de minimis
commercial implication.”); Stayart, 710 F.3d at 723 (“For
use of a person’s name for advertising or trade purposes to be
actionable . . . there must be a substantial rather than an
incidental connection between the use and the defendant’s
commercial purpose.” (internal quotation marks omitted));
Yeager v. Cingular Wireless, LLC, 673 F. Supp. 2d 1089,
1100 (E.D. Cal. 2009) (“The rationale underlying this
doctrine is that an incidental use has no commercial value.”);
Preston v. Martin Bregman Prods., Inc., 765 F. Supp. 116,
119 (S.D.N.Y. 1991) (“Whether a use falls within this
exception to liability is determined by the role that the use of
the plaintiff’s name or likeness plays in the main purpose and
subject of the work at issue.”). These factors support the
plaintiffs’ position here.

Under the first and second factors, the former players’
likenesses have unique value and contribute to the
commercial value of Madden NFL. EA goes to substantial
lengths to incorporate accurate likenesses of current and
former players, including paying millions of dollars to license
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the likenesses of current players. EA has acknowledged,
“[t]he Madden titles are successful in part because they allow
consumers to simulate play involving any of the 32 NFL
teams, using real NFL players.”

Having acknowledged the likenesses of current NFL
players carry substantial commercial value, EA does not offer
a persuasive reason to conclude otherwise as to the former
players. EA argues that, because there are several thousand
players depicted in Madden NFL, any individual player’s
likeness has only a de minimis commercial value. There is no
basis for such a sweeping statement. EA includes only a
small number of particularly successful or popular historic
teams. EA also advertises the inclusion of those historic
teams in its promotional materials.® Indeed, we rejected EA’s
similar reasoning in Keller: “If EA did not think there was
value in having an avatar designed to mimic each individual
player, it would not go to the lengths it does to achieve
realism in this regard. Having chosen to use the players’
likenesses, EA cannot now hide behind the numerosity of its
potential offenses or the alleged unimportance of any one
individual player.” 724 F.3d at 1276 n.7.

Under the third and fourth factors, the former players’
likenesses are featured prominently in a manner that is
substantially related to the main purpose and subject of
Madden NFL — to create an accurate virtual simulation of an

® For example, the Official Game Guide for the 2006 edition of Madden
NFL states: “Historic Rosters are back again. They allow you to play
‘what if’-type games. For instance, you can replay the ’78 Dallas
Cowboys vs the *78 Steelers in Super Bowl XIII. Just select the teams and
away you go back in time to play the game. The players do not have their
actual names, but you can edit them if you want optimum realism.”
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NFL game. See Preston, 765 F. Supp. at 119; Ladany v.
William Morrow & Co., Inc., 465 F. Supp. 870, 881
(S.D.N.Y. 1978). EA has stated publicly it is dedicated to
“creating the most true-to life NFL simulation experience as
possible . . . We want to accurately deliver an amazing NFL
experience in our game.” Accurate depictions of the players
on the field are central to the creation of an accurate virtual
simulation of an NFL game. Cf. Lohan, 924 F. Supp. 2d at
455-56 (holding the incidental use defense applied when the
plaintiff’s name was mentioned once in 104 lines of a song
and the mention was “entirely incidental to the theme of the
Song”). Therefore, EA has not established a probability of
prevailing on its incidental use defense.

IV. Conclusion

EA has not shown that its unauthorized use of former
players’ likenesses in the Madden NFL video game series
qualifies for First Amendment protection under the
transformative use defense, the public interest defense, the
Rogers test or the incidental use defense. Accordingly, we
affirm the district court’s denial of EA’s motion to strike.’

AFFIRMED.

" Because EA may preserve issues for en banc or Supreme Court review,
see Singh v. Gonzalez, 502 F.3d 1128, 1129 (9th Cir. 2007), its appeal of
issues foreclosed by Keller was not frivolous, and we deny the plaintiffs’
request for costs and attorneys’ fees pursuant to California’s anti-SLAPP
statute and Federal Rule of Appellate Procedure 38.
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OPINION

GREENAWAY, JR., Circuit Judge.

In 2009, Appellant Ryan Hart (“Appellant” or “Hart”)*
brought suit against Appellee Electronic Arts, Inc.
(“Appellee” or “EA”) for allegedly violating his right of
publicity as recognized under New Jersey law. Specifically,
Appellant’s claims stemmed from Appellee’s alleged use of
his likeness and biographical information in its NCAA
Football series of videogames. The District Court granted
summary judgment in favor of Appellee on the ground that its

! Appellant’s action purports to be a class action on behalf of
similarly situated individuals. Because the putative class
members all face the same issues with regard to the First
Amendment we will focus our attention and analysis on
Appellant in particular.



use of Appellant’s likeness was protected by the First
Amendment. For the reasons set forth below, we will reverse
the grant of summary judgment and remand the case back to
the District Court for further proceedings.

I. Facts

Hart was a quarterback, player number 13, with the
Rutgers University NCAA Men’s Division | Football team
for the 2002 through 2005 seasons. As a condition of
participating in college-level sports, Hart was required to
adhere to the National Collegiate Athletic Association’s
(“NCAA”) amateurism rules as set out in Article 12 of the
NCAA bylaws. See, e.g., NCAA, 2011-12 NCAA Division |
Manual § 12.01.1 (2011) (“Only an amateur student-athlete is
eligible for inter-collegiate athletics participation in a
particular sport.””). In relevant part, these rules state that a
collegiate athlete loses his or her “amateur” status if (1) the
athlete “[u]ses his or her athletics skill (directly or indirectly)
for pay in any form in that sport,” id. § 12.1.2, or (2) the
athlete “[a]ccepts any remuneration or permits the use of his
or her name or picture to advertise, recommend or promote
directly the sale or use of a commercial product or service of
any kind,” id. § 12.5.2.1.2 In comporting with these bylaws,

2 The NCAA Manual also states that where a collegiate
athlete’s

name or picture appears on commercial
items...or is used to promote a commercial
product sold by an individual or agency without
the student-athlete’s knowledge or permission,
the student athlete (or the institution acting on
behalf of the student-athlete) is required to take



Hart purportedly refrained from seizing on various
commercial opportunities.® On the field, Hart excelled. At
6’27, weighing 197 pounds, and typically wearing a visor and
armband on his left wrist, Hart amassed an impressive list of
achievements as the Scarlet Knights’ starting quarterback. As
of this writing, Hart still holds the Scarlet Knights’ records
for career attempts, completions, and interceptions.* Hart’s
skill brought success to the team and during his senior year
the Knights were invited to the Insight Bowl, their first Bowl
game since 1978.

Hart’s participation in college football also ensured his
inclusion in EA’s successful NCAA Football videogame
franchise. EA, founded in 1982, is “one of the world’s
leading interactive entertainment software companies,” and
“develops, publishes, and distributes interactive software
worldwide” for consoles, cell phones, and PCs. (App. at 529-
30.) EA’s catalogue includes NCAA Football, the videogame
series at issue in the instant case. The first edition of the

steps to stop such an activity in order to retain
his or her eligibility for intercollegiate athletics.

NCAA, 2011-12 NCAA Division | Manual § 12.5.2.2 (2011).

¥ NCAA bylaws limit college athletes like Hart to receiving
only non-athletic financial aid, either through academic
scholarships or need-based aid, or athletic scholarships, which
cover only tuition and various school-related expenses. See
NCAA, 2011-12 NCAA Division | Manual § 15 (2011).

% Until his recent displacement by Mike Teel, Hart also held
the team records for career yards and touchdowns.



game was released in 1993 as Bill Walsh College Football.
EA subsequently changed the name first to College Football
USA (in 1995), and then to the current NCAA Football (in
1997). New editions in the series are released annually, and
“allow[] users to experience the excitement and challenge of
college football” by interacting with “over 100 virtual teams
and thousands of virtual players.” (ld. at 530.)

A typical play session allows users the choice of two
teams. “Once a user chooses two college teams to compete
against each other, the video game assigns a stadium for the
match-up and populates it with players, coaches, referees,
mascots, cheerleaders and fans.”” (ld.) In addition to this
“basic single-game format,” EA has introduced a number of
additional game modes that allow for “multi-game” play. (ld.
at 530-31.) Thus, with the release of NCAA Football 98, EA
introduced the “Dynasty Mode,” which allows users to
“control[] a college program for up to thirty seasons,”
including “year-round responsibilities of a college coach such
as recruiting virtual high school players out of a random-
generated pool of athletes.” (Id. at 531.) Later, in NCAA
Football 2006, EA introduced the “Race for the Heisman”
(later renamed “Campus Legend”), which allows users to
“control a single [user-made] virtual player from high school
through his collegiate career, making his or her own choices

> Appellee licenses, from the Collegiate Licensing Company
(the NCAA'’s licensing agent), “the right to use member
school names, team names, uniforms, logos, stadium fight
songs, and other game elements.” (App. at 532.) Unlike
certain of its other videogame franchises, EA does not license
the likeness and identity rights for intercollegiate players.



regarding practices, academics and social activities.” (ld. at
531-32))

In no small part, the NCAA Football franchise’s
success owes to its focus on realism and detail — from
realistic sounds, to game mechanics, to team mascots.® This
focus on realism also ensures that the “over 100 virtual
teams” in the game are populated by digital avatars that
resemble their real-life counterparts and share their vital and
biographical information. Thus, for example, in NCAA
Football 2006, Rutgers’ quarterback, player number 13, is
6°2” tall, weighs 197 pounds and resembles Hart. Moreover,
while users can change the digital avatar’s appearance and
most of the vital statistics (height, weight, throwing distance,
etc.), certain details remain immutable: the player’s home
state, home town, team, and class year.

Appellant filed suit against EA in state court for,
among other things, violation of his right of publicity.
Appellant’s first amended complaint, filed in October 2009,
alleged that Appellee violated his right of publicity by
appropriating his likeness for use in the NCAA Football series
of videogames. Appellee subsequently removed the action to
federal court, and the District Court subsequently dismissed

® For example, an article on the EA Sports blog explained that
“[elach year, NCAA Football playbook designer Anthony
White strives to make each team’s playbook accurately
represent their system and play style....[E]ach vyear,
Anthony adds in actual plays run by teams that can only be
found in specific playbooks.” (App. at 663.)



all but one of the claims.” Thereafter, on October 12, 2010,
Appellant filed his second amended complaint, again alleging
a claim pursuant to the right of publicity based on Appellee’s
purported misappropriation of Appellant’s identity and
likeness to enhance the commercial value of NCAA Football.
Specifically, Appellant alleges that (1) Appellee replicated his
likeness in NCAA Football 2004, 2005, and 2006 (complete
with biographical and career statistics)® and that (2) Appellee
used Appellant’s image “in the promotion for [NCAA
Football] wherein [Appellant] was throwing a pass with
actual footage from Rutgers University’s Bowl Game against
Avrizona State University.”® (App. at 370.)

On November 12, 2010, Appellee filed a motion to
dismiss the claim pursuant to Federal Rule of Civil Procedure

’ The District Court had diversity jurisdiction over the case
pursuant to 28 U.S.C. § 1332(a)(1).

® Appellant alleges that the physical attributes exhibited by
the virtual avatar in NCAA Football are his own (i.e., he
attended high school in Florida, measures 6’2 tall, weighs
197 pounds, wears number 13, and has the same left wrist
band and helmet visor) and that the avatar’s speed, agility,
and passer rating reflected actual footage of Appellant during
his tenure at Rutgers. (App. at 369-71.)

% It is unclear from the complaint what exactly this allegation
covers. However, Appellee concedes that “[a] photograph of
[Appellant] is included in a photo montage of actual players
within NCAA Football 09 which is visible only when the
game is played on certain game platforms by those users who
select Rutgers as their team.” (App. at 475.)
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12(b)(6) or, in the alternative, summary judgment pursuant to
Federal Rule of Civil Procedure 56(c). While conceding, for
purposes of the motion only, that it had violated Appellant’s
right of publicity, Appellee argued that it was entitled to
dismissal or summary judgment on First Amendment
grounds. Hart v. Elec. Arts, Inc., 808 F. Supp. 2d 757, 766
(D.N.J. 2011). The motion was accompanied by a Statement
of Undisputed Fact and various supporting materials,
including declarations.  Appellant opposed the motion,
arguing that “discovery [was] still in it’s [sic] infancy.”
(App. at 9.) The court below rejected this argument, noting
that Appellant had “fail[ed] to identify how discovery would
assist the Court in deciding this speech-based tort case.”
Hart, 808 F. Supp. 2d at 764. The District Court then
construed the motion as one for summary judgment, citing its
intent to “rely on the affidavits and exhibits submitted by the
parties,” id., and ruled in favor of Appellee, holding that
NCAA Football was entitled to protection under the First
Amendment. Appellant timely appealed, arguing that the
District Court erred in granting summary judgment
prematurely and, in the alternative, erred in holding that
NCAA Football was shielded from right of publicity claims
by the First Amendment. The matter is now before us for
review.

I1. Jurisdiction and Standard of Review

We have jurisdiction to hear this appeal pursuant to 28
U.S.C. 8 1291. OQur review of the District Court’s order
granting summary judgment is plenary. Azur v. Chase Bank,
USA, Nat’l Ass’n, 601 F.3d 212, 216 (3d Cir. 2010). “To that
end, we are ‘required to apply the same test the district court
should have utilized initially.”” Chambers ex rel. Chambers
v. Sch. Dist. of Phila. Bd. of Educ., 587 F.3d 176, 181 (3d Cir.
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2009) (quoting Oritani Sav. & Loan Ass’n v. Fidelity &
Deposit Co. of Md., 989 F.2d 635, 637 (3d Cir. 1993)).

Summary judgment is appropriate “where the
pleadings, depositions, answers to interrogatories, admissions,
and affidavits show there is no genuine issue of material fact
and that the moving party is entitled to judgment as a matter
of law.” Azur, 601 F.3d at 216 (quoting Nicini v. Morra, 212
F.3d 798, 805-06 (3d Cir. 2000) (en banc) (citing Fed. R. Civ.
P. 56(c))).*® To be material, a fact must have the potential to
alter the outcome of the case. See Kaucher v. Cnty. of Bucks,
455 F.3d 418, 423 (3d Cir. 2006). “Once the moving party
points to evidence demonstrating no issue of material fact
exists, the non-moving party has the duty to set forth specific
facts showing that a genuine issue of material fact exists and
that a reasonable factfinder could rule in its favor.” Azur, 601
F.3d at 216. In determining whether summary judgment is
warranted “[t]he evidence of the nonmovant is to be believed,
and all justifiable inferences are to be drawn in his favor.”
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255 (1986);
see also Chambers ex rel. Chambers, 587 F.3d at 181.
“Further, [w]e may affirm the District Court on any grounds
supported by the record.” Kossler v. Cristani, 564 F.3d 181,

1 Fed. R. Civ. P. 56 was revised in 2010. The standard
previously set forth in subsection (c) is now codified as
subsection (a). The language of this subsection is unchanged,
except for “one word — genuine ‘issue’ bec[ame] genuine

‘dispute.”” Fed. R. Civ. P. 56 advisory committee’s note,
2010 amend.
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186 (3d Cir. 2009) (en banc) (internal quotation marks
omitted).

In connection with Appellant’s request for additional
discovery, we review “[w]hether a district court prematurely
grant[ed] summary judgment . . . for abuse of discretion.”
Radich v. Goode, 886 F.2d 1391, 1393 (3d Cir. 1989) (citing
Dowling v. City of Phila., 855 F.2d 136 (3d Cir. 1988)). “To
demonstrate an abuse of discretion, [an appellant] must show
that the District Court’s decision was arbitrary, fanciful or
clearly unreasonable.” Moyer v. United Dominion Indus.,
Inc., 473 F.3d 532, 542 (3d Cir. 2007) (internal quotation
marks omitted); see also Hanover Potato Prods., Inc. v.
Shalala, 989 F.2d 123, 127 (3d Cir. 1993) (“An abuse of
discretion arises when ‘the district court’s decision rests upon
a clearly erroneous finding of fact, an errant conclusion of
law or an improper application of law to fact.” (internal
quotation marks omitted)).

I11. Discussion

We begin our analysis by noting the self-evident:
video games are protected as expressive speech under the
First Amendment. Brown v. Entm’t Merchs. 4ss’n, 131 S. Ct.
2729, 2733 (2011). As the Supreme Court has noted, “video
games communicate ideas — and even social messages —
through many familiar literary devices (such as characters,
dialogue, plot, and music) and through features distinctive to
the medium (such as the player’s interaction with the virtual
world).” 1d. As a result, games enjoy the full force of First
Amendment protections. As with other types of expressive
conduct, the protection afforded to games can be limited in
situations where the right of free expression necessarily
conflicts with other protected rights.

13



The instant case presents one such situation. Here,
Appellee concedes, for purposes of the motion and appeal,
that it violated Appellant’s right of publicity; in essence,
misappropriating his identity for commercial exploitation.
(Appellant’s Br. at 8, 34; Tr. at 50:12-:16.) However,
Appellee contends that the First Amendment shields it from
liability for this violation because NCAA Football is a
protected work. To resolve the tension between the First
Amendment and the right of publicity, we must balance the
interests underlying the right to free expression against the
interests in protecting the right of publicity. See Zacchini v.
Scripps-Howard Broad. Co., 433 U.S. 562, 574-75 (1977).

Courts have taken varying approaches in attempting to
strike a balance between the competing interests in right of
publicity cases, some more appealing than others. In our
discussion below, we first consider the nature of the interests
we must balance and then analyze the different approaches
courts have taken to resolving the tension between the First
Amendment and the right of publicity.

A. The Relevant Interests at Issue

Before engaging with the different analytical schemes,
we first examine the relevant interests underlying the rights of
free expression and publicity.

1 While it is true that the right of publicity is a creature of
state law and precedent, its intersection with the First
Amendment presents a federal issue, and, thus, permits us to
engage in the sort of balancing inquiry at issue here. See,
e.g., Zacchini, 433 U.S. at 566-68.

14



1. Freedom of Expression

Freedom of expression is paramount in a democratic
society, for “[i]t is the function of speech to free men from the
bondage of irrational fears.” Whitney v. California, 274 U.S.
357, 376 (1927) (Brandeis, J., concurring). As Justice Louis
Brandeis wrote nearly a century ago:

Those who won our independence believed that
the final end of the state was to make men free
to develop their faculties.... They valued
liberty both as an end and as a means. They
believed liberty to [be] the secret of happiness
and courage to be the secret of liberty. They
believed that freedom to think as you will and
to speak as you think are means indispensable
to the discovery and spread of political truth;
that without free speech and assembly
discussion would be futile; that with them,
discussion  affords  ordinarily  adequate
protection against the dissemination of noxious
doctrine; that the greatest menace to freedom is
an inert people; that public discussion is a
political duty; and that this should be a
fundamental principle of the American
government.

Id. at 375.

In keeping with Justice Brandeis’ eloquent analysis,
the great legal minds of generations past and present have
recognized that free speech benefits both the individual and
society. The Supreme Court in Procunier v. Martinez noted
that the protection of free speech serves the needs “of the
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human spirit — a spirit that demands self-expression,” adding
that “[sJuch expression is an integral part of the development
of ideas and a sense of identity.” 416 U.S. 396, 427 (1974),
overruled on other grounds by Thornburgh v. Abbott, 490
U.S. 401 (1989). Suppressing such expression, therefore, is
tantamount to rejecting “the basic human desire for
recognition and [would] affront the individual’s worth and
dignity.” 1d. Indeed, First Amendment protections have been
held applicable to not only political speech, but to
“entertainment [including, but certainly not limited to,]
motion pictures, programs broadcast by radio and television,
and live entertainment, such as musical and dramatic works.”
Tacynec v. City of Phila., 687 F.2d 793, 796 (3d Cir. 1982).
Thus, “[t]he breadth of this protection evinces recognition
that freedom of expression is not only essential to check
tyranny and foster self-government but also intrinsic to
individual liberty and dignity and instrumental in society’s
search for truth.” Dun & Bradstreet, Inc. v. Greenmoss
Builders, Inc., 472 U.S. 749, 787 (1985) (Brennan, J.,
dissenting).

The interest in safeguarding the integrity of these
protections therefore weighs heavily in any balancing inquiry.
Still, instances can and do arise where First Amendment
protections yield in the face of competing interests. See, e.g.,
Eldred v. Ashcroft, 537 U.S. 186, 219-20 (2003) (discussing
the interplay between copyright law and First Amendment
protections); Dun & Bradstreet, Inc., 472 U.S. at 757-61
(determining that a state may allow recovery of damages in
certain defamation cases after balancing “the State’s interest
in compensating private individuals for injury to their
reputation against the First Amendment interest in protecting
this type of expression”). Ultimately, we must determine
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whether the interest in safeguarding the right of publicity
overpowers the interest in safeguarding free expression.

2. The Right of Publicity®

The right of publicity grew out of the right to privacy
torts, specifically, from the tort of “invasion of privacy by
appropriation.” J. THOMAS MCCARTHY, THE RIGHTS OF
PUBLICITY AND PRIVACY 81:23 (2d ed. 2012). Thus, when
New Jersey first recognized the concept in 1907, its analysis
looked to the “so-called right of privacy” and the limits on
that concept. Edison v. Edison Polyform Mfg. Co., 67 A. 392,
394 (N.J. Ch. 1907) (enjoining a company from using the
name or likeness of Thomas Edison to promote its products).
Additionally, we note that, even at this early stage the New
Jersey court recognized that an individual enjoyed a property
interest in his or her identity. Id. (“[I]t is difficult to
understand why the peculiar cast of one’s features is
not ... one’s property, and why its pecuniary value, if it has
one, does not belong to its owner, rather than to the person
seeking to make an unauthorized use of it.”).

However, this early conceptualization had limitations,
particularly when it came to protecting the property interests
of celebrities and people already in the public eye. See id.
(“It is certain that a man in public life may not claim the same

12 As we have noted, Appellee concedes that NCAA Football
infringes on the right of publicity as recognized in New
Jersey. Our inquiry, therefore, does not concern the elements
of the tort or whether Appellee’s actions satisfy this standard.
Rather, we are concerned only with whether the right to
freedom of expression overpowers the right of publicity.
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immunity from publicity that a private citizen may.”); see
also MCCARTHY, supra, at § 1:25. Faced with this limitation
on the legal doctrine, courts began to recognize a “right of
publicity,” which protected publicly known persons from the
misappropriation of their identities. The first case to describe
this protection as a “right of publicity” was Haelan Labs., Inc.
v. Topps Chewing Gum, Inc., 202 F.2d 866 (2d Cir. 1953)
(concerning baseball cards in gum packages). There, the
Second Circuit held that “in addition to and independent of
that right of privacy ..., a man has a right in the publicity
value of his photograph.... This right might be called a
‘right of publicity.”” Id. at 868. New Jersey courts, which
had long recognized a “right of privacy [and] a right of
property,” were not far behind in voicing their support for this
concept. Ettore v. Philco Television Broad. Corp., 229 F.2d
481, 491 (3d Cir. 1956).

In the seminal case of Palmer v. Schonhorn Enters.,
Inc., the Superior Court of New Jersey noted that

[p]erhaps the basic and underlying theory is that
a person has the right to enjoy the fruits of his
own industry free from unjustified interference.
It is unfair that one should be permitted to
commercialize or exploit or capitalize upon
another’s name, reputation or accomplishments
merely because the owner’s accomplishments
have been highly publicized.

232 A.2d 458, 462 (N.J. Super. Ct. Ch. Div. 1967) (citations
omitted) (finding an infringement of property rights where a
golfer’s name was used in connection with a golf game); see
also Canessa v. J.I. Kislak, Inc., 235 A.2d 62, 76 (N.J. Super.
Ct. Law Div. 1967) (“[T]he reality of a case such as we have
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here is, in the court’s opinion, simply this: plaintiffs’ names
and likenesses belong to them. As such they are property.
They are things of value.”).

The current incarnation of the right of publicity in New
Jersey is that set forth in the RESTATEMENT (SECOND) OF
TORTS (1977). See, e.g., Bisbee v. John C. Conover Agency,
Inc., 452 A.2d 689, 690-91 (N.J. Super. Ct. App. Div. 1982)
(looking to the Restatement (Second) of Torts for the “four
areas of invasion of privacy,” including “appropriation of the
other’s name or likeness”); see also G.D. v. Kenny, 15 A.3d
300, 311 (N.J. 2011). According to the Restatement, “[o]ne
who appropriates to his own use or benefit the name or
likeness of another is subject to liability to the other for
invasion of privacy.” RESTATEMENT (SECOND) OF TORTS 8§
652C. The comments also make clear that “the right created
by [the rule in 8652C] is in the nature of a property right.” Id.
§ 652C cmt a.™®

New Jersey law therefore recognizes that “[t]he right
to exploit the value of [an individual’s] notoriety or fame

B In 1995 the RESTATEMENT (THIRD) OF UNFAIR
COMPETITION set forth the elements of a free-standing right
of publicity claim, unconnected to the right of privacy torts.
See RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 46-49
(1995). While we discuss this version of the tort further
below, we decline to address it here because New Jersey has
yet to adopt the Restatement (Third)’s version of the tort and
the accompanying comments.  Accord Castro v. NYT
Television, 851 A.2d 88, 96-97 (N.J. Super. Ct. App. Div.
2004) (citing to RESTATEMENT (SECOND) OF TORTS § 652C
(1977) in discussing a right of publicity claim).
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belongs to the individual with whom it is associated,” for an
individual’s “name, likeness, and endorsement carry value
and an unauthorized use harms the person both by diluting the
value of the name and depriving that individual of
compensation.” McFarland v. Miller, 14 F.3d 912, 919, 923
(3d Cir. 1994). As such, the goal of maintaining a right of
publicity is to protect the property interest that an individual
gains and enjoys in his identity through his labor and effort.
Additionally, as with protections for intellectual property, the
right of publicity is designed to encourage further
development of this property interest. Accord Zacchini, 433
U.S. at 573 (“[T]he State’s interest in permitting a ‘right of
publicity’ . . . is closely analogous to the goals of patent and
copyright law, focusing on the right of the individual to reap
the reward of his endeavors . . ..”).

Since neither the New Jersey courts nor our own
circuit have set out a definitive methodology for balancing the
tension between the First Amendment and the right of
publicity, we are presented with a case of first impression.
We must therefore consult the approaches of other courts in
the first instance.

B. How Courts Balance the Interests

We Dbegin our inquiry by looking at Zacchini v.
Scripps-Howard Broadcasting Co., the only Supreme Court
case addressing the First Amendment in a right of publicity
context. In this case, the Court called for a balancing test to
weigh the interest underlying the First Amendment against
those underpinning the right of publicity. 433 U.S. at 574-75.
This decision sets the stage for our analysis of three
systematized analytical frameworks that have emerged as
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courts struggle with finding a standardized way for
performing this balancing inquiry.

1. Zacchini and the Need for Balance

In Zacchini, an Ohio television news program recorded
and subsequently broadcast Mr. Hugo Zacchini’s entire
“human cannonball” act from a local fair. The daredevil
brought suit alleging a violation of his right of publicity as
recognized by Ohio law. Id. at 563-66. The Ohio courts held
that Zacchini’s claim was barred on First Amendment
grounds, and the case then came before the Supreme Court.

In setting out the interests at issue in the case, the
Supreme Court noted (as we did above) that “the State’s
interest in permitting a ‘right of publicity’ is in protecting the
proprietary interest of the individual in his act in part to
encourage such entertainment.” Id. at 573. This aspect of the
right, the Court noted, was “analogous to the goals of patent
and copyright law,” given that they too serve to protect the
individual’s ability to “reap the reward of his endeavors.” Id.
In Zacchini, the performance was the “product of [Zacchini’s]
own talents and energy, the end result of much time, effort
and expense.” Id. at 575. Thus much of its economic value
lay “in the right of exclusive control over the publicity given
to his performance.” 1d. Indeed, while the Court noted that
“[a]n entertainer such as petitioner usually has no objection to
the widespread publication of his act as long as [he] gets the
commercial benefit of such publication,” id. at 573, the claim
at issue in the Zacchini concerned “the strongest case for a
‘right of publicity,”” because it did not involve the
“appropriation of an entertainer’s reputation to enhance the
attractiveness of a commercial product,” but instead involved
“the appropriation of the very activity by which the
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entertainer acquired his reputation in the first place,” id. at
576.

Ultimately, the Court ruled in favor of the human
cannonball, and held that

[w]herever the line in particular situations is to
be drawn between media reports that are
protected and those that are not, we are quite
sure that the First and Fourteenth Amendments
do not immunize the media when they
broadcast a performer’s entire act without his
consent. The Constitution no more prevents a
State from requiring respondent to compensate
petitioner for broadcasting his act on television
than it would privilege respondent to film and
broadcast a copyrighted dramatic work without
liability to the copyright owner.

Id. at 574-75. Thus, while the Court did not itself engage in
an explicit balancing inquiry, it did suggest that the respective
interests in a case should be balanced against each other.

In the wake of Zacchini, courts began applying a
balancing inquiry to resolve cases where a right of publicity
claim collided with First Amendment protections. While
early cases approached the analysis from an ad hoc
perspective, see, e.g., Guglielmi v. Spelling-Goldberg Prods.,
603 P.2d 454 (Cal. 1979) (en banc), courts eventually began
developing standardized balancing frameworks.
Consequently, we now turn our attention to more
standardized balancing tests to see whether any of them offer

22



a particularly compelling methodology for resolving the case
at hand and similar disputes.**

1 We reject as inapplicable in this case the suggestion that
those who play organized sports are not significantly
damaged by appropriation of their likeness because “players
are rewarded, and handsomely, too, for their participation in
games and can earn additional large sums from endorsement
and sponsorship arrangements.” C.B.C. Distrib. & Mktg.,
Inc. v. Major League Baseball Advanced Media, L.P., 505
F.3d 818, 824 (8th Cir. 2007) (discussing Major League
Baseball players); see also, e.g., Cardtoons, L.C. v. Major
League Baseball Players Ass’n, 95 F.3d 959, 974 (10th Cir.
1996) (“[T]he additional inducement for achievement
produced by publicity rights are often inconsequential
because most celebrities with valuable commercial identities
are already handsomely compensated.”). If anything, the
policy considerations in this case weigh in favor of Appellant.
As we have already noted, intercollegiate athletes are
forbidden from capitalizing on their fame while in school.
Moreover, the NCAA most recently estimated that “[l]ess
than one in 100, or 1.6 percent, of NCAA senior football
players will get drafted by a National Football League (NFL)
team.” NCAA, Estimated Probability of Competing in
Athletics Beyond the High School Interscholastic Level,
available at http://www.ncaa.org/wps/wcm/connect/public/
ncaa/pdfs/2012/estimated+probability+of+competing+in+athl
etics+beyond+the+high+school+interscholastic+level.
Despite all of his achievements, it should be noted that Ryan
Hart was among the roughly ninety-nine percent who were
not drafted after graduation.
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2. The Modern Balancing Tests

Following Zacchini, courts began developing more
systematized balancing tests for resolving conflicts between
the right of publicity and the First Amendment. Of these,
three tests are of particular note: the commercial-interest-
based Predominant Use Test, the trademark-based Rogers
Test, and the copyright-based Transformative Use Test. The
Rogers and Transformative Use tests are the most well-
established, while the Predominant Use Test is addressed
below only because Appellant argues in favor of its adoption.
We consider each test in turn, looking at its origins, scope of
application, and possible limitations. For the reasons
discussed below, we adopt the Transformative Use Test as
being the most appropriate balancing test to be applied here.

a. Predominant Use Test

Appellant urges us to adopt the Predominant Use Test,
which first appeared in Doe v. TCI Cablevision, 110 S.W.3d
363 (Mo. 2003) (en banc), a case that considered a hockey
player’s right of publicity claim against a comic book
publishing company. In TCI, Anthony “Tony” Twist, a
hockey player, brought suit against a number of individuals
and entities involved in producing and publishing the Spawn
comic book series after the introduction of a villainous
character named Anthony “Tony Twist” Twistelli.

In balancing Twist’s property interests in his own
name and identity against the First Amendment interests of
the comic book creators, the TCI court rejected both the
Transformative Use and Rogers tests, noting that they gave
“too little consideration to the fact that many uses of a
person’s name and identity have both expressive and
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commercial components.” Id. at 374. The Supreme Court of
Missouri considered both tests to be too rigid, noting that they
operated “to preclude a cause of action whenever the use of
the name and identity is in any way expressive, regardless of
its commercial exploitation.” 1d. The court instead applied
what it called a “sort of predominant use test”:

If a product is being sold that predominantly
exploits the commercial value of an individual’s
identity, that product should be held to violate
the right of publicity and not be protected by the
First Amendment, even if there is some
‘expressive’ content in it that might qualify as
‘speech’ in other circumstances. If, on the other
hand, the predominant purpose of the product is
to make an expressive comment on or about a
celebrity, the expressive values could be given
greater weight.

Id. (quoting Mark S. Lee, Agents of Chaos: Judicial
Confusion in Defining the Right of Publicity-Free Speech
Interface, 23 Loy. L.A. ENT. L. REv. 471, 500 (2003)). The
TCI court considered this to be a “more balanced balancing
test [particularly for] cases where speech is both expressive
and commercial.” 1d. After applying the test, the court ruled
for Twist, holding that “the metaphorical reference to Twist,
though a literary device, has very little literary value
compared to its commercial value.” Id.

We decline Appellant’s invitation to adopt this test.
By our reading, the Predominant Use Test is subjective at
best, arbitrary at worst, and in either case calls upon judges to
act as both impartial jurists and discerning art critics. These
two roles cannot co-exist. Indeed, Appellant suggests that

25



pursuant to this test we must evaluate “what value [Appellee
is] adding to the First Amendment expressiveness [of NCAA
Football] by appropriating the commercially valuable
likeness?” (Tr. at 14:15-:18.) Since “[t]he game would have
the exact same level of First Amendment expressiveness if
[Appellee] didn’t appropriate Mr. Hart’s likeness,” Appellant
urges us to find that NCAA Football fails the Predominant
Use Test and therefore is not shielded by the First
Amendment. (Tr. at 7:10-12.) Such reasoning, however,
leads down a dangerous and rightly-shunned road: adopting
Appellant’s suggested analysis would be tantamount to
admitting that it is proper for courts to analyze select
elements of a work to determine how much they contribute to
the entire work’s expressiveness. Moreover, as a necessary
(and insidious) consequence, the Appellant’s approach would
suppose that there exists a broad range of seemingly
expressive speech that has no First Amendment value.™

Appellee rightly argues that the Predominant Use Test
Is antithetical to our First Amendment precedent, (Tr. at 25:2-
:9), and we likewise reject the Test.'® We instead turn our

> This concept is almost wholly foreign to free expression
save for highly circumscribed categories of speech: obscenity,
incitement, and fighting words. See Brown v. Entm’t Merchs.
Ass’n, 131 S. Ct. 2729, 2733 (2011).

1% We also agree with Chief Justice Bird’s rejection of an
identical argument: “The right of publicity derived from
public prominence does not confer a shield to ward off
caricature, parody and satire. Rather, prominence invites
creative comment.” Guglielmi, 603 P.2d at 460.
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attention to the Rogers Test, which was proposed by Appellee
and which draws its inspiration from trademark law.

b. The Rogers Test

The Rogers Test looks to the relationship between the
celebrity image and the work as a whole.'” As the following
discussion demonstrates, however, adopting this test would
potentially immunize a broad swath of tortious activity. We
therefore reject the Rogers Test as inapposite in the instant
case.

I.  Origins and Scope of the Rogers Test

Various commentators have noted that right of
publicity claims — at least those that address the use of a
person’s name or image in an advertisement — are akin to
trademark claims because in both ins