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Accessing the Online Electronic Course Materials
Program materials will be distributed exclusively online in PDF format. It is strongly recommended
that you save the course materials in advance, in the event that you will be bringing a computer or
tablet with you to the program.
Printing the complete materials is not required for attending the program.
The course materials may be accessed online at:
http://www.nysba.org/EASLSpring19Materials/
A hard copy NotePad will be provided to attendees at the live program site, which contains lined
pages for taking notes on each topic, speaker biographies, and presentation slides or outlines if
available.
Please note:
• You must have Adobe Acrobat on your computer in order to view, save, and/or print the
files. If you do not already have this software, you can download a free copy of Adobe
Acrobat Reader at https://get.adobe.com/reader/
• If you are bringing a laptop, tablet or other mobile device with you to the program, please
be sure that your batteries are fully charged in advance, as electrical outlets may not be
available.
• NYSBA cannot guarantee that free or paid Wi-Fi access will be available for your use at the
program location.
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Date: Wednesday, May 15, 2019
Location: Bracewell LLP, NYC
Evaluation:

https://nysba.co1.qualtrics.com/jfe/form/SV_1IgAQlhJv65vyyF
This evaluation survey link will be emailed to registrants following the program.

Total Credits: 3.0 New York CLE credit hours
Credit Category:
3.0 Areas of Professional Practice

This course is approved for credit for both experienced attorneys and newly admitted attorneys
(admitted to the New York Bar for less than two years). Newly admitted attorneys attending via
webcast should refer to Additional Information and Policies regarding permitted formats.

Attendance Verification for New York MCLE Credit
In order to receive MCLE credit, attendees must:
1) Sign in with registration staff
2) Complete and return a Verification of Presence form (included with course materials) at
the end of the program or session. For multi-day programs, you will receive a separate form
for each day of the program, to be returned each day.
Partial credit for program segments is not allowed. Under New York State Continuing Legal
Education Regulations and Guidelines, credit shall be awarded only for attendance at an entire
course or program, or for attendance at an entire session of a course or program. Persons who
arrive late, depart early, or are absent for any portion of a segment will not receive credit for that
segment. The Verification of Presence form certifies presence for the entire presentation. Any
exceptions where full educational benefit of the presentation is not received should be indicated on
the form and noted with registration personnel.

Program Evaluation
The New York State Bar Association is committed to providing high quality continuing legal
education courses, and your feedback regarding speakers and program accommodations is
important to us. Following the program, an email will be sent to registrants with a link to complete
an online evaluation survey. The link is also listed above.

Additional Information and Policies
Recording of NYSBA seminars, meetings and events is not permitted.

Accredited Provider
The New York State Bar Association’s Section and Meeting Services Department has been
certified by the New York State Continuing Legal Education Board as an accredited provider of
continuing legal education courses and programs.

Credit Application Outside of New York State
Attorneys who wish to apply for credit outside of New York State should contact the governing
body for MCLE in the respective jurisdiction.

MCLE Certificates
MCLE Certificates will be emailed to attendees a few weeks after the program, or mailed to those
without an email address on file. To update your contact information with NYSBA,
visit www.nysba.org/MyProfile, or contact the Member Resource Center at (800) 582-2452
or MRC@nysba.org.

Newly Admitted Attorneys—Permitted Formats
In accordance with New York CLE Board Regulations and Guidelines (section 2, part C), newly
admitted attorneys (admitted to the New York Bar for less than two years) must complete Skills
credit in the traditional live classroom setting or by fully interactive videoconference. Ethics and
Professionalism credit may be completed in the traditional live classroom setting; by fully
interactive videoconference; or by simultaneous transmission with synchronous interactivity, such as
a live-streamed webcast that allows questions during the program. Law Practice Management
and Areas of Professional Practice credit may be completed in any approved format.

Tuition Assistance
New York State Bar Association members and non-members may apply for a discount or
scholarship to attend MCLE programs, based on financial hardship. This discount applies to the
educational portion of the program only. Application details can be found
at www.nysba.org/SectionCLEAssistance.

Questions
For questions, contact the NYSBA Section and Meeting Services Department
at SectionCLE@nysba.org, or (800) 582-2452 (or (518) 463-3724 in the Albany area).
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A 3 hour Continuing Legal Education (CLE) Program, immediately followed by a Networking Reception, EASL’s 2019
Spring Meeting will touch on three of life’s certainties: death, taxes and our annual review of entertainment litigation by
Stan Soocher, Esq., long-term EASL friend and editor-in-chief of Entertainment Law & Finance.
Stan’s presentation will be followed by two panels. The first will focus on tax issues, including an overview and discussion
of the latest tax law changes relevant to the media and entertainment industries, as well as New York State film and
television tax incentives.
The second panel will touch on related trusts and estates matters, including practical tips regarding estate planning and
copyright terminations, as well as an update on recently proposed legislative changes to New York’s right of publicity
statutes.

AGENDA

2:00 – 2:10 p.m.

Welcome and Introduction by Barry Skidelsky, Esq. (EASL Chair)

2:10 – 3:00 p.m.

Entertainment Litigation Annual Review
Speaker: Stan Soocher, Esq., Editor-in-Chief, Entertainment Law & Finance

3:00 – 3:10 p.m.

Break

3:10 – 4:00 p.m.

Tax Panel
Speakers:
Michele Alexander, Esq., Bracewell LLP, New York, NY
Fred Siegel, CPA, Fred Siegel CPA, New York, NY

4:00 – 4:10 pm

Break

4:10 – 5:00 p.m.

Trusts and Estates Panel
Speakers:
Tracy Landauer, Esq. (Culhane Meadows PLLC, New York, NY)
Marc Jacobson, Esq. (Marc Jacobson PC, New York, NY)
Jeremy Sheff, Esq. (Director, Intellectual Property Law Center, St. Johns Law School, Queens, NY)

5:00 – 6:30 p.m.

Networking Reception, with food and alcoholic beverages

N e w Y o r k S t a t e B a r Ass o c i a t i o n

Lawyer Assistance
Program 800.255.0569
Q. What is LAP?
A. The Lawyer Assistance Program is a program of the New York State Bar Association established to help attorneys, judges, and law

students in New York State (NYSBA members and non-members) who are affected by alcoholism, drug abuse, gambling, depression,
other mental health issues, or debilitating stress.

Q. What services does LAP provide?
A. Services are free and include:
•
•
•
•
•

Early identification of impairment
Intervention and motivation to seek help
Assessment, evaluation and development of an appropriate treatment plan
Referral to community resources, self-help groups, inpatient treatment, outpatient counseling, and rehabilitation services
Referral to a trained peer assistant – attorneys who have faced their own difficulties and volunteer to assist a struggling
colleague by providing support, understanding, guidance, and good listening
• Information and consultation for those (family, firm, and judges) concerned about an attorney
• Training programs on recognizing, preventing, and dealing with addiction, stress, depression, and other mental
health issues

Q. Are LAP services confidential?
A. Absolutely, this wouldn’t work any other way.  In fact your confidentiality is guaranteed and protected under Section 499 of

the Judiciary Law. Confidentiality is the hallmark of the program and the reason it has remained viable for almost 20 years.
Judiciary Law Section 499 Lawyer Assistance Committees Chapter 327 of the Laws of 1993

Confidential information privileged.  The confidential relations and communications between a member or authorized
agent of a lawyer assistance committee sponsored by a state or local bar association and any person, firm or corporation
communicating with such a committee, its members or authorized  agents shall be deemed to be privileged on the
same basis as those provided by law between attorney and client. Such privileges may be waived only by the person,
firm or corporation who has furnished information to the committee.

Q. How do I access LAP services?
A. LAP services are accessed voluntarily by calling 800.255.0569 or connecting to our website www.nysba.org/lap
Q. What can I expect when I contact LAP?
A. You can expect to speak to a Lawyer Assistance professional who has extensive experience with the issues and with the
lawyer population. You can expect the undivided attention you deserve to share what’s on your mind and to explore
options for addressing your concerns. You will receive referrals, suggestions, and support. The LAP professional will ask
your permission to check in with you in the weeks following your initial call to the LAP office.

Q. Can I expect resolution of my problem?
A. The LAP instills hope through the peer assistant volunteers, many of whom have triumphed over their own significant

personal problems. Also there is evidence that appropriate treatment and support is effective in most cases of mental
health problems. For example, a combination of medication and therapy effectively treats depression in 85% of the cases.

Personal Inventory
Personal problems such as alcoholism, substance abuse, depression and stress affect one’s ability to
practice law. Take time to review the following questions and consider whether you or a colleague
would benefit from the available Lawyer Assistance Program services. If you answer “yes” to any of
these questions, you may need help.
1. Are my associates, clients or family saying that my behavior has changed or that I
don’t seem myself?
2. Is it difficult for me to maintain a routine and stay on top of responsibilities?
3. Have I experienced memory problems or an inability to concentrate?
4. Am I having difficulty managing emotions such as anger and sadness?
5. Have I missed appointments or appearances or failed to return phone calls?
Am I keeping up with correspondence?
6. Have my sleeping and eating habits changed?
7. Am I experiencing a pattern of relationship problems with significant people in my life
(spouse/parent, children, partners/associates)?
8. Does my family have a history of alcoholism, substance abuse or depression?
9. Do I drink or take drugs to deal with my problems?
10. In the last few months, have I had more drinks or drugs than I intended, or felt that
I should cut back or quit, but could not?
11. Is gambling making me careless of my financial responsibilities?
12. Do I feel so stressed, burned out and depressed that I have thoughts of suicide?

There Is Hope
CONTACT LAP TODAY FOR FREE CONFIDENTIAL ASSISTANCE AND SUPPORT

The sooner the better!

1.800.255.0569

NEW YORK STATE BAR ASSOCIATION

Join Our Section
■ As a NYSBA member, PLEASE BILL ME $35 for
Entertainment, Arts, & Sports Law Section dues. (law
student rate is $17.50)
■ I wish to become a member of the NYSBA (please see
Association membership dues categories) and the
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for both.
■ I am a Section member — please consider me for
appointment to committees marked.
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Address___________________________________________
________________________________________________
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The above address is my
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Office

Both

Please supply us with an additional address.
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Address___________________________________________
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Office phone (________)_____________________________
Home phone (________)_____________________________
Fax number

(________)_____________________________

E-mail address______________________________________
Date of birth _______ /_______ /_______
Law school________________________________________
Graduation date_____________
States and dates of admission to Bar:_____________________
Please return this application to:
MEMBER RESOURCE CENTER,
New York State Bar Association, One Elk Street, Albany NY 12207
Phone 800.582.2452/518.463.3200 • FAX 518.463.5993
E-mail mrc@nysba.org • www.nysba.org

Join a Entertainment, Arts &
Sports Law Section Committee(s)
Please designate the committees in which you are interested. You
are assured of at least one committee appointment, however, all
appointments are made as space permits.
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
__
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Alternative Dispute Resolution (EASL3100)
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Class based on first year of admission to bar of any state.
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ACTIVE/ASSOCIATE IN-STATE ATTORNEY MEMBERSHIP
Attorneys admitted 2011 and prior
$275
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Attorneys admitted 2014-2015
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ACTIVE/ASSOCIATE OUT-OF-STATE ATTORNEY MEMBERSHIP
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OTHER
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Entertainment Litigation Annual Review

Stan Soocher, Esq.
Editor-in-Chief, Entertainment Law & Finance
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Stan Soocher is the long-time Editor-in-Chief of Entertainment Law &
Finance, and an award-winning entertainment attorney and entertainment law
journalist. He is also Professor of Music & Entertainment Industry Studies at the
University of Colorado’s Denver Campus. Stan is author of the books Baby You’re
a Rich Man: Suing the Beatles for Fun & Profit and They Fought the Law: Rock
Music Goes to Court, the latter which is available in an updated, expanded edition
in Amazon’s Kindle Store. He has spoken to the New York State Bar Association
EASL Section on a number of well-received occasions. He can be reached at 303315-7454 or Stan.Soocher@ucdenver.edu. Website: www.stansoocher.com.

© 2019 Stan Soocher. Reprinted by the New York State Bar Association with
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CELEBRITY CRYPTOCOLLECTIBLE CONCEPT
DENIED TRADE SECRET PROTECTION
The U.S. District Court for the Southern District of California denied a
preliminary injunction to a company claiming a trade secret in enabling athlete and
entertainers to “commoditize themselves, fund their projects, and create a new type of
asset … by launching a regulated [blockchain] token.” Founder Starcoin Inc. v. Launch
Labs, 18-CV-972 (S.D. Calif. 2018).
Plaintiff Founder Starcoin had approached Launch Labs after the latter debuted
the virtual game CryptoKitties featuring celebrity likenesses, but in May 2018 sued
Launch Labs for trade secret misappropriation under the federal Defend Trade Secrets
Act, 18 U.S.C. §1836. The complaint alleged Founder Starcoin gave the defendant
“valuable, confidential, trade secret information … concerning licensing digital
collectibles based on athletes, entertainers and celebrities that [Launch Labs] did not
have, and was not then developing.”
Launch Labs promoted its game as “the world’s first officially licensed sports
crypotcollectible.” However, District Judge Janis L. Sammartino observed: “Plaintiff’s
purported trade secret lacks sufficient particularity that might allow Defendant to
ascertain the boundaries of the trade secret.”
Judge Sammartino added: “Marrying the concept of celebrity licensing with
blockchain technology appears, on its face, to be unremarkable, obvious, and general
knowledge. Nearly every industry attempts to gain celebrity endorsements for products.
While the Court does not discount that there could be a trade secret embedded in this
general idea, the Court finds that Plaintiff has not carried its burden to explain how its
trade secret is unique to the blockchain industry.

NO ACTUAL MALICE TO SUPPORT DEFAMATION CLAIM
OVER COMPOSITE CHARACTER IN FILM
The U.S. District Court for the Eastern District of New York granted summary
judgment for production and distribution defendants in a public-figure libel suit brought
over the movie The Wolf of Wall Street. Greene v. Paramount Pictures Corp., 14-CV1044 (E.D.N.Y. 2018).

2

The 2013 film release, starring Leonard DiCaprio and directed by Martin
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Scorsese, was based on a memoir by the co-founder of the discredited securities firm
Stratton Oakmont. Plaintiff Andrew Greene, a key character in the book, alleged he was
defamed in the movie by being “Nicky Koskoff,” who the defendants argue was instead
was a composite character of several Stratton Oakmont employees.
Eschewing “automatic actual malice” in an “of and concerning” defamation
dispute, District Judge Joanna Seybert concluded: “Defendants did not act with
knowledge or reckless disregard for whether Koskoff was ‘of and concerning’ Plaintiff,
and thus, that they did not act with actual malice.” According to the district judge, this
included because the movie’s closing-credits disclaimer stated that “certain characters,
characterizations, incidents, locations and dialogue were fictionalized or invented for
purposes of dramatization” and “the undisputed facts that the Koskoff Character is a
composite of three people and has a different name, nickname, employment history,
personal history, and criminal history than Plaintiff.”

FIDUCIARY BREACH CLAIM CAN REMAIN
IN LAWSUIT AGAINST AMC NETWORKS
OVER FEAR OF WALKING DEAD TV SERIES
The U.S. District Court for the Northern District of California found a claim for
breach of fiduciary duty can continue against AMC in a lawsuit that also alleges the Fear
the Walking Dead TV show infringes on the copyright of comic book creator Melvin
Smith. Smith v. AMC Networks Inc., 18-CV-03803 (N.D.Calif. 2019).
Smith claims the zombie-themed TV series on AMC Networks infringed on the
copyright for his comic book Dead Ahead, about “zombies on the high seas.” Smith’s
agent David Alpert had become co-executive producer of the TV series. First, allowing
Smith’s copyright infringement claim to move forward, District Judge Lucy H. Koh
noted: “Given that Defendants’ motions [to dismiss] are 12(b)(6) motions, there is no full
record to review or any expert testimony upon which the Court may rely.”
District Judge Koh then denied AMC’s request for her to take judicial notice of
“generic elements of action-adventure, thriller, and horror films and television series,
including those involving invasions or outbreaks of some sort and those that take place at

sea.” The district judge stated: “AMC Defendants reference more than a dozen books,
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films, Wikipedia articles, and websites, none of which are mentioned in [Smith’s
complaint].” She added: “In essence, what AMC Defendants ask is that the Court take
judicial notice of the aforementioned concepts based purely on AMC Defendants’
representation that the underlying works, of which the Court is not asked to take judicial
notice, show that the above concepts are generic. … [T]he Court finds that whether the
above concepts are generic is subject to reasonable dispute …”
Finally, Smith also alleged Alpert “violated and continues to violate his fiduciary
duty [as Smith’s agent] by engaging in a pattern and practice of self-dealing.” In
permitting this fiduciary breach claim to also proceed against the AMC defendants, Judge
Kohl explained: “Plaintiff also alleges that AMC Defendants employee Dave Erickson
‘worked closely and in concert with David Alpert and [series co-executive producer]
Robert Kirkman in the developing, scripting, casting and production of FEAR THE
WALKING DEAD …” Moreover, ‘as showrunner and a credited co-creator, Dave
Erickson served as the primary creative contributor acting on behalf of the AMC Entities,
in their collaboration in and funding of the development, scripting, casting, and
production of FEAR THE WALKING DEAD.’”
As a result, the district court concluded: “AMC Defendants’ argument that there
are no allegations that AMC defendants provided ‘substantial assistance or
encouragement’ to Alpert is unavailing.”
NO JOINT COPYRIGHT CREATED
FROM DAMON DASH’S FILM CO-DIRECTING STINT
The U.S. District Court for the Southern District of New York issued a
preliminary injunction preventing actor/music producer Damon Dash from promoting the
film Dear Frank, which Dash claimed he co-directed for a time under a verbal agreement
and thus became co-author of the movie copyright. Webber v. Dash, 19 Civ. 610
(S.D.N.Y. 2019).
Director Josh Webber and producer Muddy Water Pictures filed a complaint that
included for a declaration that Muddy Waters solely owns the film copyright. Chief
District Judge Colleen McMahon observed: “[O]n this record, Muddy’s contributions to

the Film far outweighed Dash’s. Muddy financed the Film in its entirety, entered into
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work-for-hire agreements with all cast and crew (including the Film’s screenwriter), and
entered into all other third-party contracts that were necessary to the Film’s creation.”
Chief Judge McMahon added: “Muddy — having released Dash as a director of
the Film over ‘creative differences’ — clearly exercised final decision-making authority
and creative control over the Film.”
But there was more from the court: “Most compelling on the issue of mutual
intent [to be co-authors], however, is Dash’s text message exchange with Webber, in
which he concedes that he is holding up distribution of the Film because he now realizes
its potential value.” The chief judge warned Dash: “The Court cannot and will not
transform that bargaining chip into a copyright interest.”
COPYRIGHT INFRINGEMENT SUIT
OVER JUSTIN TIMBERLAKE SONG
IS FOUND TIMELY
The rights holder in the 1969 song “A New Day Is Here At Last” by the late Perry
Kibble filed a copyright infringement suit in the U.S. District Court for the Southern
District of New York over a sample in the 2006 release “Damn Girl” by Justin
Timberlake that featured lawsuit co-defendant will i. am. PK Music Performance Inc. v.
Timberlake, 16-CV-1215 (S.D.N.Y. 2018). The defendants filed a motion to dismiss,
arguing the case wasn’t timely filed.
Denying the motion, District Judge Vernon S. Broderick noted in part as to the
accrual of the plaintiff’s claim: “Defendants’ argument that the popularity and success of
[Timberlake’s Futuresex/Lovesounds] Album, DVD, Tour, and HBO Special gave rise to
constructive or inquiry notice of Plaintiff’s claims is unpersuasive. Nothing in the record
before me suggests that [the single] Damn Girl was ever played on the radio, and even if
it was, that Plaintiff had the opportunity to hear it. The only way Plaintiff would have
heard Damn Girl would have been by buying the Album or DVD (or obtaining/hearing
the song in some other way), owning an HBO subscription (or watching HBO or the
performance of the song on HBO in some other way), or attending a concert on the Tour.
Defendants have supplied no case law that suggests that a diligent plaintiff is one who

obtains all popular or successful albums or concert DVDs at any given time and scours
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each song and the liner notes to discover potential infringements.”
THREE-YEAR STATUTE OF LIMITATIONS ARGUMENT
DOESN’T BAR CLAIMS
TO COPYRIGHT RENEWAL TERMS
The U.S. Court of Appeals for the Second Circuit ruled that plaintiffs weren’t
time-barred from claiming copyright renewal terms in a song and sound recording for
which the defendants had claimed copyright ownership in the 1970s. Wilson v. Dynatone
Publishing Co., 892 F.3d 112 (2d Cir. 2018).
Former members of the music group Sly, Slick & Wicked alleged they owned the
renewal-term copyrights, under 17 U.S.C. §304(a), in the early 1970s song and sound
recording “Sho’ Nuff” for which the defendants issued sampling licenses for 2013
recordings by music artists Justin Timberlake and J. Cole. The U.S. District Court for the
Southern District of New York found the plaintiffs’ 2016 lawsuit was barred by the threeyear statute of limitations of §507(b) of the Copyright Act.
But the Second Circuit explained: “Here, the copyright notice on the 1973 record
label and Defendants’ 1974 copyright registration [of the song] occurred during the
original term. … [T]hose acts, while they may have repudiated Plaintiffs’ claim to the
initial terms, did not repudiate Plaintiffs’ ownership of the [automatically vesting]
renewal terms.”
The appeals court went on to note: “Defendants rely on Defendant UMG
[Recordings] 2001 registration of a renewal term copyright in the sound recording, and
the sampling of the Sho’ Nuff recording without paying royalties, which began on or
about January 15, 2013. Neither fact supports a finding that this action is time-barred. At
least in these circumstances, UMG’s registration of the renewal term with the Copyright
Office did not amount to a repudiation of the Plaintiffs’ claim triggering their obligation
to bring suit. If mere registration of a copyright without more sufficed to trigger the
accrual of an ownership claim, then rightful owners would be forced to maintain constant
vigil over new registrations. Such a requirement would be vastly more burdensome than
the obligations that ‘a reasonably diligent plaintiff’ would undertake.”

The Second Circuit did acknowledge, however, that UMG might win “based on
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the proposition that UMG’s predecessor, by listing itself as copyright owner on the record
label, put ‘a reasonably diligent plaintiff’ on notice to check the Copyright Office
registration, … which would have revealed that UMG’s predecessor had listed itself as
‘Employer for Hire.’”

EVERLY BROTHERS FAMILY FEUD
OVER OWNERSHIP
OF “CATHY’S CLOWN” SONG COPYRIGHT
The U.S. District Court for the Middle District of Tennessee, Nashville Division,
decided that the family of the late Phil Everly was time-barred by the three-year statute of
limitations of §507(b) of the Copyright Act from claiming a copyright co-ownership
interest in the Everly Brothers’ 1960 hit song “Cathy’s Clown.” Everly v. Everly, 352
F.Supp.3d 834 (M.D.Tenn. 2018).
Acuff-Rose, the Everlys’ music publisher, registered the song copyright in the
Copyright Office in 1960 with Phil and Don as co-authors. In 1980, following what a
friend of Phil’s described as a “very violent verbally” phone conversation between the
brothers, Phil signed a “Release and Assignment” that Don claimed gave Don sole
authorship of “Cathy’s Clown.” Acuff-Rose’s 1988 registration of the copyright renewal
term cites Don as sole author. In 2011, Don sent a copyright termination notice to
recapture the song copyright from Acuff-Rose. Phil died in 2014. In 2016, Phil’s family
sent a termination notice to Don, who sued for a declaratory ruling that he is sole author
of “Cathy’s Clown.”
District Judge Aleta A. Trauger observed: “This case is in an unusual procedural
posture, and neither party has pointed to any precedent that is directly on point.” District
Judge Trauger found: “[B]ased on the totality of the evidence … Don Everly plainly and
expressly repudiated Phil Everly’s claim to joint authorship of the Subject Composition[]
no later than 2011, when Don filed his Notice of Termination.” The court added: “The
2011 Don Everly Notice of Termination filed in the Copyright Office was a public
record.”

TV HOST’S COURSE OF CONDUCT
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DURING HIS LIFE BARS ESTATE
FROM GETTING IP AND PUBLICITY RIGHTS
The U.S. District Court for the Eastern District of Virginia decided that neither
the trust nor the estate of Bob Ross, who hosted the PBS TV series The Joy of Painting,
owns rights to “Bob Ross” intellectual property and right of publicity, based in part on
Ross’s course of conduct during his life. RSR Art LLC v. Bob Ross Inc. (BRI), 1:17-cv1077.
Ross, who lived in Florida, formed BRI with his wife and two friends. Prior to his
death in 1995, BRI registered several “Bob Ross” trademarks. Also during his lifetime,
BRI entered into licensing agreements for Ross products. In 1994, a BRI agreement was
drafted to provide the company had the “sole and exclusive” rights to Ross’s intellectual
property and right of publicity, though he never signed the document. Around the same
time, Ross created the Bob Ross Trust and in writing assigned these rights to himself. In
1997, the trust, Ross’s estate and BRI entered into a written settlement agreement
confirming BRI owned Ross trademarks and art works.
But RSR Art, whose founders include Ross’s son Robert Stephen Ross, later filed
suit challenging BRI’s rights. Granting summary judgment for BRI, however, District
Judge Liam O’Grady noted: “The record demonstrates that Bob Ross gave BRI the right
to his intellectual property and right of publicity during his lifetime. While there is no
formal written agreement assigning those rights to BRI, there is ample evidence in the
record supporting that the unsigned written agreement would have merely formalized
Bob Ross’s oral grant of the exclusive rights to his intellectual property and right of
publicity to BRI.” District Judge Grady explained that Ross had “acted as though and
consented to documents stating that BRI held exclusive rights to his name, image and
likeness.” (Florida’s right-of-publicity statute recognizes verbal transfers of the right of
publicity by a living individual. See Fla. Stat. §540.08(1).)
The district judge thus decided that Ross didn’t have the rights to transfer via his
trust or following his death. In any case, the court ruled, the 1997 settlement agreement
ended any claim to the IP and publicity rights by any party other than BRI.

OUT-OF-STATE LAW FIRM
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LET OUT OF PRINCE RECORDINGS
MINNESOTA LITIGATION
The U.S. District Court for the District of Minnesota decided it lacked personal
jurisdiction over an out-of-state law firm named as a defendant in a lawsuit by Prince’s
estate over alleged unauthorized distribution of some of the late artist’s previously
unreleased recordings. Paisley Park Enterprises Inc. v. Boxill, 17-cv-1212 (D.Minn.
2019).
Co-defendant George Ian Boxill, a recording engineer who worked with Prince,
allegedly signed a confidentiality agreement that stated the Prince recordings Boxill
worked on “shall remain Paisley’s sole and exclusive property, shall not be used by
[Boxill] in any way whatsoever, and shall be returned to Paisley immediately upon
request.”
After Prince died in 2016, the Boston-based law firm Brown & Rosen (B & R),
also named as a defendant in the litigation, provided an opinion letter to other defendants
stating that the Prince recordings were Prince-Boxill joint works. Paisley Park claimed
that, despite its confidentiality agreement with Boxill, the music release defendants used
the opinion letter to obtain sales opportunities from third parties.
Granting B&R’s motion to be dismissed from the case, District Judge Wilhelmina
M. Wright noted: “Plaintiffs allege that (1) with knowledge that the nationwide
distribution would include sales to Minnesota, B&R advised Boxill and [co-defendant
Rogue Music Alliance] to distribute the Prince Recordings; (2) B&R engaged in license
negotiations and discussed Boxill’s authorship status with the Prince Estate on multiple
occasions; and (3) B&R authored an opinion letter regarding a contract involving a
Minnesota entity.” However, District Judge Wright also noted: “Although Plaintiffs
allege that B&R encouraged Defendants to distribute the Prince Recordings, Plaintiffs
concede that B&R did not directly sell the music. Merely encouraging another party to
place an item in the stream of commerce does not establish personal jurisdiction over
B&R.”
The district judge concluded: “An out-of-state law firm provided advice to out-ofstate [defense] clients. The advice happened to concern a Minnesota entity and several
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sales happened to be to Minnesota residents. But to subject B&R to this Court's personal
jurisdiction under these circumstances would discourage the dissemination of legal
advice and expand the reach of personal jurisdiction well beyond its current limits.”
LAWYERING ETHICS RULE IN PLAY IN LAWSUIT
BY BUSINESS MANAGER AGAINST RAP ARIST
The U.S. District Court for the Western District of North Carolina dismissed a
conversion counterclaim by rapper Chingy against his former business manager Leslie
King, a lawyer, on the ground the artist hadn’t established that a royalty purchase

agreement he signed with the lawyer was void for allegedly violating the state’s attorney
ethics rule. Viper Publishing Inc. v. Bailey, 3:17-CV-00314 (W.D.N.C. 2018). However,
the district court allowed the artist to pursue the ethics rule as an affirmative defense in
the underlying lawsuit the attorney’s music company has filed against Chingy.
King’s Viper Publishing sued Chingy for allegedly breaching a contract under
which Viper claims it obtained the right to Chingy’s digital performance royalties from
his sound recordings. Chingy argued he thought the purchase agreement included only
one of his tracks.
Under the conflict-of-interest provision of Rule 1.8 of the North Carolina’s Rules
of Professional Conduct, when an attorney acquires “an ownership, possessory, security,
or other pecuniary interest directly adverse to a client,” the lawyer must in writing make
full disclosure to the client and advise the client to seek independent counsel for the
transaction, as well as obtain informed written consent from the client.
But District Judge Graham C. Mullen found: “The only allegation describing any
type of current relationship between [Howard] Bailey [i.e., Chingy] and King consists of
the statement that King provided ‘advice’ and ‘assistance’ from ‘time to time’ to Bailey.
Bailey does not describe the type of advice or assistance provided by King, nor does he
even allege that the advice and assistance was legal in nature. … At the time the [music
royalty] Purchase Agreement was negotiated and signed, Bailey alleges only that he
asked King to help him secure financing [to record a single track], and that when those
efforts were unsuccessful, King offered to finance the project. Neither of these actions
would lead a person in Bailey’s position to reasonably believe that he and King shared an

attorney-client relationship.”
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On the other hand, District Judge Mullen noted, “Bailey does not need to plead an
affirmative defense with the same level of specificity. Rather, in light of the allegations
contained in the Complaint, it is clear that such a[n ethics] violation, if proven, would
qualify as a valid defense to Viper’s breach of contract claims.”
The district court subsequently denied Viper/King’s motion a preliminary
injunction to order Chingy to deposit the royalties in dispute with the court clerk or into
an escrow account. District Judge Mullen noted: “The Court acknowledges that the
Purchase Agreement purports to convey ‘any and all worldwide digital performance
rights to any sound recording created by’ Chingy along with the right to license and grant
reproduction rights to [his] recordings. However, the Purchase Agreement also contains a
liquidated damages clause that, should Viper prevail on all of his claims, would provide a
basis for providing compensation that the parties previously agreed was a reasonable
estimate of the cost of the alleged breach.” The judge added: “Even if the liquidated
damages provision is found to be unenforceable but Viper otherwise prevails, Viper’s
injury could easily be remedied by an accurate accounting of the money value of the
royalties lost during the course of litigation.”

Tax Panel

Michele Alexander, Esq.
Bracewell LLP, New York, NY
Fred Siegel, CPA
Fred Siegel CPA, NEw York, NY
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I.

OVERVIEW

Estate Planning Basics for everyone:
•
•
•
•

•
•

Living Will and Health Care Proxy
Durable power of attorney for personal business affairs
Last Will and Testament and/or Revocable Trust
Beneficiary Designations:
o Life insurance
o Retirement assets
Joint bank or stock accounts
“Pay of Death” Accounts

Federal Estate and Gift Tax at 40% for amounts over exemption amount
State Estate Tax, depending on domicile

II.
•

WHAT CAN GO WRONG (with celebrity examples)?
Allowing state law to determine who gets property
o
o
o

{00247427-1 }

Nonmarital children?
Estranged blood relatives?
The State of New York?

1

•

Unintended beneficiaries resulting from outright gifts
o
o
o
o
o
o

•

Inappropriate will and trust provisions
o
o
o
o
o
o
o
o
o

•

III.

Mandatory income or age payouts to children (facilitating waste or damaging behavior)
Failure to adequately update documents for subsequent children
Failure to anticipate conflicting interests of chosen executors/trustees
Failure to utilize provisions that could give beneficiaries significant control without
sacrificing creditor protections
Bad tax allocation clauses that accelerate the payment of tax
Failure to provide flexibility through disclaimer provisions
Failure to provide flexibility through decanting provisions
Failure to name an appropriate artistic/literary executor to manage body of work
Structuring to require otherwise unnecessary court involvement

Excess taxes payable due to failure to take advantage of available exemptions
o
o
o
o
o

•

Strangers?
Commercial creditors?
Eventual ex-spouses of family members?
Disliked children of a surviving spouse’s previous marriage?
Con Artists?
“Friends” of the beneficiary with “needs”?

Inadequate Marital deduction planning
Inadequate Generation-Skipping Tax planning
Inadequate income tax planning (multiple jurisdictions claiming right to tax)
New York versus CA?
Don’t ignore state estate tax differences to save income taxes

Litigation resulting from any of the above

SPECIAL ISSUES FOR CREATORS OF COPYRIGHTED WORKS AND CELEBRITIES

The Right of Publicity
Rights of Heirs to terminate Copyright
Anonymity and Asset protection
Establishing a clear domicile (“tax home”)
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sacrificing creditor protections
Bad tax allocation clauses that accelerate the payment of tax
Failure to provide flexibility through disclaimer provisions
Failure to provide flexibility through decanting provisions
Failure to name an appropriate artistic/literary executor to manage body of work
Structuring to require otherwise unnecessary court involvement

Excess taxes payable due to failure to take advantage of available exemptions
o
o
o
o
o

•

Strangers?
Commercial creditors?
Eventual ex-spouses of family members?
Disliked children of a surviving spouse’s previous marriage?
Con Artists?
“Friends” of the beneficiary with “needs”?

Inadequate Marital deduction planning
Inadequate Generation-Skipping Tax planning
Inadequate income tax planning (multiple jurisdictions claiming right to tax)
New York versus CA?
Don’t ignore state estate tax differences to save income taxes

Litigation resulting from any of the above

SPECIAL ISSUES FOR CREATORS OF COPYRIGHTED WORKS AND CELEBRITIES

The Right of Publicity
Rights of Heirs to terminate Copyright
Anonymity and Asset protection
Establishing a clear domicile (“tax home”)

{00247427-1 }
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U.S. entertainment lawyer Marc Jacobson outlines how to
recapture rights under copyright.

T

he grand scheme regarding the term of
copyright protection in the U.S., for the first
time in 20 years, is in full bloom in the U.S.
On January 1, 2019, works first published in or before
1923 fell into the public domain – making them free to
copy on their own, or to use to create derivative works
based on those public domain works. At the same time,
rights in the United States to certain works created in
the early 1960’s and early 1980’s can now be recaptured
by the authors, if those authors are still alive, or if
deceased, by their statutory heirs. Upon recapture,
those authors or their heirs can make a new agreement
with the same or a new party, on hopefully better
terms. This overall plan granting creators the ability
own rights for a limited period of time, as mandated
by the US Constitution, as well as Congress’ intent to
give creators a second bite at the revenue apple, is now
in full operation, after years of legislative tinkering.
Recapturing of rights in the United States, regardless
of where the work is created - US law does not apply in
foreign countries (more on that later) - offers creators
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Marc Jacobson
Marc Jacobson is a copyright and entertainment attorney practicing
in New York City. A recognized authority in the field of copyright
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and their families a new opportunity to make more
money from these works.

Copyright is territorial
Copyright law is territorial in nature. As such, the
laws of the USA do not apply in Canada or France,
for example, nor do the laws of Germany or Australia
apply in the US. Each country establishes its own
laws, rights and obligations. While these laws, rights
and obligations are often consistent in many respects
around the world, there are important differences
from country to country. For example, there was no
copyright law in Cambodia when one of our clients
made a movie there using local musical works, which
allowed him to use the works around the world
without a fee.
Certainly, there is an effort to ensure that certain
rights exist under all copyright laws, such as the owner
of the copyright owning the exclusive right to copy,
perform or display certain works. There is also an
effort to harmonize the term of copyright protection
among the countries of the world.

Background on the term of US
Copyright Law
The 1909 US Copyright Act provided that works
registered for copyright which were not works for
hire, would have an original term of 28 years, and,
if a renewal application was timely and properly
filed, a renewal term of 28 years. In the 1976 Act,
which became effective on January 1, 1978, Congress
extended the term for another 19 years, for a total of
75 years. Then, under the 1998 Sonny Bono Copyright
Term Extension Act (“Sony Bono Act”), works received
another 20 years, for a total of 95 years from their
publication dates. In addition, the Sonny Bono Act
effectively protected works which were created in 1923
or after and not yet in the public domain until January
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Statutory recapture
of rights under U.S.
Copyright Law

RECAPTURE OF RIGHTS IN THE U.S.

1, 2019 or later. If an author did not live to the commencement of the
renewal term, any grant of that term failed upon the vesting of the
renewal term. The ability to reclaim rights, then is not new in US
copyright law.

Current term of copyright
Now, under the 1976 US Copyright Act, as in most of the world,
works created after January 1, 1978 - other than works made for hire
– are protected in the US for the life of the author, plus 70 years, or if
it is a joint work prepared by two or more authors, then it is 70 years
after the death of the last surviving author. But if the author created
a work and granted rights “in perpetuity” or similar language, the
author (or if the author has passed away, certain specified heirs have)

The law says that to
recapture the rights, at least
two and no more than ten
year’s notice must be given
(called the “window”), and
papers must be filed in the
Copyright Office.”

has the right to recapture the US rights to those works. This is true
regardless of where the work was created geographically. In general,
works created after January 1, 1978 the rights to which were granted
to another party are subject to recapture 35 years after the grant,

How to recapture US rights

or, if the grant includes a right of publication, then it is measured

The steps to be followed to recapture US rights are detailed and
tricky. The recapture is not automatic. One misstep and the
recapture will not be effective.
The law says that to recapture the rights, at least two and no
more than ten year’s notice must be given (called the “window”),
and papers must be filed in the Copyright Office. The successful
recapture requires having the proper contracts, the author’s
signature, or the signature of a majority in interest of certain of the
author’s heirs who are specified in the statute. Also, if more than one

from the earlier of (a) 35 years from the date of publication or (b)
40 years from the date of the grant. A work published in 1979
was susceptible of recapture in 2014. Works published in 1984 are
eligible for recapture in 2019, 35 years after publication. Next year, in
2020, works published in 1985 will be eligible for recapture, and so
on. Generally speaking, for pre-1978 works, those works created in
1963, may also be recaptured in 2019, 56 years after creation, under
certain conditions.
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author signed the original grant, then to be effective, a majority of
the authors must join in serving notice of termination.
A major challenge in exercising recapture rights is properly
calculating the dates on which notice must be sent, and the effective
dates of such notice of termination. Notice must be provided not to
the original grantee, but to the current owner of the rights, who is
sometimes difficult to find, especially since catalogs of copyrights
are frequently bought and sold. Notice must be properly served, and
copies of the notice and a special form must be filed in the Copyright
Office. As mentioned above, works created before January 1, 1978
are eligible for recapture 56 years after registration or publication.
Works created on or after January 1, 1978 are eligible for recapture
35 years from the date of publication, or 40 years from the date of the
grant depending on the grant.

After notice, but before vesting
During the period between (a) the service of proper notice along
with filing a recordation in the copyright office, and (b) the effective
date of recapture, only the existing right holder may negotiate and
reach an agreement with the author or the author’s heirs regarding
these terminated rights. Once the author or the author’s heirs
recapture those rights, the exclusivity period ends, and the author
or the author’s heirs are free to make a new deal with anyone – or
just keep the rights themselves.
Congress recognized that the first deal an author or creator makes
is made with very unequal bargaining power. Even though that first
contract may grant rights for what appears to be forever, the law
allows the grantor to secure another bite at the apple.

Relevant, recent litigation
There is a decision in the UK which holds that the UK authors were
not eligible to terminate their US rights. After the authors filed an
appeal, the case was settled. Most copyright lawyers with whom I
have spoken feel that decision was decided incorrectly based on a
failure of proof, and the courts failure to consider the applicability
of the Berne Convention.
Shortly after that decision, Sir Paul McCartney, one of the
principal songwriters of The Beatles, then filed suit against EMI,
seeking to make certain that his notice of recapture would be
effective. That case was settled before EMI filed an answer.
Finally, two class action cases are pending which assert that
recordings created as a work for hire under the 1978 act are in fact
not works for hire, and that the parties to the recording agreement
are entitled to terminate the grant of right. A recording is not one of
the nine works eligible to be a work made for hire under section 101
of the Copyright Act, so the record companies’ assertion that each
recording is a work for hire may be subject to a successful challenge.
But then there is the issue of who is the author of the work, and
who is eligible to terminate the grant. Specifically, are the engineers,
producers, mixers, masterers, musicians and others included as an
author of the work? If so, certifying the plaintiff class may ultimately
prove impossible.

Conclusion
If you or your family had a family member who was a songwriter
or even a recording artist (in some cases), or a photographer,
illustrator, writer of books or magazine articles, you may have rights
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A major challenge in
exercising recapture rights
is properly calculating the
dates on which notice must
be sent, and the effective
dates of such notice of
termination.”
that could be worth significant money to you. Further, exercising
these recapture rights may be investment into the legacy of your
loved ones. Exercising these recapture rights can be complicated
and tricky but ignoring them is simply a mistake.

Contact: Marc Jacobson
Address: 440 E 79th St, New York, NY 10075, USA
Email: marc@marcjacobson.com
Tel: +1-212-245-8955.
Website: https://www.marcjacobson.com/
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Recapturing Copyrights
Help your clients make money from their works

T

his is a big year for copyright in the United
States. For the first time in 20 years, on Jan. 1,
2019, works first published in the United States
in the early 20th century fell into the public domain—
making them free to copy or use to create derivative
works based on those public domain works.1 At the
same time, rights in the United States to certain works
created in the early 1960s and early 1980s can now
be recaptured by the authors, if those authors are still
alive, or if deceased, by their heirs.2 On recapture, those
authors or their heirs can make a new agreement with
the same or a new party on potentially better terms. The
grand scheme about owning rights for a limited period
of time so that works will eventually pass into the public
domain, as well as Congress’ intent to give creators a
second bite at the revenue apple, is now in full operation,
after years of legislative tinkering. Recapturing of rights
in the United States—U.S. law doesn’t apply in foreign
countries (more on that later)—offers creators and their
families a new opportunity to make more money from
these works.

Copyright is Territorial

Copyright law is territorial in nature. As such, the U.S.
laws don’t apply in Canada or France, for example, nor
do the laws of Germany or Australia apply in the United
States. Each country can establish its own laws, rights
and obligations. While these laws, rights and obligations
are often similar and consistent in many respects around
the world, there are important differences from country
Marc Jacobson is founder of Marc
Jacobson PC in New York City and is
founding chairman of the New York
State Bar Association Section on
Entertainment, Arts & Sports Law

to country. For example, there was no copyright law in
Cambodia when one of our clients made a movie there
using local works, so works created there could be used
by the rest of the world at no cost.3 Conversely, many
European countries created the “making available” right
so that in the music area, for example, merely offering
the ability to listen to a song on a website, even if the
song is never played or downloaded, makes the website
owner obligated to pay the copyright holder. On the
other hand, in the United States, no such right exists so
that only the actual copying or performance of a song
generates revenue for the copyright owners.4
Certainly, there’s an effort to ensure that certain
rights exist under all copyright laws, such as the owner
of the copyright owning the exclusive right to copy,
perform or display certain works. There’s also an effort
to harmonize the term of copyright protection among
the countries of the world. Further, for a country to
become a member of the leading international treaty,
the Berne Convention, there must be no formalities
required to secure copyright protection. Under U.S. law,
for example, copyright subsists from the moment of
creation when the work is fixed in a tangible medium of
expression, but registration is only required to enforce in
court any rights granted to the owner under the statute.5

British Reversionary Rights

Under the U.K. Copyright Law, rights granted by
authors in copyrighted works created between 1911
and 1957 are automatically vested in the author’s heirs
25 years after the author’s death. This concept also
applied across the British Commonwealth. Over time,
however, each of the Commonwealth territories elected
to rescind those rights, so their importance in copyright
law is diminishing each year. However, there are some
important countries where this concept may still apply.
These include the United Kingdom, Ireland, Canada,
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Australia and New Zealand, Israel, South Africa, Jamaica
and other Caribbean countries. So, the concept of
copyright recapture isn’t unique to the United States.6

U.S. Copyright Law Background

The 1909 U.S. Copyright Act provided that works registered for copyright would have an original term of
28 years, and, if a renewal application was timely and
properly filed, a renewal term of 28 additional years.
In the 1976 U.S. Copyright Act (the 1976 Act), which
became effective on Jan. 1, 1978, as the rest of the world
was providing for copyright of much longer duration,
Congress extended the term for another 19 years, for
a total of 75 years. Then, under the 1998 Sonny Bono
Copyright Term Extension Act (Sonny Bono Act),
works that weren’t works for hire received another
20 years, for a total of 95 years from their publication
dates. In the interim, Congress eliminated the need to
file renewal applications, so the term of copyright protection wasn’t dependent on filing properly completed
and timely renewal applications. In addition, the Sonny
Bono Act effectively protected works that were created
in 1923 or after and not yet in the public domain until
Jan. 1, 2019 or later.7

Current Term of Copyright

Now, like most of the rest of the world, under the 1976
Act, generally speaking, works created after Jan. 1, 1978
—other than works made for hire—are protected in the
United States for the life of the author, plus 70 years,
or if it’s a joint work prepared by two or more authors,
then it’s 70 years after the death of the last surviving
author.8 But, if the author, or his now-deceased family
member, created a work and granted rights “in perpetuity” or similar language, the author or, if the author
has passed away, certain specified heirs, has the right
to recapture the U.S. rights to those works. This is true
regardless of where the work was created geographically.
In general, works created after Jan. 1, 1978 and licensed
or assigned to another person or company are subject
to recapture 35 years after the grant, or, if the grant
has a right of publication, then it’s measured from the

earlier of: (1) 35 years from the date of publication, or
(2) 40 years from the date of the grant.9 A work published in 1979 was susceptible to recapture in 2014.
Works published in 1984 are eligible for recapture in
2019,10 35 years after publication. Next year, in 2020,
works published in 1985 will be eligible for recapture, and so on. Generally, for pre-1978 works, those
works created in 1963 may also be recaptured in 2019,
56 years after creation, under certain conditions.11

The steps to be followed to
recapture U.S. rights are detailed
and tricky.
It’s important to note that unlike the British
Reversionary Rights, which provide that rights revert to
the author’s heirs 25 years after death, U.S. rights aren’t
recaptured unless notice of termination is timely served
and properly filed.

How to Recapture U.S. Rights

The steps to be followed to recapture U.S. rights are
detailed and tricky. The recapture doesn’t happen automatically. One misstep and the recapture won’t be
effective. The law says that to recapture the rights, notice
must be given within a proper time frame (called the
“window”), papers must be filed in the Copyright Office
and a specified amount of time must lapse. The successful recapture of these rights requires substantial advance
planning. It requires having the proper contracts, the
author’s signature or the signature of a majority in
interest of certain of the author’s heirs who are specified
in the statute. Also, if more than one author signed the
original grant, then to terminate such grant, a majority
of the authors must join in serving notice of termination. The recapturing process is best accomplished with
assistance from an experienced copyright lawyer to help
navigate the complexities and nuances involved.
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Planning in advance of a recapture is essential to
its success. The hardest part is calculating the dates on
which notice must be sent and the effective dates of
such notice of termination. The author or his specified
heirs must give notice no earlier than 10 years and no
later than two years before the rights would vest. Notice
must be provided not to the original grantee, but to the
current owner of the rights, who’s sometimes difficult
to find, especially because catalogs of copyrights are
frequently bought and sold. Notice must be properly

This right of recapture may be the
antithesis of the public domain.
served, and copies of the notice and a special form must
be filed in the Copyright Office. As mentioned above,
works created before Jan. 1, 1978 are eligible for recapture 56 years after registration or publication. Works
created on or after Jan. 1, 1978 are eligible for recapture
35 years from the date of publication or 40 years from
the date of the grant depending on the grant.12

After Notice, but Before Vesting

During the period between: (1) the service of proper
notice along with filing a recordation in the copyright
office, and (2) the effective date of recapture, only the
existing right holder may negotiate and reach an agreement with the author or the author’s heirs regarding
these terminated rights. That gives the existing owner a
leg up to keep the rights. Once the author or the author’s
heirs recapture those rights, the exclusivity period ends,
and the author or the author’s heirs are free to make a
new deal with anyone—or just keep the rights themselves.13

Estate Planning

Estate-planning professionals should consider how,
when and with whom termination rights will vest and
make sure the proper parties are well versed in how to
exercise these rights. The Copyright Act doesn’t prohibit
the children of an author from agreeing among themselves how to handle these rights, prior to the author’s
demise. Further, while an author’s will can’t dictate what

happens to these rights, because the statutory scheme
may not be altered, the author’s will can indicate how the
deceased wants his works handled, who’ll administer
them for all the children and similar related issues. The
will can’t, however, mandate, for example, that only two
of five children can exercise the recapture rights for all
the children, because that clearly violates the statutory
scheme.

Recapture isn’t Public Domain

This right of recapture may be the antithesis of the
public domain. Because the U.S. Constitution says that
copyright should be secured to authors for a “limited
time,” it’s appropriate that works fall eventually into
the public domain. Before 1998, works did fall into the
public domain every year. Under the 1976 Act, nothing went into the public domain for the last 20 years.
Now, pre-1924 works, like Kahlil Gibran’s The Prophet
and Robert Frost’s “Stopping by Woods on a Snowy
Evening” and songs like “Who’s Sorry Now” by Kalmar,
Ruby and Snyder (which is the song that, after a 1985
U.S. Supreme Court Case, helped set the stage about
how the recapture actually works) are now in the public
domain.14 These works may now be published by others
with no royalty due to the authors, and movies, plays
and other works may be created based on those public
domain works without paying for the underlying rights.
But, while the other works fall into the public
domain, the legislative construct to give authors and
their heirs another chance to make a deal also is developing full steam ahead. Congress recognized that an
author or creator has less bargaining power when making his first deal. Even though that first contract may
grant rights for what appears to be forever, the law says
that “if, and only if, you follow these procedures, you get
to make a new deal for your U.S. rights.”

Relevant, Recent Litigation

After serving its notice of termination, the U.K. band
Duran Duran was met with litigation from EMI Music
Publishing (EMI), which asserted that the contract by
which EMI secured its rights was governed by U.K. law.
EMI also argued that under that contract, therefore,
there was no basis for the band to terminate rights in the
United States. Due to some procedural issues, and in my
view, a failure of proof, EMI was able to defeat the band’s
ability to terminate rights. Many copyright lawyers feel

4 / TRUSTS & ESTATES / trustsandestates.com / MAY 2019

FEATURE: ESTATE PLANNING & TAXATION

the decision is wrong and that it may even violate the
Berne Convention. Failing to bring this violation to the
court’s attention, as well as the lack of expert testimony
about how U.S. law works, resulted in a decision in the
publisher’s favor.15 Shortly after that decision, Sir Paul
McCartney, one of the principal songwriters of The
Beatles, then filed suit against EMI, seeking to make
certain that his recapture of rights would be effective.
Not surprisingly, that lawsuit was settled, and EMI didn’t
even file an answer. While the terms of the settlement
are confidential, I believe that the recapture notices were
effective, and Sir Paul was able to achieve better financial
terms for his songs as each song was recaptured. This, in
fact, is the very essence of the statutory scheme, allowing
the creator another bite at the revenue apple.16
Finally, while many cases filed and decisions rendered address the recapture process and right, the gist of
which I’ve incorporated into the article, a new case, John
Waite, Joe Ely et al. v. UMG Recordings Inc. et al., was
filed that touches on the complicated issue of whether a
recording is a work made for hire. As mentioned above,
if a work is made for hire, it’s owned by the company
engaging the author, from the moment of creation, and
as such, there’s no grant of rights that may be terminated.
Under the definition of “work for hire,” a work specially
ordered or commissioned may be treated as a work
made for hire if an agreement is signed in advance of the
creation of the work. Another condition, however, is that
the type of work created is listed as one of the nine categories of works eligible to be a work for hire. A recording
isn’t one of the nine categories, although a compilation
is one. Most recent recording agreements provide that
the recordings delivered to the record company are to
be treated as works for hire, but if such treatment is
found ineffective, such rights are deemed assigned to
the record company. U.S. rights to a work transferred by
assignment may be recaptured, but U.S. rights to a work
for hire may not be. The recent litigation posits, in a class
action suit, on behalf of all artists who sought to recapture their rights from the labels, that the works created
weren’t for hire, and therefore the recordings are eligible
for recapture.17 My view is that it will be very difficult to
certify that as a plaintiff class because of the challenges
in determining who the authors of the work are—do
the authors include, for example, engineers, mixers, side
men and backup singers? If so, to what extent do they,
and what percentage of them, need to execute a notice of

termination to effectively recapture these rights? I think
this case will die on a motion to dismiss. But, there will
always be a new way to challenge the status quo, and
efforts to expand these rights by authors and their heirs
will be met with equal opposition from those who seek
to retain them and limit these rights.

Investment in Legacy

If your client or his family member was a songwriter or
even a recording artist (in some cases), a photographer,
illustrator or writer of books or magazine articles, he
may have rights that could be worth significant money
to him and his family. Further, exercising these recapture
rights may be investment in the legacy of his loved ones.
Exercising these recapture rights can be complicated
and tricky, but ignoring them is simply a mistake.

Endnotes
1. https://law.duke.edu/cspd/publicdomainday/2019/.
2. www.copyright.gov/recordation/termination.html.
3. www.wipo.int/edocs/lexdocs/laws/en/kh/kh003en.pdf.
4. www.copyright.gov/docs/making_available/making-available-right.pdf.
5. www.copyright.gov/circs/circ01.pdf.
6. See, e.g., Chappell & Co. Ltd v Redwood Music Ltd., [1981] RPC 337(HL).
7. www.copyright.gov/circs/circ15a.pdf.
8. www.copyright.gov/title17/92chap3.html.
9. www.copyright.gov/title17/92chap3.html.
10. www.copyright.gov/title17/92chap2.html.
11. www.copyright.gov/title17/92chap3.html#304.
12. www.copyright.gov/title37/201/37cfr201-10.html;
www.copyright.gov/
docs/203.html.
13. www.copyright.gov/title17/92chap3.html; www.copyright.gov/title17/92
chap2.html.
14. https://law.duke.edu/cspd/publicdomainday/2019/.
15. www.bailii.org/ew/cases/EWHC/Ch/2016/3091.html.
16. www.scribd.com/document/336935184/Mccartney-termination#fullscreen&from_embed.
17. www.documentcloud.org/documents/5726454-Waite-Termination.html.
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at Fordham University Law School, CUNY Law School and The New School. He speaks
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Biography

Tracy Green Landauer is a partner in the firm’s New York office where she focuses her
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charitable gift planning and closely-held business succession planning to a broad range of
domestic and international individuals and families. Ms. Landauer also provides ongoing
and special issue representation to both new and established private foundations
(individual and corporate) and public charities including arts, health, educational,
community, literary, research and trade organizations.
She values the long-standing relationships she has with many of her clients. Whether
working with individuals in planning their estates or with the officers and directors of the
non-profits she represents, she listens closely to help her clients prioritize their needs and
goals in order to help them implement the best plan for their circumstances. Estate
planning clients gain an understanding of the options open to them and work with Ms.
Landauer to determine which steps to take first for the greatest peace of mind. Her startup tax-exempt clients work with her to make tailored, strategic choices on issues of
formation, exemption, board governance and policies, and organizational structures.
Both new and established non-profits work with Ms. Landauer to successfully navigate IRS
and state reporting requirements and audits; U.S. tax compliance issues in domestic and
international grant-making; unrelated business income, prohibited transactions and
operational issues; and compliance with state fundraising/solicitation requirements for print
and electronic media.
Ms. Landauer has authored several publications in the trusts and estates area. Thomson
Reuters has included her on its annual “Super Lawyers” list in Estate & Probate Law since
2012.
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2002
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Founding Director of the Intellectual Property Law Center in 2014.
Professor Sheff’s research interests span Intellectual Property law, First Amendment law,
and Internet and Cyberlaw. In particular, his research focuses on how law mediates the
creation, dissemination, and use of information in social, cultural, and economic
exchange. He approaches these issues from an interdisciplinary perspective, drawing on
research in psychology, philosophy, economics, marketing, and political science.
Professor Sheff received his B.A., summa cum laude, from Columbia University in 1999,
and his J.D., cum laude, from Harvard Law School in 2002. While at Harvard he was an
editor and symposium chair of the Harvard Law Review. After graduation, he clerked for
Hon. C. P. Sifton of the U.S. District Court for the Eastern District of New York.
Prior to his arrival at St. John’s, Professor Sheff worked as a litigator for five years at
Cravath, Swaine & Moore LLP, where his practice covered a broad variety of commercial
disputes, including intellectual property litigation, antitrust litigation, contract disputes, and
commercial tort claims.

FRED SIEGEL, ESQ.
Biography

Fred Siegel is the founder of Fred Siegel, CPA (est. 1997), a boutique consulting/public
accounting firm specializing in key tax and business issues for independent film producers
and dealing with the business of film. Primary practice areas are Consulting, Financing,
Film Tax Credits, Deal Structures, Taxation. The firm is one of sixteen CPA firms qualified
by the NYS Dept. of Economic Development to perform “audit” type services on NYS film
tax credit applications for film production companies applying for NYS film tax credits.
Working
almost entirely with independent filmmakers and their development and production
companies, film financing companies, film funds, and creative professionals, the firm
offers a range of “niche” services in areas such as structuring deals and cash flows; film
production tax credits and financing; tax consequences of film financing; film taxation and
accounting; and performing due diligence and providing reports for film financiers and
production companies in connection with “film tax credit” loans. A former jazz musician
and entrepreneur, Fred is a graduate of Columbia University, (B.A. Economics, Phi Beta
Kappa, Magna Cum Laude), attended New York University’s Stern Graduate School of
Business (accounting; taxation), and began his professional career in public accounting at
Coopers & Lybrand, prior to its merger with PriceWaterhouse. Fred has worked with a
large range of both established and emerging independent filmmakers for over twenty-five
years, including such well-known filmmakers as Christine Vachon and Killer Films (“Still
Alice;” “Far From Heaven;” “Boys Don’t Cry”); Debra Granik (“Winters Bone”); Paul
Mezey (“Beach Rats;’ “Beasts of the Southern Wild“; “Maria Full of Grace”); Chris Smith
(“Fyre”; “The Yes Men”; “American Movie”); and Good Machine (“Happiness” - Todd
Solondz, and “Safe” - Todd Haynes).

BARRY SKIDELSKY, ESQ.
Biography

Barry Skidelsky is the current Chair of the Entertainment, Arts and
Sports Law Section (EASL) of the New York State Bar Association (NYSBA),
having previously served as chair of EASL's Television and Radio committee. He is
also a member of NYSBA's House of Delegates, the association's governing body.
A Berklee trained jazz musician and former radio broadcasting executive, Barry is a
NYC based attorney with strong business acumen providing legal representation, counsel,
co-counsel, consulting, arbitration, mediation, and related services nationwide. He also
practices before the Federal Communications Commission in Washington DC, and is
former chair of the NY Chapter of the Federal Communications Bar Association (FCBA).
Having substantial experience across diverse corporate, transactional, litigation/ADR
and regulatory matters, Barry has particular expertise and interests in working with other
lawyers, lenders, investors, owners, operators and creators involved with entertainment,
digital media, telecommunications and technology.
Barry's core legal competencies involve M&A, general corporate, commercial,
finance, intellectual property, real property, employment, regulatory compliance and
governance issues; and, he has a strong understanding of finance, communications and
computer technologies.
His background includes successes as in-house General Counsel, corporate
Secretary, and board of directors member, for several venture capital and private equity
backed companies, including a competitive local exchange carrier (CLEC) and an internet
service provider (ISP), and he served as General Counsel for a publicly traded digital media
company. He was also a broadcast station broker, FCC ownership divestiture trustee, and
bankruptcy trustee.
A graduate of both the University of Vermont and Vermont Law School, Barry is
also a frequent author and speaker for both legal and business audiences, has a good
sense of humor, and is fluent in Spanish.
Contact Barry at 212-832-4800 or bskidelsky@mindspring.com.

STAN SOOCHER, ESQ.
Biography
Stan Soocher is the long-time Editor-in-Chief of Entertainment Law & Finance, and
an award-winning entertainment attorney and entertainment law journalist. He is
also Professor of Music & Entertainment Industry Studies at the University of
Colorado’s Denver Campus. Stan is author of the books Baby You’re a Rich Man:
Suing the Beatles for Fun & Profit and They Fought the Law: Rock Music Goes to
Court, the latter which is available in an updated, expanded edition in Amazon’s
Kindle Store. He has spoken to the New York State Bar Association EASL Section on
a number of well-received occasions.

